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European Court of Justice, 16 September 2004,
SAT1

SCIT:

TRADEMARK LAW

Distinctive character

e A separate analysis of each of its elements instead
of on the overall perception of that word by the av-
erage con-sumer.

It is clear from paragraphs 31 to 34 of the present
judgment that the Court of First Instance assessed
whether the term ‘SAT.2’ had a distinctive character
essentially by means of a separate analysis of each of
its elements. To that end, it based itself on the presump-
tion that elements individually devoid of distinctive
character cannot, on being combined, present such a
character instead of, as it should have done, on the
overall perception of that word by the average con-
sumer. It examined the impression as a whole produced
by the term only secondarily, refusing to give any rele-
vance to aspects such as the existence of an element of
imaginativeness, which ought to be taken into account
in such an analysis.

Use in sector

The frequent use of trade marks consisting of a
word and a number in the telecommunications sec-
tor indi-cates that that type of combination cannot
be considered to be devoid, in principle, of distinc-
tive character.

General interest art. 7(1)(b) Regulation No 40/94

e General interest requires that the signs they refer
to may be freely used by all.

Secondly, the contested judgment relies on a criterion
according to which trade marks which are capable of
being commonly used, in trade, for the presentation of
the goods or services in question may not be registered.
That criterion is relevant in the context of Article
7(1)(c) of the regulation but it is not the yardstick
against which Article 7(1)(b) thereof should be judged.
By considering, in particular, at paragraph 36 of the
contested judgment, that the later provisions pursued an
aim which is in the public interest, which requires that
the signs they refer to may be freely used by all, the
Court of First Instance deviated from taking into ac-
count the public-interest criterion referred to in para-
graphs 25 to 27 of the present judgment.

Thirdly, it is important to observe that each of the
grounds for refusal to register listed in Article 7(1) of
the regulation is independent of the others and requires
separate examination. Moreover, it is appropriate to in-
terpret those grounds for refusal in the light of the gen-

eral interest which underlies each of them. The gen-eral
interest to be taken into consideration when examining
each of those grounds for refusal may or even must re-
flect different considerations according to the ground
for refusal in question (Joined Cases C-456/01 P and
Cr457/01 P Henkel v OHIM [2004] ECR I-0000,
paragraphs 45 and 46).

As regards the registration as trade marks of colours
per se, not spatially delimited, the Court has already
ruled, in Libertel, paragraph 60, that the public interest
underlying Article 3(1)(b) of the First Council Direc-
tive 89/104/EEC of 21 December 1988 to approximate
the laws of the Member States relating to trade marks
(OJ 1989 L 40, p. 1), a provision which is identical to
Article 7(1)(b) of the regulation, is aimed at the need
not to restrict unduly the availability of colours for the
other operators who offer for sale goods or services of
the same type as those in respect of which registration
is sought.

Furthermore, in view of the extent of the protection af-
forded to a trade mark by the regulation, the public
interest underlying Article 7(1)(b) of the regulation is,
manifestly, indissociable from the essential function of
a trade mark, as observed in paragraph 23 above.
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JUDGMENT OF THE COURT (Second Chamber)

16 September 2004 (1)

(Appeals — Community trade mark — Absolute grounds
for refusal to register — Article 7(1)(b) and (c) of Regu-
lation (EC) No 40/94 — “Sat.2’)

In Case C-329/02 P,

APPEAL under Article 56 of the Statute of the Court of
Justice,

lodged at the Court on 12 September 2002,

SAT.1 SatellitenFernsehen GmbH, established in May-
ence (Germany) represented by R. Schneider,
Rechtsanwalt, with an address for service in Luxem-
bourg,

appellant,

the other party to the proceedings being:

Office for Harmonisation in the Internal Market (Trade
Marks and Designs) (OHIM), represented by D.
Schennen, acting as Agent, with an address for service
in Luxembourg,

defendant at first instance,

THE COURT (Second Chamber),

composed of: C.W.A. Timmermans, President of the
Chamber, J.-P. Puissochet (Rapporteur), R. Schintgen,
F. Macken and N. Colneric, Judges,

Advocate General: F.G. Jacobs,

Registrar: H. von Holstein, Deputy Registrar

having regard to the written procedure and further to
the hearing on 8 January 2004,

after considering the observations submitted on behalf
of the parties,
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after hearing the Opinion of the Advocate General at
the sitting on 11 March 2004,

gives the following

Judgment

1 By its appeal, SAT.1 SatellitenFernsehen GmbH (‘the
appellant’) is seeking that the judgment of the Court of
First Instance of the European Communities of 2 July
2002 in Case T-323/00 SAT.1 v OHIM (SAT.2) [2002]
ECR 1I-2839, ‘the contested judgment’, in which it
dismissed its application, be set aside insofar as the
Court of First Instance found that the Second Board of
Appeal of the Office for Harmonisation in the Internal
Market (Trade Marks and Designs) (‘the Office’) had
not infringed Article 7(1)(b) of Council Regulation
(EC) No 40/94 of 20 December 1993 on the Commu-
nity trade mark (OJ 1994 L 11, p. 1, ‘the regulation’) or
failed to observe the principle of non-discrimination by
refusing, by its decision of 2 August 2000 (Case R
312/1999-2, ‘the contested decision’), to register as a
Community trade mark the term ‘SAT.2’ in respect of
services which, in the registration application, are con-
nected with satellite broadcasting.

The legal framework

2 Under Article 4 of the regulation:

‘A Community trade mark may consist of any signs
capable of being represented graphically, particularly
words, including personal names, designs, letters, nu-
merals, the shape of goods or of their packaging,
provided that such signs are capable of distinguishing
the goods or services of one undertaking from those of
other undertakings.’

3 Article 7 of that regulation provides:

‘1. The following shall not be registered:

(a) signs which do not conform to the requirements of
Atrticle 4,

(b) trade marks which are devoid of any distinctive
character;

(c) trade marks which consist exclusively of signs or
indications which may serve, in trade, to designate the
kind, quality, quantity, intended purpose, value, geo-
graphical origin or the time of production of the goods
or of rendering of the service, or other characteristics of
the goods or service;

2. Paragraph 1 shall apply notwithstanding that the
grounds of non-registrability obtain in only part of the
Community.

3. Paragraph 1(b), (c) and (d) shall not apply if the
trade mark has become distinctive in relation to the
goods or services for which registration is requested in
consequence of the use which has been made of it.”

4 According to Article 12 of the regulation:

‘A Community trade mark shall not entitle the proprie-
tor to prohibit a third party from using in the course of
trade:

(b) indications concerning the kind, quality, quantity,
intended purpose, value, geographical origin, the time
of production of the goods or of rendering of the ser-
vice, or other characteristics of the goods or service;

provided he uses them in accordance with honest prac-
tices in industrial or commercial matters.’

5 Article 38(1) of the regulation provides:

‘Where, under Article 7, a trade mark is ineligible for
registration in respect of some or all of the goods or
services covered by the Community trade mark appli-
cation, the application shall be refused as regards those
goods or services.’

Background to the dispute
6 On 15 April 1997, the appellant applied to the Office
to register the term ‘SAT.2” as a Community trade
mark in respect, first, of various goods coming within
Classes 3, 9, 14, 16, 18, 20, 25, 28, 29 and 30 of the
Nice Agreement concerning the International Classifi-
cation of Goods and Services for the Purposes of the
Registration of Marks of 15 June 1957, as revised and
amended, and, secondly, of services coming within
Classes 35, 38, 41 and 42 of that agreement.

7 When that application was rejected, so far as con-
cerned the services within Classes 35, 38, 41 and 42, by
a decision of 9 April 1999 of the examiner at the Of-
fice, the appellant appealed to the Office.

8 By the contested decision, the Second Board of Ap-
peal of the Office dismissed the appeal on the ground
that Article 7(1)(b) and (c) of the regulation precluded
registration of the term SAT.2 for services falling
within the abovementioned classes.

Procedure before the Court of First Instance and
the contested judgment
9 By application lodged at the Registry of the Court of
First Instance on 16 October 2000, the appellant
brought an action seeking the annulment of the con-
tested decision.

10 The Court, in the contested judgment, upheld the
application in part only.

11 First, it observed that the Second Board of Appeal
of the Office had failed to rule on the appellant’s claims
regarding the Class 35 services set forth in the registra-
tion application. It then annulled the contested decision
to that extent.

12 Secondly, the Court of First Instance annulled the
contested decision so far as concerns the services
within Classes 38, 41 and 42, but only inasmuch as it
refused to register the term ‘SAT.2’ for the services fal-
ling within those classes as set out in paragraph 42 of
the contested judgment.

13 In annulling the decision, the Court of First In-
stance, first, upheld the plea of the appellant alleging
that the contested decision had been wrongly based on
Article 7(1)(c) of the regulation. By basing itself on the
relevant meaning of the trade mark, established not
only on the basis of its various components but also on
its meaning as a whole, accepting only such character-
istics of the goods or services as are likely to be taken
into account by the relevant public when making its
choice, the Court found that the term ‘SAT.2” was not
descriptive of the services coming within Classes 38,
41 and 42, within the meaning of Article 7(1)(c). In its
view, the term relates to no specific characteristic of the
services concerned which is likely to be taken into ac-
count by the relevant public when making its choice.
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14 On the other hand, the Court of First Instance dis-
missed, so far as concerns part of the services coming
within Classes 38, 41 and 42, the appellant’s plea in
law alleging that the contested decision could not re-
fuse registration of the term ‘SAT.2” on the basis of
Article 7(1)(b) of the regulation. It found that, in view
of its constitutive elements, the term was devoid of any
distinctive character within the meaning of that provi-
sion in relation to services which, in the application
registration, are connected with satellite broadcasting,
that is to say the services referred to in paragraph 3 of
the contested judgment to which the Court of First In-
stance does not refer in paragraph 42 of that judgment.
15 Finally, it rejected the appellant’s plea in law alleg-
ing that the refusal to register the term in question was
contrary to the principle of equal treatment since signs
which were, according to the appellant, altogether simi-
lar, had been registered as Community trade marks by
the Office.

The appeal

16 The appellant claims that the Court should set the
contested judgment aside insofar as the Court of First
Instance dismissed the remainder of the heads of claim
it submitted before it and order the Office to pay the
costs.

17 The Office contends that the Court should dismiss
the appeal and order the appellant to pay the costs.
Arguments of the parties

18 By its first ground of appeal, the appellant argues
that the interpretation by the Court of First Instance of
Article 7(1)(b) of the regulation is vitiated by an error
of law in two respects.

19 First, contrary to what the Court of First Instance
states at paragraph 36 of the contested judgment, that
provision did not pursue an aim which is in the public
interest, which requires that the signs they refer to may
be freely used by all. Its aim is in fact to enable the fi-
nal consumer or user to distinguish without any
possible confusion the origin of goods or services, in
accordance with the view which the Community legis-
lature and the Court have of the main function of trade
marks. The Court of First Instance thus applied a test
which is appropriate in the context of Article 7(1)(c)
and (e) of the regulation rather than in that of Article
7(1)(b) thereof and it accordingly failed to ascertain
exactly in what way the term in question was capable
of fulfilling that function of a trade mark.

20 Secondly, the appellant claims that, after observing,
correctly, that it was necessary to examine the overall
impression made by the term ‘SAT.2’ on the consum-
ers concerned in order to assess whether the sign had a
distinctive character, the Court of First Instance did not
apply that rule of analysis correctly in the present case.
Instead it broke down the term into its constituent ele-
ments in order to found its refusal to register. However,
such a breakdown is not the way in which consumers
appraise and interpret the trade mark when they per-
ceive it. Moreover, the Court of First Instance wrongly
based the absence of distinctive character on the fact
that the term was composed of elements commonly
used, in trade, for the presentation of the goods or ser-

vices concerned, whereas that kind of element can be
taken into consideration only when applying Article
7(1)(c) of the regulation.

21 The Office responds to that ground of appeal by
stating that Article 7(1)(b) of the regulation pursues an
aim which is in the public interest, namely to ensure
that the signs concerned are freely available The case-
law of the Court of Justice shows that the grounds for
refusal laid down in Article 7(1)(b) and (c) of the regu-
lation do indeed pursue such an aim since they preclude
non-distinctive signs from being covered by the protec-
tion afforded by registration as a trade mark.

22 The Office shares the argument of the appellant that
the term concerned must be assessed as a whole and
that ‘distinctive character’ must be understood to mean
the ability of a trade mark to identify the goods and ser-
vices which it designates according to their origin. It
considers, however, that the term ‘SAT.2’ is devoid of
any distinctive character because it consists of elements
which are not distinctive combined in a customary way
and that the Court of First Instance has not misapplied
Article 7(1)(b) of the regulation when carrying out the
relevant assessment. Furthermore, the contested judg-
ment did not confuse the respective scopes of that
provision and that of Article 7(1)(c) of that regulation.
Neither is it contradictory, since the Court of First In-
stance was able to observe, without committing an
error of law, that the term was not descriptive within
the meaning of Article 7(1)(c) and that it was not, by
the same token, distinctive within the meaning of Arti-
cle 7(1)(b).

Findings of the Court

23 First, the essential function of a trade mark is to
guarantee the identity of the origin of the marked prod-
uct to the consumer or end-user by enabling him,
without any possibility of confusion, to distinguish the
product or service from others which have another ori-
gin (see, in particular, Case 102/77 Hoffmann-La
Roche [1978] ECR 1139, paragraph 7, and Case C-
299/99 Philips [2002] ECR 1-5475, paragraph 30). Ar-
ticle 7(1)(b) of the regulation is thus intended to
preclude registration of trade marks which are devoid
of distinctive character which alone renders them capa-
ble of fulfilling that essential function.

24 Secondly, in order to determine whether a sign pre-
sents a characteristic such as to render it registrable as a
trade mark, it is appropriate to take the viewpoint of the
relevant public. Where the goods or services with
which the registration application is concerned are in-
tended for all consumers, the relevant public must be
deemed to be composed of the average consumer, rea-
sonably well-informed and reasonably observant and
circumspect (see Case C-342/97 Lloyd Schuhfabrik
Meyer [1999] ECR 1-3819, paragraph 26, and Case C-
104/01 Libertel [2003] ECR 1-3793, paragraph 46).

25 Thirdly, it is important to observe that each of the
grounds for refusal to register listed in Article 7(1) of
the regulation is independent of the others and requires
separate examination. Moreover, it is appropriate to in-
terpret those grounds for refusal in the light of the
general interest which underlies each of them. The gen-
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eral interest to be taken into consideration when exam-
ining each of those grounds for refusal may or even
must reflect different considerations according to the
ground for refusal in question (Joined Cases C-456/01
P and C[1457/01 P Henkel v OHIM [2004] ECR I-
0000, paragraphs 45 and 46).

26 As regards the registration as trade marks of colours
per se, not spatially delimited, the Court has already
ruled, in Libertel, paragraph 60, that the public interest
underlying Article 3(1)(b) of the First Council Direc-
tive 89/104/EEC of 21 December 1988 to approximate
the laws of the Member States relating to trade marks
(OJ 1989 L 40, p. 1), a provision which is identical to
Article 7(1)(b) of the regulation, is aimed at the need
not to restrict unduly the availability of colours for the
other operators who offer for sale goods or services of
the same type as those in respect of which registration
is sought.

27 Furthermore, in view of the extent of the protection
afforded to a trade mark by the regulation, the public
interest underlying Article 7(1)(b) of the regulation is,
manifestly, indissociable from the essential function of
a trade mark, as observed in paragraph 23 above.

28 Finally, as regards a trade mark comprising words or
a word and a digit, such as that which forms the sub-
ject-matter of the dispute, the distinctiveness of each of
those terms or elements, taken separately, may be as-
sessed, in part, but must, in any event, depend on an
appraisal of the whole which they comprise. Indeed, the
mere fact that each of those elements, considered sepa-
rately, is devoid of distinctive character does not mean
that their combination cannot present a distinctive
character (see, by analogy, Case C-265/00 Campina
Melkunie [2004] ECR 1-0000, paragraphs 40 and 41,
and C-363/99 Koninklijke KPN Nederland [2004] ECR
1-0000, paragraphs 99 and 100).

29 However, in the present case, the manner in which
the Court of First Instance applied Article 7(1)(b) of the
regulation reflects a misinterpretation of that provision.

30 First, although it was correctly observed in para-
graph 39 of the contested judgment that assessment of
the distinctive character of a compound trade mark
calls for it to be considered as a whole, the Court of
First Instance did not, in fact, base its decision on such
an examination.

31 It considered, first of all, in paragraph 41 of the con-
tested judgment, that the Office had proved to the
requisite legal standard that the element ‘SAT’ is the
usual abbreviation, in German and in English, for the
word ‘satellite’ and that, as an abbreviation, it did not
depart from the lexical rules of those languages. In the
same paragraph of that judgment, the Court took the
view, furthermore, that it designated a characteristic of
most of the services concerned which was likely to be
taken into account by the relevant public when making
its choice, namely the fact that they have to do with
broadcasting via satellite. On the basis of those find-
ings, which it is not for the Court of Justice to call in
question in the context of an appeal other than where
the clear sense of the evidence is distorted, the Court of

First Instance held that the element ‘SAT’ was devoid
of any distinctive character in relation to those services.
32 The Court of First Instance next pointed out, in
paragraphs 46 and 47 respectively of the contested
judgment, by means of assessments which also do not
fall within the purview of the Court of Justice in the
context of an appeal, provided that there is no distortion
of the clear sense of the evidence, that the element ‘2’
and the element ‘.” were or could be commonly used, in
trade, for the presentation of the goods or services con-
cerned and that those elements were thus devoid of any
distinctive character.

33 It concluded from those findings, in paragraph 49 of
the contested judgment that ‘the fact that a compound
trade mark [such as “SAT.2”] consists only of elements
devoid of distinctive character generally justifie[d] the
conclusion that that trade mark, considered as a whole,
is also capable of being commonly used, in trade, for
the presentation of the goods or services concerned’.

34 Finally, the Court of First Instance considered, in
paragraphs 49 and 50 of the contested judgment, that
that conclusion would be invalidated only if concrete
evidence, such as, for example, the unusual way in
which the various elements are combined, were to indi-
cate that the compound trade mark was greater than the
sum of its parts. The Court of First Instance held that
the term ‘SAT.2’ was not combined in an unusual fash-
ion and that ‘the appellant’s argument that the trade
mark applied for, considered as a whole, has an ele-
ment of imaginativeness, [was] irrelevant’.

35 It is clear from paragraphs 31 to 34 of the present
judgment that the Court of First Instance assessed
whether the term ‘SAT.2’ had a distinctive character
essentially by means of a separate analysis of each of
its elements. To that end, it based itself on the presump-
tion that elements individually devoid of distinctive
character cannot, on being combined, present such a
character instead of, as it should have done, on the
overall perception of that word by the average con-
sumer. It examined the impression as a whole produced
by the term only secondarily, refusing to give any rele-
vance to aspects such as the existence of an element of
imaginativeness, which ought to be taken into account
in such an analysis.

36 Secondly, the contested judgment relies on a crite-
rion according to which trade marks which are capable
of being commonly used, in trade, for the presentation
of the goods or services in question may not be regis-
tered. That criterion is relevant in the context of Article
7(1)(c) of the regulation but it is not the yardstick
against which Article 7(1)(b) thereof should be judged.
By considering, in particular, at paragraph 36 of the
contested judgment, that the later provisions pursued an
aim which is in the public interest, which requires that
the signs they refer to may be freely used by all, the
Court of First Instance deviated from taking into ac-
count the public-interest criterion referred to in
paragraphs 25 to 27 of the present judgment.

37 In those circumstances, the appellant is justified in
arguing that the contested judgment is vitiated by an
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error of law in its interpretation of Article 7(1)(b) of the
regulation.

38 It follows from the foregoing, without there being
any need to examine the other ground of appeal alleg-
ing disregard for the principle of equal treatment, that
the contested judgment must be set aside insofar as the
Court of First Instance held that the Second Board of
Appeal of the OHIM had not infringed Article 7(1)(b)
of the regulation in refusing, by the contested decision,
to register as a Community trade mark the term
‘SAT.2’ in respect of services which, in the registration
application, are connected with satellite broadcasting,
that is to say the categories mentioned in paragraph 3 of
the contested judgment to which the Court of First In-
stance does not refer in paragraph 42 thereof.

39 According to the second sentence of the first para-
graph of Article 61 of the Statute of the Court of
Justice, the latter may, where the decision of the Court
of First Instance is quashed, itself give final judgment
in the matter, where the state of the proceedings so
permits. That is the case here.

40 Although the way in which the term ‘SAT.2’ is
made up is not unusual, in particular as regards the per-
ception which the average consumer may have of
services falling within the communications industry,
and the juxtaposition of a verbal element such as ‘SAT’
with a digit such as ‘2°, separated by a °.” does not re-
flect a particularly high degree of inventiveness, those
facts are not sufficient to establish that such a word is
devoid of distinctive character within the meaning of
Article 7(1)(b) of the regulation.

41 Registration of a sign as a trade mark is not subject
to a finding of a specific level of linguistic or artistic
creativity or imaginativeness on the part of the proprie-
tor of the trade mark. It suffices that the trade mark
should enable the relevant public to identify the origin
of the goods or services protected thereby and to dis-
tinguish them from those of other undertakings.

42 Where a trade mark which does not fall foul of the
ground of refusal laid down in Article 7(1)(c) of the
regulation is none the less devoid of distinctive charac-
ter within the meaning of Article 7(1)(b) thereof, the
Office must also set out the reasons why it considers
that that trade mark is devoid of distinctive character.
43 However, in this case, the Office merely stated in
the contested decision that the elements ‘SAT’ and 2’
were descriptive and in current usage in the sector of
media-related services, without stating in what way the
term ‘SAT.2’, taken as a whole, was not capable of dis-
tinguishing the services of the appellant from those of
other undertakings.

44 The frequent use of trade marks consisting of a word
and a number in the telecommunications sector indi-
cates that that type of combination cannot be
considered to be devoid, in principle, of distinctive
character.

45 Moreover, as the appellant has stated, the Office did
not rely on that ground for refusal to register laid down
in Article 7(1)(b) of the regulation against applications
to register trade marks comparable in their structure to

the term ‘SAT.2’, namely by their use of the element
‘SAT’.

46 The fact that the element associated with ‘SAT’ is in
this case the digit ‘2’ and a point, rather than another
verbal element has, contrary to the Office’s contention,
no bearing on that analysis. Furthermore, the Office did
not, at any stage in the proceedings, give as a reason for
the difference in the treatment afforded to the appel-
lant’s application the likelihood of confusion between
the sign which the latter sought to register and any pre-
viously registered trade mark.

47 1t follows from all the foregoing considerations that
the grounds on which the Second Board of Appeal of
the OHIM considered that the term ‘SAT.2’ is devoid
of character within the meaning of Article 7(1)(b) of
the regulation are unfounded.

48 In those circumstances, the contested decision must
be annulled insofar as the Second Board of Appeal of
the OHIM rejected, on the basis of Article 7(1)(b) of
the regulation the application to register the term
‘SAT.2’ as a Community trade mark. Since the Court
of First Instance has already held, in the contested
judgment, that the contested decision could not be
based on Article 7(1)(c) of that provision and, sec-
ondly, that the Second Board of Appeal of the OHIM
had, in the aforementioned decision, failed to rule in
the appeal brought before it so far as concerns the ser-
vices falling within Class 35, the contested decision
must be annulled as a whole.

Costs

49 Under Article 122 of the Rules of Procedure of the
Court of Justice, where the appeal is well founded and
the Court of Justice itself gives final judgment in the
case, the Court is to make a decision as to costs.

50 Under Article 69(2) of the Rules of Procedure of the
Court of Justice, which applies to appeals by virtue of
Article 118, the unsuccessful party is to be ordered to
pay the costs if they have been applied for in the suc-
cessful party’s pleadings. Since the appellant has
applied for costs against the Office and the Office has
been unsuccessful, the latter party must be ordered to
pay the costs both at first instance and on appeal.

On those grounds the Court (Second Chamber) hereby:
1. Sets aside the judgment of the Court of First In-
stance of the European Communities of 2 July 2002 in
Case T-323/00 SAT.1 v OHIM (SAT.2) [2002] ECR 1I-
2839 inasmuch as the Court of First Instance found that
the Second Board of Appeal of the Office for Harmoni-
sation in the Internal Market (Trade Marks and
Designs) (OHIM) had not infringed Article 7(1)(b) of
Council Regulation (EC) No 40/94 of 20 December
1993 on the Community trade mark by refusing, by its
decision of 2 August 2000 (Case R 312/1999-2), to reg-
ister as a Community trade mark the term ‘SAT.2’ in
respect of services which, in the registration applica-
tion, are connected with satellite broadcasting, that is to
say the services referred to in paragraph 3 of the con-
tested judgment to which the Court of First Instance
does not refer in paragraph 42 of the contested judg-
ment;
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2. Annuls the decision of 2 August 2000 of the Second
Board of Appeal of the Office for Harmonisation in the
Internal Market (Trade Marks and Designs);

3. Orders the Office for Harmonisation in the Internal
Market (Trade Marks and Designs) to pay the costs in-
curred in these proceedings and in those before the
Court of First Instance.

OPINION OF ADVOCATE GENERAL
JACOBS

delivered on 11 March 2004 (1)

Case C-329/02 P

SAT.1 SatellitenFernsehen GmbH

v

Office for Harmonisation in the Internal Market (trade
marks and designs)

I. This is an appeal against a judgment (2) partially
annulling a refusal to register ‘SAT.2’ as a Community
trade mark for various categories of services. Issues
raised are: (i) whether Article 7(1)(b) of the Commu-
nity Trade Mark Regulation (3) pursues the aim of
keeping signs which lack distinctiveness free for gen-
eral use; (ii) the way in which the overall assessment of
the distinctiveness of a sign composed of several ele-
ments is to be carried out; and (iii) the way in which the
principle of non-discrimination is to be applied when a
refusal to register a particular trade mark is alleged to
conflict with previous practice.

Legislation

2. Article 4 of the Trade Mark Regulation provides:
‘A Community trade mark may consist of any signs ca-
pable of being represented graphically, particularly
words, including personal names, designs, letters, nu-
merals, the shape of goods or of their packaging,
provided that such signs are capable of distinguishing
the goods or services of one undertaking from those of
other undertakings.’

3. Under Article 7, headed ‘Absolute grounds for
refusal’:

‘1.

The following shall not be registered:

(a) signs which do not conform to the requirements of
Article 4;

(b) trade marks which are devoid of any distinctive
character;

(c) trade marks which consist exclusively of signs or
indications which may serve, in trade, to designate the
kind, quality, quantity, intended purpose, value, geo-
graphical origin or the time of production of the goods
or of rendering of the service or other characteristics of
the goods or service;

(d) trade marks which consist exclusively of signs or
indications which have become customary in the cur-
rent language or in the bona fide and established
practices of the trade;

(e) signs which consist exclusively of:

(i) the shape which results from the nature of the goods
themselves; or

(i1) the shape of goods which is necessary to obtain a
technical result; or

(iii) the shape which gives substantial value to the
goods;

.4

4. Under Article 7(3), ‘Paragraph 1(b), (c) and (d)
shall not apply if the trade mark has become distinctive
in relation to the goods or services for which registra-
tion is requested in consequence of the use which has
been made of it.’

Outline of the procedure

5. On 15 April 1997, SAT.1 SatellitenFernsehen
GmbH (‘SAT.1’), a satellite television company, ap-
plied to the Office for Harmonisation in the Internal
Market (trade marks and designs) (‘the Office’) to reg-
ister ‘SAT.2’ as a Community trade mark for goods in
several classes, and for services in Classes 35, 38, 41
and 42, of the Nice Agreement. (5) According to their
headings, the latter classes cover essentially: advertis-
ing and business or office management;
telecommunications; education, training, entertainment,
sporting and cultural activities; and services not classi-
fied elsewhere. The application was in respect of a
detailed list of services under each of those headings.
The examiner refused the application in respect of all
the services mentioned, ‘in so far as they refer to satel-
lites or to satellite television, in the widest sense’. The
Second Board of Appeal dismissed SAT.1’s objection
to that refusal in so far as it concerned services in
Classes 38, 41 and 42, holding, essentially, that the sign
was descriptive and that it lacked distinctive character,
thus falling within both Article 7(1)(b) and (c) of the
Trade Mark Regulation.

6. In SAT.1’s further challenge before the Court of
First Instance, that Court annulled the Board of Ap-
peal’s decision in so far as it had failed to rule on the
applicant’s claims with regard to services in Class 35
(6) and in so far as it concerned certain types of service
listed in the application but not connected with satellite
broadcasting. (7)

7. The Court of First Instance also accepted, in re-
spect of all the relevant services, the applicant’s
argument under Article 7(1)(c) of the Trade Mark
Regulation: it held that the combination ‘SAT.2’ was
not exclusively descriptive for the purposes of the pro-
vision. (8)

8. It none the less dismissed the challenge with re-
gard to all of the services listed which ‘have to do with
broadcasting via satellite’, on the ground that ‘SAT.2’,
although not descriptive, lacked any distinctive charac-
ter in relation to those services, within the meaning of
Article 7(1)(b). In reaching that view, the Court of First
Instance reasoned essentially as follows. (9)

9. The absolute grounds for refusal in Article
7(1)(b) to (e) of the Trade Mark Regulation pursue an
aim in the public interest, of ensuring that the signs
they refer to may be freely used by all. Article 7(1)(b)
thus covers in particular marks which are or can be
commonly used in trade for the presentation of the
goods or services concerned. Distinctiveness must be
assessed by reference both to those goods or services

www.ip-portal.eu

Page 6 of 12



www.ippt.eu

I[PPT20040916, ECJ, SAT1

and to the way the mark is perceived by the relevant
public. Here, the relevant public consisted of film and
media professionals or of average consumers, depend-
ing on the specific type of service.

10.  As a compound trade mark, ‘SAT.2” was to be
considered as a whole when assessing its distinctive-
ness. However, each feature could be examined in turn.
First, ‘SAT’ had been established to be a usual German
and English abbreviation designating a characteristic (a
link to satellite broadcasting) of most of the services
concerned. It was thus devoid of any distinctive charac-
ter in relation to those services. Next, numbers such as
2> were commonly used in trade for the presentation of
the services concerned, and were therefore devoid of
distinctive character in that regard. Finally, the element
‘> was commonly used in trade for the presentation of
all sorts of goods and services. ‘SAT.2’ as a whole thus
consisted of a combination of elements each of which
was capable of being commonly used in trade for the
presentation of the services concerned, and was conse-
quently devoid of any distinctive character in relation
to them.

11. The fact that a compound trade mark consists
only of elements devoid of distinctive character gener-
ally justifies the conclusion that, considered as a whole,
it is also capable of being commonly used in trade for
the presentation of the goods or services concerned.
Such a conclusion could be negated only if there were
evidence — lacking in the present case — that the com-
pound mark was greater than the sum of its parts.

12.  With regard to SAT.1’s remaining plea, alleging
breach of the principle of equal treatment in that the
Office had departed from its own previous decisions
with regard to trade marks consisting of numbers and
letters, the Court of First Instance reasoned essentially
as follows. (10) If a sign was correctly accepted for
registration in one case but a contrary decision adopted
in a later, similar case, the second decision must be an-
nulled for infringement of the relevant provisions of the
Trade Mark Regulation; no plea alleging breach of the
principle of non-discrimination could validly be raised.
If, on the other hand, a sign was wrongly accepted for
registration and again a contrary decision adopted in a
later, similar case, the first decision could not success-
fully be relied on in annulment of the later decision.
The principle of equal treatment must be reconciled
with that of legality, and no person may rely, in support
of his claim, on unlawful acts committed in favour of
another. In either event, no ground for annulment of the
second decision can lie in an alleged breach of the prin-
ciple of non-discrimination.

13. SAT.1 submits that the Court of First Instance
misinterpreted Article 7(1)(b) of the Trade Mark Regu-
lation, essentially in three respects: it was wrong to
consider that Article 7(1)(b) pursues the public-interest
aim of keeping certain signs available to be freely used
by all; in assessing the distinctiveness of ‘SAT.2’ it ap-
plied a criterion not to be found in the provision,
namely likelihood of use in trade for the presentation of
the relevant products; and in doing so it failed to assess
the distinctiveness of the mark as a whole but merely

examined each part separately. In the alternative,
SAT.1 argues that the Court of First Instance misap-
plied the principle of non-discrimination by wrongly
treating its plea as referring to previous individual deci-
sions, whereas it was the Office’s consistent practice
with regard to marks containing numerals and abbre-
viations which was in issue.

Principal ground of appeal: misinterpretation of Ar-
ticle 7(1)(b)

The concept of distinctiveness

14. Before examining the specific arguments put
forward in the appeal, it may be helpful to consider
briefly the concept of distinctiveness as used in Article
7(1)(b) of the Trade Mark Regulation.

15.  That notion has given rise to some difficulty be-
cause the ban on registration of trade marks which are
‘devoid of any distinctive character’ appears to repeat,
in different terms, the requirement that a trade mark
must be ‘capable of distinguishing the goods or ser-
vices of one undertaking from those of other
undertakings’, contained in Article 4 and, by reference,
Article 7(1)(a). Is this mere repetition, or do the con-
cepts differ?

16.  The simplest answer appears to be that indicated
by Article 7(3), under which Article 7(1)(b), (c) and (d)
— but not (a) — do not apply if the trade mark has,
through use, become distinctive in relation to the goods
or services for which registration is requested. In that
light, it seems sensible to assume that Articles 4 and
7(1)(a) refer to a general, absolute, abstract capacity to
distinguish products of different origins, whereas Arti-
cle 7(1)(b) is intended to connote distinctiveness in
relation to the class of product in question.

17.  Thus, in the present case, if separate registration
were sought for each of the individual elements, the
element ‘> — for which no distinctiveness is in fact
claimed — might be seen to lack any distinguishing ca-
pacity whatever, whereas the distinctiveness or
otherwise of ‘SAT’ might have to be assessed in the
context of the relevant services. If that were the case,
registration of the former would be precluded — for all
goods or services — by both Article 7(1)(a) and (b),
whereas the latter might be viewed, in the context of
Article 7(1)(b) alone, as distinctive in relation to some
products but not in relation to others.

The aim of Article 7(1)(b)

Argument

18.  SAT.I accepts that it follows from Windsurfing
Chiemsee (11) that Article 7(1)(c) of the Trade Mark
Regulation seeks to ensure that signs or indications de-
scriptive of goods or services may be freely used by all
in relation to those goods or services. The Court has
however never held Article 7(1)(b) to have the same
aim; it has stressed rather that the essential function of
a trade mark is to distinguish between products of dif-
ferent origins and to guarantee, in a system of
undistorted competition, that all the products bearing it
originated under the control of a single undertaking
which is responsible for their quality and which must
be in a position to keep its customers by virtue of that
quality. (12) It is for that reason that non-distinctive
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signs may not be registered as trade marks, and not in
order to keep them free for general use.

19.  The Office submits that it is clearly in the public
interest for signs which lack distinctive character not to
be registered as trade marks. In Canon (13) the Court
stressed that for reasons of legal certainty and sound
administration it is necessary to ensure that trade marks
whose use could successfully be challenged before the
courts are not registered. Signs comprising simply one
of a limited series of elements in common use — such as
letters, numerals or basic colours — could provide only
limited distinctiveness, and numerals in particular must
remain available to designate quantities.

Assessment

20. It is established that each ground for refusing
registration must be interpreted in the light of the pub-
lic interest which underlies it. (14)

21. The interest underlying Article 7(1)(c) is that
‘descriptive signs or indications relating to the charac-
teristics of goods or services in respect of which
registration is sought may be freely used by all’. That
was first stated, with regard to the identically-worded
Article 3(1)(c) of the Trade Marks Directive, in Wind-
surfing Chiemsee, (15) recently reaffirmed in Linde.
(16) It has been even more recently reiterated in the
context of Article 7(1)(c) of the Regulation in Double-
mint. (17)

22.  Itis not difficult to understand why that is so. To
allow one trader to monopolise a term which may serve
to designate a product’s characteristics would be to ac-
cord him an unfair advantage over competitors who
have a legitimate interest in being able to use the term
descriptively.

23. Such reasoning can be transposed to Article
7(1)(d) and (e), respectively for terms which have be-
come customary for a product and for shapes which are
in some way closely bound up with its nature. (18)

24. I do not however consider that it can be trans-
posed without qualification to Article 7(1)(b). There is
no obvious reason why signs which simply lack any
distinctive character — even if that lack is not absolute
but relates only to the goods or services concerned —
should be kept free for general use unless the signs
themselves also have some close relationship with the
relevant products, in particular one of the types of rela-
tionship specified in subparagraphs (c) to (e). No
relationship of that kind is implied simply by the fact
that a sign lacks distinctive character.

25. It is true that in Libertel, (19) which concerned
an application for the registration of a colour per se as a
trade mark, and involved interpreting Article 3(1)(b) of
the Trade Marks Directive (identical in wording to Ar-
ticle 7(1)(b) of the Regulation), the Court held that, in
assessing the potential distinctiveness of a given colour
as a trade mark, regard must be had to the general in-
terest in not unduly restricting the availability of
colours for other traders providing goods or services of
the type in respect of which registration is sought.

26.  However, that interest is not identical to the one
underlying Article 7(1)(c). The Libertel judgment
speaks not of keeping signs available to be ‘freely used

by all’ but rather of ‘not unduly restricting’ their avail-
ability. It does so, moreover, in the specific context of
signs of which there is a limited range, the number of
colours which the average consumer is capable of dis-
tinguishing being limited. (20) In the context of the
present case, the probability that such a consumer can
recognise as distinctive a much wider range of numbers
seems relevant.

27. It may further be borne in mind that (if one in-
cludes black and white as colours) it is impossible to
conceive of a visual trade mark, a product get-up or any
visual advertising which does not use at least one, and
in the overwhelming majority of cases at least two, col-
ours from the limited range available, whereas it will be
a matter of choice whether to use any element at all
from other types of limited range, such as numbers or
punctuation marks. Moreover, the registration of a col-
our per se, as opposed to a specific shape or form
bearing that colour, might be likened, if transposed for
example to the field of numbers, to the registration of
any expression of duality (‘2°, ‘II’, ‘ii’, ‘two’, ‘deuce’,
‘twain’, ‘twin’, ‘double’ etc., and their equivalents in
other languages), as opposed to the specific digit ‘2°.
28. The statement at paragraph 36 of the judgment
under appeal, to the effect that the aim of Article
7(1)(b) is to keep the signs to which it refers available
to be freely used by all, thus goes appreciably further
than what I consider to be a correct interpretation of the
law. Although perhaps not decisive in itself, that state-
ment is likely to have influenced the final assessment
of the registrability of ‘SAT.2’; the application of a test
whose aim is to keep signs available to be freely used
by all will inevitably be more severe than that of a test
aimed simply at not unduly restricting the availability
of other types of sign whose range is limited.
Approach to assessment of the mark as a whole
Argument

29. SAT.1 submits that the Court of First Instance
should have considered whether ‘SAT.2’ allowed the
relevant sector of the public to distinguish the services
designated from those of a different trade origin. To say
that ‘SAT’ is a usual abbreviation for ‘satellite’ and
that “.” and ‘2’ are commonly used in trade for the pres-
entation of such services is not relevant in that regard.
Whether an element may be used in that way is a crite-
rion not for Article 7(1)(b) but for Article 7(1)(c) or (e).
Article 7(1)(b) is not intended as a residual ground for
refusal of signs which are not exclusively descriptive.
30.  What matters moreover is the overall perception
by the consumer, who does not analyse a trade mark
into its constituent elements. ‘SAT.2’, taken as a whole,
is not descriptive of any of the types of service in ques-
tion but is an easily memorised invention, and thus
capable of distinguishing products according to their
origin. SAT.1 cites the Baby-Dry judgment (21) to the
effect that innovative, non-descriptive terms are capa-
ble of distinctiveness.

31.  The Office notes that ‘SAT.2’ as a whole is not
descriptive and thus cannot be refused on the basis of
Article 7(1)(c) but that, according to the findings of fact
made by the Court of First Instance and not challenge-
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able on appeal, it comprises an element ‘SAT’, which
is descriptive (and thus non-distinctive), and an element
¢2°, which is neither descriptive nor distinctive (there
being no need to take account of the element ‘.”). Each
mark must certainly be assessed as a whole, and what
counts is whether it is capable of distinguishing prod-
ucts according to their origin; however, the mere
addition of a non-distinctive element to a descriptive
element cannot create a mark which is distinctive as a
whole unless the manner of combination creates a
whole greater than the sum of the parts, which is not
the case here.

32. SAT.1’s implication that any sign which is not
descriptive must have the capacity to distinguish is il-
logical, and wrong; such reasoning would deprive
Article 7(1)(b) of any independent scope. Nor does Ar-
ticle 7(1)(c) cover merely a subset of the situations
caught by Article 7(1)(b). The Baby-Dry judgment
does not support SAT.1’s view, since it concerns the
descriptiveness of an inventive and syntactically un-
usual juxtaposition of two descriptive elements, not the
distinctiveness of the addition of a non-distinctive ele-
ment to a descriptive one. In any event, the criterion of
‘any perceptible difference’ (22) cannot be satisfied by
the addition of a banal element such as a numeral or,
say, an italic typeface.

Assessment

33. At paragraph 39 of the judgment under appeal,
the Court of First Instance stated: ‘Since what is in-
volved is a compound trade mark, appraisal of its
distinctive character calls for it to be considered as a
whole. However, that is not incompatible with an ex-
amination of each of the trade mark’s individual
features in turn.’

34. It then considered, in the course of paragraphs 41
to 47, that ‘SAT’ “designates a characteristic of most of
the services concerned which is likely to be taken into
account by the relevant public when making its choice,
namely the fact that they have to do with broadcasting
via satellite’ and is thus devoid of any distinctive char-
acter in relation to those services, whereas the elements
2’ and ‘.” are commonly used in trade for the presenta-
tion of such services and therefore devoid of distinctive
character in the same regard.

35. At paragraphs 49 and 50, it went on to say that:
‘the fact that a compound trade mark consists only of
elements devoid of distinctive character generally justi-
fies the conclusion that that trade mark, considered as a
whole, is also capable of being commonly used, in
trade, for the presentation of the goods or services con-
cerned. The conclusion would not apply only if
concrete evidence, such as, for example, the way in
which the various elements were combined, were to
indicate that the compound trade mark was greater than
the sum of its parts.

In the present case, there does not appear to be such
evidence. ... [T]he applicant’s argument that the trade
mark applied for, considered as a whole, has an ele-
ment of imaginativeness, is irrelevant.’

36.  The Court of First Instance thus concluded that
‘SAT.2’ was devoid of distinctive character with regard

to those of the relevant products which ‘have to do with
broadcasting via satellite’.

37.  SAT.1 criticises, essentially, two aspects of that
reasoning: the assessment of the individual elements
‘SAT’ and ‘2’°, and the assessment of the mark as a
whole.

38.  When considering those criticisms, it should be
noted that the Court of First Instance was correct to
state that assessment in the light of Article 7(1)(b) must
be of the mark as a whole. It is established case-law
that, in general, trade marks must be assessed in the
light of the overall impression which they make on the
relevant consumer, since the consumer, although
deemed to be reasonably well-informed, observant and
circumspect, ‘normally perceives a mark as a whole
and does not proceed to analyse its various details’.
(23)

39. It may none the less be helpful, as an intermedi-
ate stage in that overall assessment, to examine in turn
each of the mark’s component parts, and the Court of
First Instance cannot be criticised for having done so.
40. With regard to the examination of the element
‘SAT’, I can find no fault with the conclusion, from the
premiss that ‘SAT’ is descriptive in relation to services
connected with satellite broadcasting, that it also lacks
distinctiveness in relation to the same products. Whilst
Article 7(1)(b) and (c) provide separate grounds for re-
fusal of registration, there is a degree of overlap
between the different situations which they cover, and a
term which may be used in trade to designate character-
istics of a product is likely to lack distinctive character
in relation to that product; (24) here the conclusion is
manifestly correct.

41. As regards the examination of the element ‘2°,
the appellant’s criticism is in my view more compel-
ling. The Court of First Instance, it submits, introduced
a new criterion, not to be found in Article 7(1)(b), when
it said that ‘numbers in general and the number “2” in
particular are commonly used, in trade, for the presen-
tation of the services concerned’ and therefore lack
distinctive character in that regard. (25)

42. It does indeed seem to me that the conclusion is
faulty. Whilst a descriptive element commonly used in
trade for the presentation of goods or services is very
likely also to lack distinctiveness, that reasoning cannot
be extended automatically to non-descriptive elements.
Numbers in particular are commonly used in many and
varied areas — administrative forms, golf clubs and bus
routes to name but three — to distinguish between cate-
gories of items, goods or services, (26) and they appear
to perform that function well. There is no inherent rea-
son why numerals — which are expressly included in
the list in Article 4 of the Regulation — should not also
distinguish between the products of different suppliers.
The approach taken by the Court of First Instance ap-
pears however to conflate the criterion of
distinctiveness in Article 7(1)(b) with that of descrip-
tiveness in Article 7(1)(c).

43.  Finally and most importantly, the nature of each
component is in any event merely a factor to be taken
into consideration when assessing the whole. As a re-
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ductio ad absurdum, it might be pointed out that, if one
were to consider that each letter of the alphabet indi-
vidually lacked distinctiveness, (27) one could draw no
conclusion from that as to the distinctiveness of a word
mark necessarily made up of such letters.

44.  The fact that a mark consists exclusively of ele-
ments which individually lack distinctive character in
relation to the relevant products therefore cannot give
rise to an automatic presumption that the mark as a
whole also lacks distinctive character, which can be re-
butted only by evidence of an additional factor, such as
a particular mode of combination of the elements, and
which in the absence of such evidence renders unneces-
sary any assessment of the mark as a whole.

45.  On the contrary, since the mark as a whole may
or may not be ‘greater than the sum of its parts’, a sepa-
rate examination of the whole is always required. Yet
the Court of First Instance in paragraphs 49 and 50 of
the judgment under appeal did not carry out that ex-
amination.

46. 1 am thus of the view that the Court of First In-
stance erred in its application of Article 7(1)(b) of the
Trade Mark Regulation: first, in concluding, from the
fact that numbers in general and the number ‘2’ in par-
ticular are commonly used in trade for the presentation
of the services concerned, that they lack distinctive
character in that regard; second, in failing to assess the
distinctive character of the mark ‘SAT.2’ as a whole
and in considering irrelevant the applicant’s argument
that the mark as a whole possessed an element of
imaginativeness.

Alternative ground of appeal: breach of the princi-
ple of non-discrimination

Argument

47.  SAT.1 submits that the Court of First Instance’s
reasoning is relevant where there are conflicting indi-
vidual decisions but not when, as alleged both at first
instance and in the course of the registration proceed-
ings, the Office has followed a consistent and clearly
identifiable practice in the past, comparable to the ex-
amination guidelines which it issues. Marks which have
been accepted by the Office include, for telecommuni-
cations, ‘T-SAT’, ‘One Tel’, ‘One.Tel’ and ‘MEDIA
4.

48. The Office objects that the ground of appeal con-
cerns an alleged breach of the principle of equal
treatment by the Office and not by the Court of First
Instance. SAT.1 is thus seeking a re-examination by the
Court of Justice of its plea at first instance concerning
the Office’s practice, which is not admissible in an ap-

peal.
Assessment
49. Having reached the conclusion that the main

ground of appeal should succeed, I shall comment only
briefly on the alternative ground.

50.  First, it seems clear to me that SAT.1 is alleging
here that the Court of First Instance’s assessment of its
original plea concerning unequal treatment by the Of-
fice was based on an error in law. In dismissing that
plea, SAT.1 alleges, the Court of First Instance applied
legal reasoning appropriate to a comparison between

individual cases, not to a comparison between an indi-
vidual decision and a consistent practice. The ground of
appeal is therefore admissible.

51.  Second, the approach taken by the Court of First
Instance seems in principle unimpeachable. If a previ-
ous decision of the Office was wrong, it cannot be
relied on to support annulment of a subsequent correct
decision — no person may rely, in support of his claim,
on unlawful acts committed in favour of another. (28)
Where — as I consider to be the case here — the situation
is reversed, the second decision must be annulled in
any event, and the principle of non-discrimination does
not come into play.

52. Third, that reasoning is postulated in particular
on the statement that the Boards of Appeal exercise cir-
cumscribed, not discretionary, powers when they
decide on registrability. However, whilst any discretion
is indeed limited, a degree of subjectivity is inevitable
when assessing the distinctiveness of a mark, even
within the correct application of the law. It seems par-
ticularly important to maintain consistency in such a
context. Indeed, the Office’s own Examination Guide-
lines (29) state that ‘there must be consistency in
decision making so that all applicants are treated
equally. Examiners have a responsibility to keep up to
date with decisions by their colleagues, particularly by
the Boards of Appeal and by the Court of First Instance
and the European Court of Justice.’

Substance of the action at first instance

53.  The only issue which remains to be determined is
whether the mark ‘SAT.2” as a whole lacks distinctive
character, within the meaning of Article 7(1)(b) of the
Trade Mark Regulation, in relation to services con-
nected with satellite broadcasting.

54.  Pursuant to Article 61 of the Court’s Statute, that
matter may be decided either by the Court of Justice, if
the state of the proceedings permits, or by the Court of
First Instance on referral back. In the present case, the
point has been sufficiently argued, and it would not be
in the interests of procedural economy to refer the case
back to the Court of First Instance. Indeed, in view of
the considerations which I have set out above, little fur-
ther analysis is required.

55. ‘SAT.2’ is a compound sign of a format very
common in the field of broadcasting. The long list of
comparable examples in various European countries
would include ‘BBC 1°, ‘Kanaal 2, ‘MTV 3’°, ‘TV4’,
‘Tele 5°, ‘M6°, ‘RTL 7’ and so on. In some cases, the
non-numerical element is distinctive in its own right, in
others, it is descriptive in the same way as the Court of
First Instance held ‘SAT’ to be descriptive in relation
to satellite broadcasting services, and may therefore be
regarded as lacking distinctiveness in that regard.

56.  However, the presence of a numerical identifier
is clearly designed to ensure distinctiveness. The very
commercial use of these signs to designate television
channels and associated products seems ample proof of
the success of that approach. If the average consumer
of television programmes and spin-offs had difficulty
in identifying such signs as differentiating between
products and their origins, they would not be used, par-
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ticularly since the commercial pressures of advertising
revenue and audience ratings create a powerful need for
product loyalty. (30)

57.  Nor does the aim of ‘not unduly restricting’ the
availability of certain signs, which is one of the aims of
Article 7(1)(b), appear relevant here. Where a mark
consists of a numerical and a non-numerical element,
the latter may or may not be descriptive; in either
event, the choice is not particularly restricted. There is
of course a practical limit to the range of numbers
which may realistically be used, but it is high. When
the two types of element are put together, the number
of distinctive and distinguishable combinations is very
high indeed. If consumers can identify, for example, a
satellite television channel by means of a sign such as
‘SAT.2’, they can clearly distinguish it from other
combinations involving different letters and/or numbers
which other broadcasters might wish to register as trade
marks. (31)

58.  Consequently, I take the view that the Board of
Appeal was wrong to consider that ‘SAT.2’, viewed as
a whole, was devoid of distinctive character in relation
to the relevant services.

Conclusion
59. I am therefore of the opinion that the Court
should:

— quash the judgment of the Court of First Instance in
Case T-323/00 in so far as it dismissed the application
in that case on the ground that registration of ‘SAT.2’
as a Community trade mark for services connected with
satellite broadcasting was precluded by Article 7(1)(b)
of the Trade Mark Regulation;

— annul Decision R 312/1999-2 of the Second Board of
Appeal in so far as it has not already been annulled by
the judgment in Case T-323/00; and

— order the Office to pay the costs both at first instance
and on appeal.
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	 A separate analysis of each of its elements instead of on the overall perception of that word by the average con-sumer.
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	The frequent use of trade marks consisting of a word and a number in the telecommunications sector indi-cates that that type of combination cannot be considered to be devoid, in principle, of distinctive character.
	General interest art.  7(1)(b) Regulation No 40/94

	 General interest requires that the signs they refer to may be freely used by all.
	Secondly, the contested judgment relies on a criterion according to which trade marks which are capable of being commonly used, in trade, for the presentation of the goods or services in question may not be registered. That criterion is relevant in the context of Article 7(1)(c) of the regulation but it is not the yardstick against which Article 7(1)(b) thereof should be judged. By considering, in particular, at paragraph 36 of the contested judgment, that the later provisions pursued an aim which is in the public interest, which requires that the signs they refer to may be freely used by all, the Court of First Instance deviated from taking into ac-count the public-interest criterion referred to in paragraphs 25 to 27 of the present judgment.
	Thirdly, it is important to observe that each of the grounds for refusal to register listed in Article 7(1) of the regulation is independent of the others and requires separate examination. Moreover, it is appropriate to in-terpret those grounds for refusal in the light of the general interest which underlies each of them. The gen-eral interest to be taken into consideration when examining each of those grounds for refusal may or even must reflect different considerations according to the ground for refusal in question (Joined Cases C-456/01 P and C‑457/01 P Henkel v OHIM [2004] ECR I-0000, paragraphs 45 and 46).
	As regards the registration as trade marks of colours per se, not spatially delimited, the Court has already ruled, in Libertel, paragraph 60, that the public interest underlying Article 3(1)(b) of the First Council Direc-tive 89/104/EEC of 21 December 1988 to approximate the laws of the Member States relating to trade marks (OJ 1989 L 40, p. 1), a provision which is identical to Article 7(1)(b) of the regulation, is aimed at the need not to restrict unduly the availability of colours for the other operators who offer for sale goods or services of the same type as those in respect of which registration is sought.
	Furthermore, in view of the extent of the protection afforded to a trade mark by the regulation, the public interest underlying Article 7(1)(b) of the regulation is, manifestly, indissociable from the essential function of a trade mark, as observed in paragraph 23 above.


