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THE BRIDGE

s
WAYFARER

TRADEMARK LAW - LITIGATION

Overall impression of similarity

e It cannot be concluded that there is a likelihood
of confusion solely on the basis of aural similarities
In the present case, the Court of First Instance consid-
ered, at paragraphs 116 and 117 of the judgment under
appeal, that it cannot be concluded that there is a likeli-
hood of confusion solely on the basis of aural
similarities, the degree of aural similarity being of less
importance on account of the manner in which the
goods in question are marketed, so that, when making a
purchase, the relevant public usually perceives visually
the mark designating those goods. Thus, the Court of
First Instance examined the overall impression created
by the signs at issue, as regards any conceptual, visual
and aural similarities between them, as part of a global
assessment of the likelihood of confusion. It is in that
context that it was able, without erring in law, to con-
clude that there was no such likelihood in the absence
of any conceptual or visual similarity.

e Principle of interdependence

Therefore, the Court of First Instance was able to con-
clude, without erring in law, that the conflicting marks,
considered individually, did not display the minimum
degree of similarity required for it to be possible to es-
tablish a likelihood of confusion solely on the basis of
the highly distinctive character of the earlier marks or
of the fact alone that the goods covered by the earlier
marks and those covered by the trade mark applied for
are identical. In the absence of a minimum degree of
similarity, the Court of First Instance cannot be criti-
cised for having failed to apply the principle of

interdependence in its overall assessment of the likeli-
hood of confusion.

Series or family of marks

e Proof is not required of use as such of the earlier
trade marks, but only of use of a sufficient number
of them as to be capable of constituting a family or
series of trade marks

While it is true that, in the case of opposition to an ap-
plication for registration of a Community trade mark
based on the existence of only one earlier trade mark
that is not yet subject to an obligation of use, the as-
sessment of the likelihood of confusion is to be carried
by comparing the two marks as they were registered,
the same does not apply where the opposition is based
on the existence of several trade marks possessing
common characteristics which make it possible for
them to be regarded as part of a ‘“family’ or ‘series’ of
marks. The risk that the public might believe that the
goods or services in question come from the same un-
dertaking or, as the case may be, from economically-
linked undertakings, constitutes a likelihood of confu-
sion within the meaning of Article 8(1)(b) of
Regulation No 40/94. Where there is a ‘family’ or ‘se-
ries’ of trade marks, the likelihood of confusion results
more specifically from the possibility that the consumer
may be mistaken as to the provenance or origin of
goods or services covered by the trade mark applied for
or considers erroneously that that trade mark is part of
that family or series of marks. As the Advocate General
stated at paragraph 101 of her Opinion, no consumer
can be expected, in the absence of use of a sufficient
number of trade marks capable of constituting a family
or a series, to detect a common element in such a fam-
ily or series and/or to associate with that family or
series another trade mark containing the same common
element. Accordingly, in order for there to be a likeli-
hood that the public may be mistaken as to whether the
trade mark applied for belongs to a “family’ or ‘series’,
the earlier trade marks which are part of that “family’ or
‘series’ must be present on the market. Thus, contrary
to what the appellant maintains, the Court of First In-
stance did not require proof of use as such of the earlier
trade marks but only of use of a sufficient number of
them as to be capable of constituting a family or series
of trade marks and therefore of demonstrating that such
a family or series exists for the purposes of the assess-
ment of the likelihood of confusion.

Proof of use

e It is not possible to extend, by means of proof of
use, the protection enjoyed by a registered trade
mark to another registered mark on the ground that
the latter is merely a slight variation on the former
In any event, while it is possible, as a result of the pro-
visions referred to in paragraphs 81 and 82 of the
present judgment, to consider a registered trade mark as
used where proof is provided of use of that mark in a
slightly different form from that in which it was regis-
tered, it is not possible to extend, by means of proof of
use, the protection enjoyed by a registered trade mark
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to another registered mark, the use of which has not
been established, on the ground that the latter is merely
a slight variation on the former.

National provision is not sufficient as proper reason
for non-use

e The holder of a national registration cannot rely
on a trade mark the use of which has not been es-
tablished on the ground that, under national
legislation, that earlier mark constitutes a ‘defensive
trade mark’

The Court of First Instance did not err in law in hold-
ing, at paragraph 46 of the judgment under appeal, that
a proprietor of a national registration who opposes a
Community trade mark application cannot, in order to
avoid the burden of proof which rests upon him under
Article 43(2) and (3) of Regulation No 40/94, rely on a
national provision which allows the registration, as
trade marks, of signs not intended to be used in trade on
account of their purely defensive function in relation to
another sign which is being commercially exploited.
The concept of ‘proper reasons’ mentioned in that arti-
cle refers essentially to circumstances unconnected
with the proprietor of a trade mark which prevent him
from using the mark, rather than to national legislation
which makes an exception to the rule that a trade mark
that has not been used for a period of five years must be
revoked, even where such lack of use is intentional on
the part of the proprietor of the trade mark. The argu-
ment that the holder of a national registration who
opposes a Community trade mark application can rely
on an earlier trade mark the use of which has not been
established on the ground that, under national legisla-
tion, that earlier mark constitutes a ‘defensive trade
mark’ is therefore incompatible with Article 43(2) and
(3) of Regulation No 40/94.

Inadmissable argument

e The argument by which the appellant, referring
to a recent survey, effectively seeks to call into ques-
tion the purely factual assessments made by the
Court of First Instance is inadmissable

First of all, the Court rejects from the outset as inad-
missible the argument by which the appellant, referring
to a recent survey, effectively seeks to call into ques-
tion the purely factual assessments made by the Court
of First Instance at paragraphs 107 to 114 of the judg-
ment under appeal concerning the conceptual
similarities between the signs at issue.

Source: curia.europa.eu

European Court of Justice, 13 September 2007

(K. Lenaerts, E. Juhasz, R. Silva de Lapuerta, G. Ares-
tis and J. Malenovsky)
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tor of earlier national trade marks all having the
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In Case C-234/06 P,

APPEAL under Article 56 of the Statute of the Court of
Justice, lodged on 23 May 2006,

Il Ponte Finanziaria SpA, established in Scandicci (It-
aly), represented by P.L. Roncaglia, A. Torrigiani
Malaspina and M. Boletto, avvocati,

appellant,

the other parties to the proceedings being:

Office for Harmonisation in the Internal Market (Trade
Marks and Designs) (OHIM), represented by O.
Montalto and M. Buffolo, acting as Agents,

defendant at first instance,

F.M.G. Textiles Srl, formerly Marine Enterprise Pro-
jects — Societa Unipersonale di Alberto Fiorenzi Srl,
established in Numana (ltaly), represented by D.
Marchi, avvocato,

intervener at first instance,

THE COURT (Fourth Chamber),

composed of K. Lenaerts (Rapporteur), President of the
Chamber, E. Juhasz, R. Silva de Lapuerta, G. Arestis
and J. Malenovsky, Judges,

Advocate General: E. Sharpston,

Registrar: R. Grass,

having regard to the written procedure,

after hearing the Opinion of the Advocate General at
the sitting on 29 March 2007,

gives the following

Judgment

1 By its appeal, 1l Ponte Finanziaria SpA (‘the ap-
pellant’) asks the Court to set aside the judgment of the
Court of First Instance of the European Communities of
23 February 2006 in Case T-194/03 Il Ponte Finan-
ziaria Y% OHIM - Marine Enterprise
Projects(BAINBRIDGE) [2006] ECR 11-445 (‘the
judgment under appeal’) dismissing its action for an-
nulment of the decision of the Fourth Board of Appeal
of the Office for Harmonisation in the Internal Market
(Trade Marks and Designs) (OHIM) of 17 March 2003
relating to opposition proceedings between the appel-
lant and Marine Enterprise Projects — Societa
Unipersonale di Alberto Fiorenzi Srl (‘the contested
decision’).

Legal context

2 Article 8(1)(b) of Council Regulation (EC) No
40/94 of 20 December 1993 on the Community trade
mark (OJ 1994 L 11, p. 1) provides that, upon opposi-
tion by the proprietor of an earlier trade mark, the trade
mark applied for is not to be registered ‘if because of
its identity with or similarity to the earlier trade mark
and the identity or similarity of the goods or services
covered by the trade marks there exists a likelihood of
confusion on the part of the public in the territory in
which the earlier trade mark is protected’. Under Arti-
cle 8(2)(a)(ii) of that regulation, earlier trade marks are
to be understood, inter alia, as trade marks registered in
a Member State with a date of application for registra-
tion which is earlier than that of the Community trade
mark.
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3 Article 15(1) of Regulation No 40/94 provides
that if, within a period of five years following registra-
tion, the proprietor has not put the Community trade
mark to genuine use in the Community in connection
with the goods or services in respect of which it is reg-
istered, or if such use has been suspended during an
uninterrupted period of five years, the Community
trade mark is to be subject to the sanctions provided for
in that regulation, unless there are proper reasons for
non-use. Under Article 15(2)(a) of the regulation, use
of the Community trade mark in a form differing in
elements which do not alter the distinctive character of
the mark in the form in which it was registered is to
constitute use within the meaning of Article 15(1).

4 Article 43(2) of Regulation No 40/94 deals with
opposition to an application for registration of a Com-
munity trade mark and provides that, if his opposition
is not to be rejected, the proprietor of an earlier Com-
munity trade mark must furnish proof that, during the
five-year period preceding the date of publication of the
Community trade mark application, the earlier Com-
munity trade mark has been put to genuine use in the
Community in connection with the goods or services in
respect of which it is registered and which he cites as
justification for his opposition, or that there are proper
reasons for non-use, provided the earlier Community
trade mark has at that date been registered for not less
than five years. Under Article 43(3) of Regulation No
40/94, paragraph 2 of that article is also to apply to ear-
lier national trade marks by substituting use in the
Member State in which the earlier national trade mark
is protected for use in the Community.

Background to the dispute

5 On 24 September 1998, Marine Enterprise Pro-
jects — Societa Unipersonale di Alberto Fiorenza Srl,
subsequently F.M.G. Textiles Srl, (‘the intervener’)
submitted an application to OHIM for registration of
the figurative mark BAINBRIDGE (No 940007) as a
Community trade mark. The goods in respect of which
registration was sought are in Class 18 — ‘leather and
imitations of leather, and goods made of these materials
and not included in other classes; animal skins, hides;
trunks and travelling bags; umbrellas, parasols and
walking sticks; whips, harness and saddlery’ — and in
Class 25 - ‘clothing, footwear, headgear’ — of the Nice
Agreement of 15 June 1957 concerning the Interna-
tional Classification of Goods and Services for the
Purposes of the Registration of Marks, as revised and
amended.

6 On 7 September 1999, the appellant gave notice
of opposition to that registration pursuant to Article
8(1)(b) of Regulation No 40/94. That opposition was
based on the existence of 11 earlier trade marks regis-
tered in Italy in respect of Classes 18 and/or 25, all of
which had the word component ‘bridge’ in common.
These are the figurative signs ‘Bridge’ (No 370836),
‘Bridge’ (No 704338), ‘Old Bridge’ (No 606709), ‘The
Bridge Basket” (No 593651), the word sign ‘THE
BRIDGE’ (No 642952), the three-dimensional signs
‘The Bridge’ (No 704372) and ‘The Bridge’ (No
633349), the word sign ‘FOOTBRIDGE’ (No 710102),

the figurative sign ‘The Bridge Wayfarer’ (No 721569)
and, lastly, the word signs ‘OVER THE BRIDGE’ (No
630763) and ‘THE BRIDGE’ (No 642953).

7 By decision of 15 November 2001, the Opposi-
tion Division of OHIM rejected the opposition, taking
the view that, notwithstanding the interdependence be-
tween the degree of similarity of the goods concerned
and the degree of similarity of the conflicting signs, any
likelihood of confusion, within the meaning of Regula-
tion No 40/94, could reasonably be ruled out in view of
the aural and visual dissimilarities between the marks
in question. The appellant then filed notice of appeal
against that decision.

8 By the contested decision, the Fourth Board of
Appeal of OHIM dismissed that appeal. First of all, it
excluded from its assessment 5 of the 11 earlier regis-
trations (Nos 370836, 704338, 606709, 593651 and
642952) on the ground that use of the corresponding
trade marks had not been established. With regard to
the six other earlier marks (Nos 704372, 633349,
710102, 721569, 630763 and 642953), it refused to
classify them as marks ‘in a series’ since proof had not
been furnished that a sufficient number of them had
been used. It then concluded that there was no likeli-
hood of confusion, within the meaning of Article
8(1)(b) of Regulation No 40/94, between those six
marks and the Community trade mark applied for in
view of the absence, as between the conflicting marks,
of the minimum degree of similarity required in order
to justify the application of the principle of interde-
pendence, by virtue of which a lesser degree of
similarity between the marks may be offset by a higher
degree of similarity between the designated goods and
vice versa.

Procedure before the Court of First Instance and
the judgment under appeal

9 By application lodged at the Registry of the
Court of First Instance on 30 May 2003, the present
appellant brought an action for annulment of the con-
tested decision.

10  OHIM and the intervener contended that that ac-
tion should be dismissed.

11 By its first plea, alleging infringement of Article
15(2)(a) and Article 43(2) and (3) of Regulation No
40/94 and infringement of Rule 22 of Commission
Regulation No 2868/95 of 13 December 1995 imple-
menting Regulation No 40/94 (OJ 1995 L 303, p. 1),
the appellant submitted that the Board of Appeal erred
in excluding from its assessment several of the appel-
lant's earlier trade marks on the ground that use of
those marks had not been established.

12 First of all, the Court of First Instance found, at
paragraphs 27 and 28 of the judgment under appeal,
with regard to the six earlier marks (Nos 704372,
633349, 710102, 721569, 630763 and 642953) on
which the Board of Appeal had based its assessment of
the likelihood of confusion with the trade mark applied
for, that it was only when it examined the argument
that there was a ‘family of marks’ that it established
that only two of those marks had been put to use and
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could therefore be taken into account in that assess-
ment.

13 Inthat regard, the Board of Appeal expressly af-
firmed that those earlier trade marks were not subject to
proof of use in accordance with Article 43 of Regula-
tion No 40/94 because the five-year period following
their registration, required under that provision, had not
yet elapsed. It therefore concluded that those six earlier
marks had to be taken into consideration for the pur-
pose of assessing the existence of a likelihood of
confusion with the trade mark applied for. The Italian
consumer was actually confronted on the market with
only two of those earlier marks, with the result that the
extended protection claimed by the appellant, con-
nected with the existence of an alleged ‘family of
marks’, was not justified in this case. The Court of First
Instance concluded from this that the complaint raised
before it by the appellant concerning the Board of Ap-
peal’s treatment of the six earlier marks at issue was
actually intended to dispute the assessments made by
the Board of Appeal in its substantive analysis of a
likelihood of confusion between the conflicting signs,
which should be considered in the context of the sec-
ond plea, alleging infringement of Article 8(1)(b) of
Regulation No 40/94.

14 Second, in relation to the disregarding of the ear-
lier mark THE BRIDGE (No 642952), the Court of
First Instance held, at paragraphs 31 to 37 of the judg-
ment under appeal, that if a mark is to be regarded as
being in genuine use, it must be objectively present on
the market in a manner that is effective, consistent over
time and stable in terms of the configuration of the
sign. The Board of Appeal was correct in law to take
the view that genuine use of the trade mark in question
had not been proved. In that context, the Court declared
the documents produced by the appellant for the first
time before it to be inadmissible.

15 Third, with regard to the four other earlier trade
marks (Nos 370836, 704338, 606709 and 593651)
which were not taken into account for the purposes of
assessing the likelihood of confusion with the trade
mark in the application for registration, the Court of
First Instance held, at paragraphs 42 to 45 of the judg-
ment under appeal, that the Board of Appeal was
entitled to reject what were described as the ‘defensive’
registrations of those marks. According to the Court of
First Instance, the taking into account of such registra-
tions is not compatible with the system of protection of
the Community trade mark intended by Regulation No
40/94, which requires proof of use as an essential pre-
condition for conferring exclusive rights on the
proprietor of the mark. Moreover, with regard to
whether the trade mark BRIDGE (No 370836) could be
regarded as broadly equivalent to the mark THE
BRIDGE (No 642952) for the purposes of Article
15(2)(a) of Regulation No 40/94, the Court of First In-
stance held, at paragraphs 50 and 51 of the judgment
under appeal, that the conditions for the application of
that provision were not satisfied in this case. According
to that Court, that provision does not allow the proprie-
tor of a registered trade mark to demonstrate use of that

mark by relying on the use of a similar mark covered
by a separate registration.

16 With regard to the second plea, alleging in-
fringement of Article 8(1)(b) of Regulation No 40/94,
the Court of First Instance first of all found, at para-
graphs 75 to 117 of the judgment under appeal, that the
goods covered by the Community trade mark applica-
tion and the goods covered by the six earlier national
marks which were taken into account by the Board of
Appeal for the purposes of assessing whether there was
a likelihood of confusion are identical but that the con-
flicting signs display similarities only aurally and not
visually or conceptually. The Court of First Instance
therefore considered that the Board of Appeal did not
make any errors of assessment in concluding that there
was no likelihood of confusion on the part of the con-
sumer between the trade mark applied for and each of
the six earlier marks considered individually. Second,
as regards the argument that the earlier trade marks
constitute a “family of marks’ or ‘marks in a series’, the
Court of First Instance held, at paragraph 128 of the
judgment under appeal, that, in the absence of evidence
of use of all of the marks belonging to the “series’ or, at
the very least, of a number of marks capable of consti-
tuting a ‘family’, the Board of Appeal was entitled to
disregard the arguments by which the appellant claimed
the protection that could be due to ‘marks in a series’.
17 The Court of First Instance accordingly dis-
missed the action for annulment.

Forms of order sought by the parties

18  The appellant claims that the Court should:

- set aside the judgment under appeal;

- annul the contested decision;

- order OHIM and the intervener to pay the costs
both of the proceedings before the Court of First In-
stance and of those before the Court of Justice.

19  OHIM contends that the Court should:

- dismiss the appeal;

- order the appellant to pay the costs.

20  The intervener contends that the Court should:

- declare the appeal inadmissible under Article 119
of the Rules of Procedure;

- principally, dismiss the appeal and uphold the
judgment under appeal;

- in any event, order the appellant to pay the costs
incurred by the intervener in connection with the pro-
ceedings before the Court of First Instance and those
before the Court of Justice.

The appeal

21  As a preliminary point, the intervener states that,
in the introductory paragraph of the appeal, the appel-
lant’s lawyers state that they are acting pursuant to an
authentic special authority ‘annexed as an administra-
tive document to the application brought before the
Court of First Instance’. Since that document is not on
the court file, the appeal should, it submits, be regarded
as inadmissible.

22 In that regard, it is sufficient to state that the
document in question was indeed on the file which was
compiled before the Court of First Instance. The appeal
is therefore not in any way inadmissible.
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23 By its first and fifth pleas, which it is appropriate
to consider first of all, the appellant submits that the
Court of First Instance infringed Article 8(1)(b) of
Regulation No 40/94 in its assessment of the likelihood
of confusion between the trade mark in the application
for registration and the appellant’s six earlier trade
marks which were taken into account for that purpose
(Nos 704372, 633349, 710102, 721569, 630763 and
642953). The second plea alleges misapplication of Ar-
ticle 43(2) and (3) of that regulation, which resulted in
the earlier mark THE BRIDGE (No 642952) being dis-
regarded. The third plea alleges infringement of Article
15(2)(a) of Regulation No 40/94, which resulted in the
earlier mark ‘Bridge’ (No 370836) being disregarded.
As to the fourth plea, this alleges misapplication of Ar-
ticle 43(2) and (3) of that regulation, which resulted in
the earlier mark ‘Bridge’ (No 370836) and the earlier
marks Nos 704338, 606709 and 593651 being disre-
garded as defensive marks.

The first plea: infringement of Article 8(1)(b) of
Regulation No 40/94 in the assessment of the likeli-
hood of confusion with the earlier marks,
considered individually

Arguments of the parties

24 By its first plea, which falls into three parts, the
appellant submits that the Court of First Instance mis-
applied Article 8(1)(b) of Regulation No 40/94, since
the conflicting marks displayed the minimum degree of
similarity required in order to establish a likelihood of
confusion.

25 Inthe first place, it argues, the Court of First In-
stance acknowledged, at paragraph 105 of the judgment
under appeal, that there were aural similarities between
all of the conflicting marks and a ‘marked’ aural simi-
larity between the trade mark applied for and the word
marks THE BRIDGE (No 642953) and FOOTBRIDGE
(No 710102) and the earlier three-dimensional marks
which included the word element ‘the bridge’ (Nos
704372 and 633349). According to the appellant, it is
settled case-law that aural similarity prevails over the
fact that there may be no visual similarity from a
graphic point of view.

26  Second, the appellant considers that the Court of
First Instance erred in finding that there was no likeli-
hood of confusion on account of the visual and
conceptual dissimilarities between the trade mark ap-
plied for and the earlier marks. The appellant is of the
view that the assessment made by that Court at para-
graphs 107 to 113 of the judgment under appeal, which
led it to conclude that there was no conceptual similar-
ity, was based on an estimate of the average Italian
reference consumer’s degree of knowledge of English,
whereas the appellant considers, on the basis of the
most recent survey conducted by Eurobarometer (the
body of the European Commission responsible for
monitoring public opinion), that only 15 to 20% of the
Italian public would know the meaning of the English
word ‘bridge’. The appellant submits that, in so far as
the element ‘bridge’ is common to all the marks, there
is also a degree of visual similarity between them.

27  Third, in view of the fact that the goods covered
by the conflicting marks are absolutely identical and of
the highly distinctive character of the earlier marks, the
Court of First Instance should have compared the
marks at issue on the basis of a full assessment based
on the principle of the interdependence of factors,
which could not have led, without any error of law, to
the likelihood of confusion being ruled out, in view of
the significant aural similarity and the conceptual and
visual similarity of the marks at issue.

28  According to OHIM, a degree of aural similarity
alone may be disregarded if it has no influence on the
consumer and is only one of the elements in the con-
sumer’s overall assessment.

29 The intervener submits, with regard to the aural
aspect, that the appellant is reinterpreting the judgment
under appeal in an arbitrary manner. As regards the
conceptual aspect, the intervener submits that it cannot
be inferred from the survey referred to by the appellant
that the average Italian consumer would not know the
meaning in his or her own language of the English
word ‘bridge’ and that, by choosing the trade mark
THE BRIDGE, the meaning of which corresponds to
the distinctive part of its name, ‘Il Ponte’, the appellant
itself intended to create a link between that name and
the goods marketed, since it considers that the Italian
consumer is able to perceive that link. As regards the
principle of the interdependence of factors, the inter-
vener submits, as does OHIM, that, as the Court of
First Instance rightly concluded that there was a differ-
ence between the trade mark applied for and the
appellant’s trade marks, that principle does not there-
fore apply.

Findings of the Court

—  The first part of the first plea

30 It should be noted that, at paragraphs 102 to 106
of the judgment under appeal, the Court of First In-
stance found that the aural similarities are quite weak if
the trade mark applied for is compared with the earlier
mark including the word element ‘The Bridge Way-
farer’ (No 721569) and the earlier word mark OVER
THE BRIDGE (No 630763). It went on to state that the
aural similarities are more marked when a comparison
is made with the earlier word marks THE BRIDGE and
FOOTBRIDGE (Nos 642953 and 710102) and the ear-
lier three-dimensional marks including the word
element ‘the bridge’ (Nos 704372 and 633349). How-
ever, at the same time, the Court of First Instance took
the view that that similarity was weakened both by the
presence of the word ‘the’ and the prefix ‘foot’ in the
earlier marks and by the presence of the prefix ‘bain’ in
the trade mark applied for. Accordingly, it accepted
that there was a degree of aural similarity between the
trade mark applied for and those four earlier marks
only.

31 Thus, contrary to what is claimed by the appel-
lant, the Court of First Instance did not take the view
that there were aural similarities between all of the
marks at issue. As regards the aural similarity between
the trade mark applied for and the four abovementioned
earlier marks, while the Court of First Instance de-
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scribed this as ‘marked’ at paragraph 115 of the judg-
ment under appeal, that finding did not lead to any
error of law.

32 Even though it is conceivable that aural similar-
ity alone could create a likelihood of confusion, it must
be noted that the existence of such a likelihood must be
established as part of a global assessment as regards the
conceptual, visual and aural similarities between the
signs at issue (see Case C-206/04 P Miilhens v OHIM
[2006] ECR 1-2717, paragraph 21; see also, to that ef-
fect, Case C-334/05 P OHIM v Shaker [2007] ECR

Article 225 EC and the first paragraph of Article 58 of
the Statute of the Court of Justice is that an appeal lies
on points of law only. The Court of First Instance thus
has exclusive jurisdiction to find and appraise the rele-
vant facts and assess the evidence. The appraisal of
those facts and the assessment of that evidence thus do
not, save where the facts and evidence are distorted,
which is not alleged in this case, constitute a point of
law which is subject, as such, to review by the Court of
Justice on appeal (see, inter alia, Case C-214/05 P
Rossi v_ OHIM [2006] ECR 1-7057, paragraph 26,

1-0000, paragraphs 34 and 35).

33 Such a global assessment of the likelihood of
confusion must be based on the overall impression cre-
ated by those marks, bearing in mind, in particular,
their distinctive and dominant components (see Mul-
hens v OHIM, paragraph 19, and, in particular, in
respect of First Council Directive 89/104/EEC of 21
December 1988 to approximate the laws of the Member
States relating to trade marks (OJ 1989 L 40, p. 1),
Case C-251/95 SABEL [1997] ECR 1-6191, para-
graph 23, and Case C-342/97 Lloyd Schuhfabrik
Meyer [1999] ECR 1-3819, paragraph 25).

34 That global assessment means that conceptual
and visual differences between two signs may counter-
act aural similarities between them, provided that at
least one of those signs has, from the point of view of
the relevant public, a clear and specific meaning, so
that the public is capable of grasping it immediately
(see Case C-361/04 P Ruiz-Picasso_and Others v
OHIM [2006] ECR 1-643, paragraph 20; Miilhens v
OHIM, paragraph 35; and Case C-171/06 P T..LM.E
ART v OHIM [2007] ECR 1-0000, paragraph 49).

35 Inthat regard, as the Advocate General observed
at paragraph 56 of her Opinion, the assessment of any
aural similarity is but one of the relevant factors for the
purpose of the global assessment. Therefore, one can-
not deduce that there is necessarily a likelihood of
confusion where mere phonetic similarity between two
signs is established (Milhens v OHIM, paragraphs 21
and 22).

36 In the present case, the Court of First Instance
considered, at paragraphs 116 and 117 of the judgment
under appeal, that it cannot be concluded that there is a
likelihood of confusion solely on the basis of aural
similarities, the degree of aural similarity being of less
importance on account of the manner in which the
goods in question are marketed, so that, when making a
purchase, the relevant public usually perceives visually
the mark designating those goods.

37 Thus, the Court of First Instance examined the
overall impression created by the signs at issue, as re-
gards any conceptual, visual and aural similarities
between them, as part of a global assessment of the
likelihood of confusion. It is in that context that it was
able, without erring in law, to conclude that there was
no such likelihood in the absence of any conceptual or
visual similarity.

38  Moreover, the applicant cannot require the Court
to substitute its own assessment for that of the Court of
First Instance. It is settled case-law that the effect of

and Case C-412/05 P Alcon v OHIM [2007] ECR I-
0000, paragraph 71).

39  The findings made by the Court of First Instance
at paragraphs 115 to 117 of the judgment under appeal
constitute appraisals that are factual in nature. The
Court of First Instance made a global assessment of the
likelihood of confusion, based on the overall impres-
sion created by the conflicting marks, taking into
account in particular their distinctive and dominant
components.

40  The argument put forward by the appellant must
therefore be regarded as inadmissible since it seeks to
require the Court to substitute its own assessment of the
facts for that of the Court of First Instance.

41 Consequently, the first part of the plea must be
rejected as unfounded in part and inadmissible in part.
—  The second part of the first plea

42 First of all, the Court rejects from the outset as
inadmissible the argument by which the appellant, re-
ferring to a recent survey, effectively seeks to call into
question the purely factual assessments made by the
Court of First Instance at paragraphs 107 to 114 of the
judgment under appeal concerning the conceptual simi-
larities between the signs at issue.

43 Indeed, as was pointed out at paragraph 38
above, it is not for the Court, on appeal, to call into
question such assessments, save where they are the re-
sult of distortion of the documents on the file, which is
not alleged in this case.

44 With regard, next, to the appellant’s criticism
concerning the Court of First Instance’s assessment of
the visual similarity, as set out at paragraphs 92 to 101
of the judgment under appeal, it should be recalled that,
according to settled case-law, it follows from Article
225 EC, the first paragraph of Article 58 of the Statute
of the Court of Justice and Article 112(1)(c) of the
Court’s Rules of Procedure that an appeal must indicate
precisely the contested elements of the judgment which
the appellant seeks to have set aside and also the legal
arguments specifically advanced in support of the ap-
peal (Case C-352/98 P Bergaderm and Goupil v
Commission [2000] ECR 1-5291, paragraph 34, and
Case C-286/04 P Eurocermex v OHIM [2005] ECR
1-5797, paragraph 42).

45  The argument put forward by the appellant does
not meet those requirements. In fact, it does not contain
any legal argument to demonstrate the manner in which
the Court of First Instance allegedly erred in law. The
appellant does no more than reproduce the plea which
it invoked before the Court of First Instance, without
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furnishing any further clarification and without identi-
fying clearly the elements of the judgment under appeal
that it wishes to challenge.

46  Thus, that argument merely constitutes a request
to have the action brought at first instance re-examined,
in breach of the rules imposed by both the Statute of
the Court of Justice and its Rules of Procedure.

47 Accordingly, the second part of the first plea
must be rejected as inadmissible.

—  The third part of the first plea

48 While it is the case that, under the principle of
the interdependence of relevant factors, in particular the
similarity between the trade marks and between the
goods or services covered, a lesser degree of similarity
between those goods or services may be offset by a
greater degree of similarity between the marks, and
vice versa (see, inter alia, Case C-39/97 Canon [1998]
ECR 1-5507, paragraph 17; Lloyd Schuhfabrik
Meyer, paragraph 19; and T.I.LM.E. ART v OHIM,
paragraph 35), the Court has held that, for the purposes
of applying Article 8(1)(b) of Regulation No 40/94, the
likelihood of confusion presupposes both that the mark
applied for and the earlier mark are identical or similar,
and that the goods or services covered in the applica-
tion for registration are identical or similar to those in
respect of which the earlier mark was registered. Those
conditions are cumulative (see Case C-106/03 P Vedial
v OHIM [2004] ECR 1-9573, paragraph 51).

49  In that regard, the Court of First Instance held, at
paragraph 116 of the judgment under appeal, that even
if the conflicting signs are aurally similar, that factor is
ultimately of lesser importance since the relevant pub-
lic usually perceives visually the mark designating the
goods in question. Moreover, in its assessment, which,
for the reasons set out in relation to the second part of
this plea, cannot be called into question, the Court was
also entitled to conclude that there was no conceptual
or visual similarity.

50  Therefore, the Court of First Instance was able to
conclude, without erring in law, that the conflicting
marks, considered individually, did not display the
minimum degree of similarity required for it to be pos-
sible to establish a likelihood of confusion solely on the
basis of the highly distinctive character of the earlier
marks or of the fact alone that the goods covered by the
earlier marks and those covered by the trade mark ap-
plied for are identical.

51 In the absence of a minimum degree of similar-
ity, the Court of First Instance cannot be criticised for
having failed to apply the principle of interdependence
in its overall assessment of the likelihood of confusion.
52 In those circumstances, the third part of the first
plea must be dismissed as unfounded.

53 It follows that the first plea must be rejected in its
entirety.

The fifth plea: infringement of Article 8(1)(b) of
Regulation No 40/94 in the assessment of the likeli-
hood of confusion in relation to the earlier marks as
marks belonging to a ‘family’ or ‘series’ of marks
Arguments of the parties

54 The appellant submits that the Court of First In-
stance misapplied Article 8(1)(b) of Regulation No
40/94 in its assessment of the likelihood of confusion in
relation to the ‘“family’ or ‘series’ of marks constituted
by its earlier marks. According to the appellant, during
the five-year period preceding the date of the Commu-
nity trade mark application, the likelihood of confusion
should be assessed by comparing the marks as they
were registered without requiring compliance with any
criterion such as actual use. First, the appellant states
that that is the case where opposition by the proprietor
of an earlier mark is based solely on the existence of
that earlier mark, which is not subject to an obligation
of use. Second, to require that earlier marks should
have been used is tantamount to depriving the proprie-
tor who is about to launch on the market goods
designated by that proprietor’s ‘marks in a series’
which are registered but as yet unused of the protection
due to ‘marks in a series’ against a third party who has
legitimately filed an application for a similar trade
mark and decided to put his mark to actual use at the
same time.

55  OHIM submits that, in the first place, the concept
of ‘marks in a series’ is irrelevant for the purposes of
Regulation No 40/94 and is simply a legal concept un-
der Italian trade mark law which gives legal effect to a
factual situation in which it is possible for there to be
an association between the marks of a series and the
trade mark in an application for registration. That asso-
ciation is therefore liable to give rise to confusion in the
mind of the public concerned as a result of the presence
at the same time on the market of a number of marks
having a distinctive component in common and cover-
ing identical or similar goods. As a consequence, those
marks must be present on the market.

56 In second place, the taking into account of the
serial nature of the earlier marks would entail widening
the scope of the protection of such marks considered
individually. Therefore, any assessment in the abstract
of the likelihood of confusion, based exclusively on the
existence of several registrations covering marks repro-
ducing the same distinctive element, must, in the
absence of any actual use of those marks, be excluded.
57 In third place, OHIM submits that the issue of
‘marks in a series’ is a question of fact, which is con-
nected to the perception consumers have of the
conflicting signs. OHIM states that the alleged ‘marks
in a series” were not used and that they do not, as
among themselves, display the characteristics which
might permit them to be regarded as a family.

58  The intervener observes that, while the appellant
was not required to prove use of the earlier marks hav-
ing the word element ‘bridge’ in common in order to
prevent revocation of the respective registrations, it
should nonetheless have done so to lend support to its
argument that there was a “family” of marks containing
that word element.

Findings of the Court

59 Under Article 8(1)(b) of Regulation No 40/94,
the existence of a likelihood of confusion resulting
from the similarity, on the one hand, between the trade
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mark in the application for registration and an earlier
trade mark and, on the other hand, between the goods
or services covered by the trade marks, must be as-
sessed on the part of the public in the territory in which
the earlier trade mark is protected.

60 In the present case, the Court of First Instance
found, at paragraph 78 of the judgment under appeal,
that, given the nature of the goods concerned, the de-
scription of which is reproduced at paragraph 5 above,
the targeted public in relation to which the analysis of
the likelihood of confusion must be carried out con-
sists, for all the goods in question, of the average
consumers of the Member State in which the earlier
trade marks are protected, namely Italy.

61  First of all, it should be noted that, under Articles
4 to 6 of Regulation No 40/94, a trade mark may be
registered only individually and the minimum five-year
protection afforded by such registration is conferred on
it only as an individual trade mark, even where several
trade marks having one or more common and distinc-
tive elements are registered at the same time.

62  While it is true that, in the case of opposition to
an application for registration of a Community trade
mark based on the existence of only one earlier trade
mark that is not yet subject to an obligation of use, the
assessment of the likelihood of confusion is to be car-
ried by comparing the two marks as they were
registered, the same does not apply where the opposi-
tion is based on the existence of several trade marks
possessing common characteristics which make it pos-
sible for them to be regarded as part of a “family’ or
‘series’ of marks.

63 The risk that the public might believe that the
goods or services in question come from the same un-
dertaking or, as the case may be, from economically-
linked undertakings, constitutes a likelihood of confu-
sion within the meaning of Article 8(1)(b) of
Regulation No 40/94 (see Alcon v OHIM, paragraph
55, and, to that effect, Canon, paragraph 29). Where
there is a “family’ or ‘series’ of trade marks, the likeli-
hood of confusion results more specifically from the
possibility that the consumer may be mistaken as to the
provenance or origin of goods or services covered by
the trade mark applied for or considers erroneously that
that trade mark is part of that family or series of marks.
64  As the Advocate General stated at paragraph 101
of her Opinion, no consumer can be expected, in the
absence of use of a sufficient number of trade marks
capable of constituting a family or a series, to detect a
common element in such a family or series and/or to
associate with that family or series another trade mark
containing the same common element. Accordingly, in
order for there to be a likelihood that the public may be
mistaken as to whether the trade mark applied for be-
longs to a ‘family’ or “series’, the earlier trade marks
which are part of that ‘family’ or “series’ must be pre-
sent on the market.

65 Thus, contrary to what the appellant maintains,
the Court of First Instance did not require proof of use
as such of the earlier trade marks but only of use of a
sufficient number of them as to be capable of constitut-

ing a family or series of trade marks and therefore of
demonstrating that such a family or series exists for the
purposes of the assessment of the likelihood of confu-
sion.

66 It follows that, having found that there was no
such use, the Court of First Instance was properly able
to conclude that the Board of Appeal was entitled to
disregard the arguments by which the appellant claimed
the protection that could be due to ‘marks in a series’.
67 Accordingly, the fifth plea must be rejected as
unfounded.

The second plea: infringement of Article 43(2) and
(3) of Regulation No 40/94 in so far as the Court of
First Instance excluded from its assessment the ear-
lier mark THE BRIDGE (No 642952)

Arguments of the parties

68  According to the appellant, the Court of First In-
stance misapplied Article 43(2) and (3) of Regulation
No 40/94. It failed to evaluate the relevance of docu-
ments produced by the appellant relating to the use,
during 1995, of goods in Class 25 relating to the trade
mark THE BRIDGE (No 642952) in order to determine
whether that mark had been in genuine use during the
five-year period preceding the date of publication of the
Community trade mark application.

69 By requiring continuous use of the trade mark
THE BRIDGE (No 642952) during the period in ques-
tion, the Court of First Instance, the appellant contends,
added a condition that is not laid down in Article 43(2)
and (3) of Regulation No 40/94.

70  OHIM submits, first, that the examination of the
evidence submitted by the appellant falls within the
scope of the assessment of the facts carried out by the
Court of First Instance. Second, by requiring continu-
ous use of the trade mark during the five-year period in
question, the Court of First Instance did not impose a
condition that is not laid down in Article 43(2) and (3).
It simply required consistent use of that mark, in accor-
dance with that article. That plea must therefore be
regarded as inadmissible and unfounded.

71  The intervener submits that merely producing the
1994/1995 catalogue and a small number of advertise-
ments for 1995 does not suffice to establish the
quantitative extent of use of that mark. The intervener
therefore considers that this is merely a question of ‘to-
ken use’, the purpose of which is to avoid any risk of
revocation.

Findings of the Court

72 With regard, first of all, to the objection that the
Court of First Instance required continuous use of the
trade mark THE BRIDGE (No 642952) during the
whole of the reference period, there is, as is apparent
from the case-law of the Court of Justice, genuine use
of a trade mark where the mark is used in accordance
with its essential function, which is to guarantee the
identity of the origin of the goods or services for which
it is registered, in order to create or preserve an outlet
for those goods or services; genuine use does not in-
clude token use for the sole purpose of preserving the
rights conferred by the registration. When assessing
whether use of a trade mark is genuine, regard must be
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had to all the facts and circumstances relevant to estab-
lishing whether the commercial exploitation of the
mark in the course of trade is real, including, inter alia,
the scale and frequency of use of the mark (see Case
C-416/04 P_Sunrider v OHIM [2006] ECR 1-4237,
paragraph 70; see also, to that effect, regarding Article
10(1) of Directive 89/104/EEC, a provision which is
identical to Article 15(1) of Regulation No 40/94, the
judgement in Case C-40/01 Ansul [2003] ECR 1-2439,
paragraph 43, and the order in Case C-259/02 La
Mer Technology [2004] ECR 1-1159, paragraph 27).
73 The question whether use is sufficient to main-
tain or create market share for the goods or services
protected by the mark thus depends on several factors
and on a case-by-case assessment. The frequency or
regularity of the use of the trade mark is one of the fac-
tors which may be taken into account (see Sunrider v
OHIM, paragraph 71; see also, to that effect, La Mer
Technology, paragraph 22).

74 By stating, at paragraph 35 of the judgment un-
der appeal, that the evidence is very limited with regard
to 1994 and non-existent for the period from 1996 to
1999, the Court of First Instance did not in any way re-
quire the appellant to establish continuous use of the
trade mark THE BRIDGE (No 642952) throughout the
whole of the period in question. In accordance with the
Court's case-law cited in paragraphs 72 and 73 of the
present judgment, the Court of First Instance examined
whether that trade mark had been put to genuine use
during that period. To that end, the Court of First In-
stance assessed, at paragraphs 32 to 36 of the judgment
under appeal, whether the scale and frequency of use of
that mark were capable of demonstrating that it was
present on the market in a manner that is effective, con-
sistent over time and stable in terms of the
configuration of the sign.

75  Next, in so far as the appellant complains that the
Court of First Instance failed properly to evaluate the
evidence adduced, it is sufficient to state that the Court
of First Instance carried out an assessment of the evi-
dence in order to determine whether, in accordance
with Article 43(2) of Regulation No 40/94, read in con-
junction with Article 43(3) thereof, the use of the trade
mark THE BRIDGE (No 642952) had been established
for the five-year period preceding the date of publica-
tion of the Community trade mark application. At
paragraphs 33 to 36 of the judgment under appeal, the
Court of First Instance considered whether there had
been genuine use of the trade mark THE BRIDGE (No
642952) between 14 June 1994 and 14 June 1999, the
date of publication of the Community trade mark appli-
cation, solely on the basis of the evidence adduced by
the appellant concerning the use of that mark (a
1994/1995 autumn-winter catalogue and advertise-
ments produced in 1995) and concluded that that was
not the case. Having established that the other cata-
logues produced were not dated, the Court of First
Instance cannot be criticised for failing to take them
into account in its assessment. It must also be observed
that the conclusion which the Court of First Instance

reached on the evidence available to it falls well within
the scope of the assessment of the facts.

76 By its arguments, the appellant seeks to call into
question that purely factual assessment. As was pointed
out at paragraph 38 above, save where the facts in the
case are distorted, which is not alleged here, that issue
is not subject to review by the Court of Justice on ap-
peal.

77 The second plea must therefore be rejected as
inadmissible in part and unfounded in part.

The third plea: infringement of Article 15(2)(a) of
Regulation No 40/94 in so far as the Court of First
Instance excluded from its assessment the earlier
trade mark Bridge (No 370836)

Arguments of the parties

78 The appellant states that the Court of First In-
stance misapplied Article 15(2)(a) of Regulation No
40/94 in so far as it excluded the trade mark Bridge (No
370836) from its assessment of the likelihood of confu-
sion without determining whether that mark could be
regarded as a slightly modified version of the trade
mark THE BRIDGE (No 642952), it being of little im-
portance in that connection that that mark was already
registered. While the appellant acknowledges that it did
not produce the necessary evidence of use with regard
to the trade mark Bridge (No 370836), it is of the view
that it did not need to do so in the light of the evidence
of use adduced for the trade mark THE BRIDGE (No
642952) on account of the fact that the goods covered
by both those marks are totally identical. The only dif-
ference between them is due to the presence of the
definite article ‘the’. The appellant considers that the
addition of the definite article cannot alter the distinc-
tive character of the trade mark ‘Bridge’ (No 370836).
Moreover, the Court of First Instance’s interpretation of
Article 15(2)(a) of Regulation No 40/94 could give rise
to discrimination as between the proprietor of a trade
mark who registers it only in its ‘basic’ version, whilst
at the same time using a number of versions, and the
proprietor of a trade mark who chooses to register all
the versions of his trade mark.

79 According to OHIM, that plea must be rejected
as being inadmissible and unfounded. In the first place,
the precondition of actual use of the trade mark THE
BRIDGE (No 642952), which is simply a slightly
modified form of the trade mark Bridge (No 370836),
has not been met. In second place, the addition of the
definite article constitutes a substantive change which
alters the distinctive character of the registered trade
mark. In third place, the assessment as to whether there
is a ‘minimum difference’ between the registered sign
and the sign that is actually used is a question of fact.
80 The intervener submits that Article 15(2)(a) of
Regulation No 40/94 does not apply in this case be-
cause, in order for it to apply, there must be a trade
mark that is registered in a certain form and used in a
slightly different form, which is not the case here.
Moreover, the existence, as regards the appellant, of
two separate registrations constitutes of itself evidence
that the appellant itself took the view that those trade
marks were sufficiently different from each other.
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Findings of the Court

81 Under Article 15(1) of Regulation No 40/94, a
trade mark which has not been put to genuine use dur-
ing the relevant period is subject to the sanctions
provided for in that regulation, unless there are proper
reasons for non-use.

82 Under Article 15(2)(a) of that regulation, use of
the Community trade mark in a form differing in ele-
ments which do not alter the distinctive character of the
mark in the form in which it was registered also consti-
tutes use within the meaning of Article 15(1).

83  Those provision are essentially the same as those
in Article 10(1) and (2)(a) of Directive 89/104 to ap-
proximate the laws of the Member State relating to
trade marks.

84 In that regard, it must be held that the Court of
First Instance did not commit any error of law in disre-
garding the appellant’s argument that use of the trade
mark Bridge (No 370836) during the reference period
was established by evidence adduced for the purpose of
demonstrating use of the trade mark THE BRIDGE (No
642952).

85 Without it being necessary to examine whether
the trade mark THE BRIDGE (No 642952) may be re-
garded as being different solely by reason of elements
which do not alter the distinctive character of the trade
mark Bridge (No 370836), it must be stated that use of
the former mark has not been established and cannot
therefore in any way serve as evidence of use of the lat-
ter.

86 In any event, while it is possible, as a result of
the provisions referred to in paragraphs 81 and 82 of
the present judgment, to consider a registered trade
mark as used where proof is provided of use of that
mark in a slightly different form from that in which it
was registered, it is not possible to extend, by means of
proof of use, the protection enjoyed by a registered
trade mark to another registered mark, the use of which
has not been established, on the ground that the latter is
merely a slight variation on the former.

87 The third plea must therefore be rejected as un-
founded.

The fourth plea: infringement of Article 43(2) and
(3) of Regulation No 40/94 in so far as the Court of
First Instance excluded from its assessment what
are known as the “‘defensive’ earlier trade marks
Arguments of the parties

88  According to the appellant, the Court of First In-
stance misapplied Article 43(2) and (3) of Regulation
No 40/94 by considering the concept of defensive trade
marks to be incompatible with the system of protection
of the Community trade mark.

89 First of all, the Court of First Instance ought to
have treated that argument, which was raised for the
first time before OHIM, as inadmissible.

90 The Board of Appeal concluded that the earlier
marks Nos 370836, 704338, 606709 and 593651
should be excluded from the assessment of the likeli-
hood of confusion solely because they predated the
principal trade mark and not because the concept of
‘defensive trade marks’ was as such incompatible with

Community legislation. The appellant maintains that
the Court of First Instance should simply have assessed
whether those marks met the conditions laid down un-
der the new Italian Code on industrial property for
them to be regarded as defensive, in the same way as
the Board of Appeal had done.

91  Next, it would be incorrect to maintain, as did the
Court of First Instance, that the Italian Code on intel-
lectual property protects unused marks. In fact, under
that code, there cannot be revocation for lack of use
where the proprietor of an unused defensive trade mark
is at the same time proprietor of one or more similar
trade marks which are still in force, at least one of
which is actually used to designate the same goods or
services as those protected by that defensive mark.
Lastly, the appellant adds that recognition at national
level of defensive trade marks can constitute a ‘proper
reason’ for non-use within the meaning of Article 43(2)
of Regulation No 40/94.

92 According to OHIM, this plea must be regarded
as inadmissible in so far as recognition of ‘defensive’
trade marks is dependent on actual use of the principal
trade mark THE BRIDGE (No 642952). That is a ques-
tion of fact which has already been decided in the
negative by the Court of First Instance. Next, the argu-
ment raised before that Court that the Italian law
recognising the concept of defensive trade marks is in-
compatible with the system of protection of the
Community trade mark is not inadmissible on the
ground that the issue was not debated inter partes,
since, according to OHIM, it is simply an extension of
the argument already raised before the Board of Ap-
peal, according to which there is an obligation to use
defensive trade marks.

93  As to the substance, OHIM points out, first, that
actual use of a trade mark is an essential precondition
for conferring exclusive property rights on the proprie-
tor of a trade mark. Second, OHIM considers that the
appellant is placing the protection relating to the con-
cept of ‘defensive marks’ on the same footing as the
protection conferred in the context of Article 15(2)(a)
of Regulation No 40/94. However, the differences be-
tween what are described as the ‘defensive’ trade marks
and the unused principal trade mark THE BRIDGE (No
642952) are of sufficient magnitude to change the dis-
tinctive character of that mark.

94  The intervener submits, in the first place, that the
Italian law on trade marks requires the date of applica-
tion for registration of defensive trade marks to be the
same as or later than that of the principal trade mark.
Secondly, it submits that an application for registration
of a defensive mark must be made in respect of the
same classes of goods as the principal trade mark,
whereas the appellant considers that trade marks which
are in a different class to that of its principal mark are
also defensive marks. Thirdly, the intervener maintains
that defensive trade marks need display only a slight
variation vis-a-vis the principal trade mark. None of
those conditions is met in the present case. In any
event, the taking into account of defensive registrations

www.ip-portal.eu

Page 10 of 23



www.ippt.eu

IPPT20070913, ECJ, Bainbridge

is incompatible with the Community system for the
protection of trade marks.

Findings of the Court

95  First of all, the Court of First Instance did not err
in law in its decision on OHIM’s argument that the
concept of defensive trade marks is incompatible with
Regulation No 40/94.

96  Admittedly, in proceedings concerning an action
against a decision of an appeal board of OHIM on an
opposition to registration of a mark based on the likeli-
hood of confusion with an earlier mark, OHIM cannot
alter the terms of the dispute before the Court of First
Instance, as delimited in the respective claims and alle-
gations of the applicant for registration and of the
opposing party (see, to that effect, Case C-106/03 P
Vedial v OHIM [2004] ECR 1-9573, paragraph 26, and,
by analogy, Case C-447/02 P KWS Saat v OHIM
[2004] ECR 1-10107, paragraph 58).

97 However, it may be noted that one of the argu-
ments put forward by the appellant before the Board of
Appeal with regard to the assessment of the likelihood
of confusion was that, on the basis of the use of the
trade mark THE BRIDGE (No 642952), a number of
other marks should be taken into account as defensive
marks. In so far as that argument raised the question
whether, under lItalian law, trade marks the use of
which had not been established could nevertheless be
regarded as “‘defensive trade marks’, OHIM’s argument
before the Court of First Instance that such a possibility
was not permitted under Community law did not depart
from the confines of the dispute before the Board of
Appeal.

98 Moreover, as the Advocate General observed at
paragraph 87 of her Opinion, in so far as the Board of
Appeal based its decision, albeit implicitly, on a misin-
terpretation of Community law, the Court of First
Instance cannot be criticised for substituting a correct
interpretation of that law for that used by the Board of
Appeal.

99  Next, it is necessary to consider the Court of First
Instance’s conclusion, at paragraph 47 of the judgment
under appeal, that the appellant could not rely on the
allegedly defensive nature, under the Italian law on
trade marks, of certain earlier trade marks disregarded
by the Board of Appeal.

100 In that regard, it should be noted that, under Arti-
cle 43(2) and (3) of Regulation No 40/94, opposition to
registration of a Community trade mark by the proprie-
tor of an earlier Community or national trade mark
must be rejected if that proprietor does not, at the re-
quest of the applicant, furnish proof that, during the
five-year period preceding the date of publication of the
Community trade mark application, the earlier trade
mark has been put to genuine use in the Community or
in the Member State in which it is protected in connec-
tion with the goods or services in respect of which it is
registered and which he cites as justification for his op-
position, or that there are proper reasons for non-use.
Furthermore, Article 56(2) of Regulation No 40/94
contains an identical rule for cases involving applica-

tions for revocation or for a declaration of nullity of a
Community trade mark.

101 The Court of First Instance did not err in law in
holding, at paragraph 46 of the judgment under appeal,
that a proprietor of a national registration who opposes
a Community trade mark application cannot, in order to
avoid the burden of proof which rests upon him under
Avrticle 43(2) and (3) of Regulation No 40/94, rely on a
national provision which allows the registration, as
trade marks, of signs not intended to be used in trade on
account of their purely defensive function in relation to
another sign which is being commercially exploited.
102  The concept of ‘proper reasons’ mentioned in
that article refers essentially to circumstances uncon-
nected with the proprietor of a trade mark which
prevent him from using the mark, rather than to na-
tional legislation which makes an exception to the rule
that a trade mark that has not been used for a period of
five years must be revoked, even where such lack of
use is intentional on the part of the proprietor of the
trade mark.

103 The argument that the holder of a national regis-
tration who opposes a Community trade mark
application can rely on an earlier trade mark the use of
which has not been established on the ground that, un-
der national legislation, that earlier mark constitutes a
‘defensive trade mark’ is therefore incompatible with
Article 43(2) and (3) of Regulation No 40/94.

104 It follows that the fourth plea must be rejected as
unfounded.

105 It follows from the foregoing that the appeal
must be dismissed in its entirety.

Costs

106  Under Article 69(2) of the Rules of Procedure,
which applies to appeal proceedings by virtue of Arti-
cle 118 thereof, the unsuccessful party is to be ordered
to pay the costs if they have been applied for in the
successful party’s pleadings. Since OHIM and the
intervener have applied for costs and the appellant has
been unsuccessful, the latter must be ordered to pay the
costs.

On those grounds,

the Court (Fourth Chamber) hereby:

1.  Dismisses the appeal;

2. Orders Il Ponte Finanziaria SpA to pay the costs.

OPINION OF ADVOCATE GENERAL

SHARPSTON

delivered on 29 March 2007 (1)

Case C-234/06 P

Il Ponte Finanziaria SpA

(Appeal — Community trade mark — Figurative mark
‘Bainbridge’ — Opposition by the proprietor of national
word, figurative and three-dimensional marks including
the word ‘Bridge’ — Rejection of the opposition — Con-
cepts of ‘defensive trade mark registrations’ and
“families’ or “series’ of trade marks)

1. This appeal (2) originates in an application to
register a figurative sign including the word ‘Bain-
bridge’ as a Community trade mark for certain
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categories of goods, opposed by the proprietor of sev-
eral national trade marks for the same categories, all
including the element ‘bridge’.

2. That opposition was rejected by the Office for
Harmonisation in the Internal Market (Trade Marks and
Designs) (‘OHIM’), essentially on the grounds that (i)
use of certain of the national trade marks had not been
established and (ii) there was insufficient similarity be-
tween the remaining national marks and the
Community trade mark applied for to give rise to a
likelihood of confusion. The rejection was upheld by
the Court of First Instance.

3. The main issues now raised on appeal concern
(i) the criteria for assessing whether a trade mark has
been in ‘genuine use’, in particular whether the concept
of ‘defensive registration’ of similar marks, entailing a
lesser requirement of actual use, has a place in Com-
munity trade mark law, and (ii) the criteria for
assessing likelihood of confusion between marks, with
particular regard to the relevance of the existence of a
“family” or “series’ of similar marks belonging to the
same proprietor.

Community trade mark legislation

4. Article 8(1) of the Community Trade Mark
Regulation (3) provides, in so far as is relevant:

‘Upon opposition by the proprietor of an earlier trade
mark, the trade mark applied for shall not be registered:

(b) if because of its identity with or similarity to the
earlier trade mark and the identity or similarity of the
goods or services covered by the trade marks there ex-
ists a likelihood of confusion on the part of the public
in the territory in which the earlier trade mark is pro-
tected; the likelihood of confusion includes the
likelihood of association with the earlier trade mark.’

5. Under Article 8(2)(a)(ii), an ‘earlier trade mark’
for that purpose includes trade marks registered in a
Member State.

6. Article 15 of the Trade Mark Regulation pro-
vides, in so far as is relevant:
‘1. If, within a period of five years following regis-

tration, the proprietor has not put the Community trade
mark to genuine use in the Community in connection
with the goods or services in respect of which it is reg-
istered, or if such use has been suspended during an
uninterrupted period of five years, the Community
trade mark shall be subject to the sanctions provided
for in this Regulation, unless there are proper reasons
for non-use.

2. The following shall also constitute use within the
meaning of paragraph 1:

@) use of the Community trade mark in a form dif-
fering in elements which do not alter the distinctive
character of the mark in the form in which it was regis-
tered;

7. The “sanctions provided for in this Regulation’
are not, unfortunately, listed as such but must be sought
in various subsequent provisions.

8. For example, according to Article 43(2) and (3):

‘2. If the applicant so requests, the proprietor of an
earlier Community trade mark who has given notice of
opposition shall furnish proof that, during the period of
five years preceding the date of publication of the
Community trade mark application, the earlier Com-
munity trade mark has been put to genuine use in the
Community in connection with the goods or services in
respect of which it is registered and which he cites as
justification for his opposition, or that there are proper
reasons for non-use, provided the earlier Community
trade mark has at that date been registered for not less
than five years. In the absence of proof to this effect,
the opposition shall be rejected. If the earlier Commu-
nity trade mark has been used in relation to part only of
the goods or services for which it is registered it shall,
for the purposes of the examination of the opposition,
be deemed to be registered in respect only of that part
of the goods or services.

3. Paragraph 2 shall apply to earlier national trade
marks referred to in Article 8(2)(a), by substituting use
in the Member State in which the earlier national trade
mark is protected for use in the Community.’

9. In addition, Article 50(1)(a) provides for the
rights of the proprietor of the Community trade mark to
be revoked on application to the Office or on the basis
of a counterclaim in infringement proceedings if,
within a continuous period of five years, the trade mark
has not been put to genuine use in the Community in
connection with the goods or services in respect of
which it is registered, and there are no proper reasons
for non-use. In respect of revocation proceedings, the
wording of Article 56(2) and (3) closely echoes that of
Article 43(2) and (3), quoted above.

10. Rule 22 (‘Proof of use’) of the Community
Trade Mark Implementing Regulation (4) provided, at
the material time (5) and in so far as is relevant:

‘(1) Where, pursuant to Article 43(2) or (3) of the
[Community Trade Mark] Regulation, the opposing
party has to furnish proof of use or show that there are
proper reasons for non-use, the Office shall invite him
to provide the proof required within such period as it
shall specify. If the opposing party does not provide
such proof before the time limit expires, the Office
shall reject the opposition.

2) The indications and evidence for the furnishing
of proof of use shall consist of indications concerning
the place, time, extent and nature of use of the opposing
trade mark for the goods and services in respect of
which it is registered and on which the opposition is
based, and evidence in support of these indications in
accordance with paragraph 3.

3) The evidence shall, in principle, be confined to
the submission of supporting documents and items such
as packages, labels, price lists, catalogues, invoices,
photographs, newspaper advertisements, and statements
in writing ...’

11. As regards national trade marks, provisions
similar to those in the Trade Mark Regulation are to be
found in the Trade Marks Directive. (6) The relevant
wording of Article 10(1) and (2) is identical, mutatis
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mutandis, to that of Article 15(1) and (2) of the Trade
Mark Regulation:

‘1. If, within a period of five years following the
date of the completion of the registration procedure, the
proprietor has not put the trade mark to genuine use in
the Member State in connection with the goods or ser-
vices in respect of which it is registered, or if such use
has been suspended during an uninterrupted period of
five years, the trade mark shall be subject to the sanc-
tions provided for in this Directive, unless there are
proper reasons for non-use.

2. The following shall also constitute use within the
meaning of paragraph 1:

@) use of the trade mark in a form differing in ele-
ments which do not alter the distinctive character of the
mark in the form in which it was registered;

12. Here, the sanctions are to be found in particular
in Articles 11 and 12 of the Directive. Article 11(1) and
(2) provide respectively that a trade mark may not be
declared invalid on the ground that there is an earlier
conflicting trade mark if the latter does not fulfil the
requirements of use set out in Article 10, and that any
Member State may provide that registration of a trade
mark may not be refused on the ground that there is an
earlier conflicting trade mark if the latter does not fulfil
the same requirements of use. Article 12(1) provides
that a trade mark is to be liable to revocation if, within
a continuous period of five years, it has not been put to
genuine use in the Member State in connection with the
goods or services in respect of which it is registered,
and there are no proper reasons for non-use.

Italian trade mark legislation

13. The Trade Marks Directive was transposed into
Italian law by Legislative Decree 480/1992, (7) Article
39 of which replaced Article 42 of Royal Decree
929/1942 (8) with a text regulating the consequences of
non-use of a registered trade mark. Paragraphs 1 and 2
essentially transpose the provisions, respectively, of
Article 12(1) of the Directive, concerning liability to
revocation for non-use, and Article 10(2)(a), providing
for use in a slightly different form to be taken into ac-
count.

14.  Article 42(4) however introduces the possibility
of ‘defensive’ trade mark registration. It reads as fol-
lows:

‘... there shall be no revocation for non-use if the pro-
prietor of the mark not used is at the same time
proprietor of one or more other similar marks still in
force, of which at least one is actually used to distin-
guish the same goods or services.’

Facts and procedure before OHIM

15. On 24 September 1998, Marine Enterprise Pro-
jects (now F.M.G. Textiles srl) applied to register as a
Community trade mark a figurative sign whose main
components are the depiction of a roll of cloth unfurl-
ing to take on the form of the sail of a small sailing
boat, against a thick horizontal line above which the
word ‘Bainbridge’ appears in cursive lettering, in re-
spect of goods in Classes 18 and 25 of the Nice
Agreement. (9) Class 18 is for ‘leather and imitations

of leather, and goods made of these materials and not
included in other classes; animal skins, hides; trunks
and travelling bags; umbrellas, parasols and walking
sticks; whips, harness and saddlery’, and Class 25 is for
‘clothing, footwear, headgear’. The application was
published on 14 June 1999.

16.  On 7 September 1999, Il Ponte Finanziaria SpA
(‘Ponte Finanziaria’) opposed registration of that trade
mark, on the basis of Article 8(1)(b) of the Trade Mark
Regulation, relying on a number of earlier trade marks
registered in Italy. For the purposes of this appeal,
those trade marks may be listed in three groups.

17.  First, three figurative marks registered in respect
of goods in Class 25 — Nos 704338, with effect from 15
July 1964, for ‘clothing, including boots, shoes and
slippers’, 370836, with effect from 11 May 1979, for
‘clothing’, and 606709, with effect from 22 October
1990, for ‘socks and ties’ — and one figurative mark,
No 593651, registered with effect from 12 June 1990 in
respect of goods in Class 18. The first two include the
word ‘Bridge’ in cursive lettering; the latter two, re-
spectively, the words ‘OLD BRIDGE’ and ‘THE
BRIDGE BASKET’ in uppercase letters. The second
and third also include a depiction of a bridge, and the
fourth a depiction of a basketball net with a ball passing
through it.

18. Second, the word mark ‘THE BRIDGE’, regis-
tered under No 642952, with effect from 14 June 1994,
in respect of goods in Class 25.

19. Third, five marks registered in respect of goods
in Classes 18 and 25, and one mark registered in re-
spect of goods in Class 18 only. For both classes, there
are two three-dimensional marks — Nos 704372 and
633349, both with effect from 22 June 1994 and both
including principally the words ‘“THE BRIDGE’ in up-
percase letters; two word marks — Nos 630763 ‘OVER
THE BRIDGE’, with effect from 24 December 1991,
and 710102 ‘FOOTBRIDGE’, with effect from 7 De-
cember 1994; and a figurative mark, No 721569, with
effect from 28 February 1996, which includes the
words ‘THE BRIDGE’ and “WAYFARER’ in upper-
case letters, respectively above and below a depiction
of a compass card traversed by a thin horizontal line.
For goods in Class 18 only, there is registration No
642953, with effect from 26 October 1994, of the word
mark ‘THE BRIDGE’.

20.  On 15 November 2001, the Opposition Division
of OHIM rejected the opposition, taking the view that,
despite the need to take account of interdependence be-
tween the degree of similarity of the goods concerned
and the degree of similarity of the conflicting signs, any
likelihood of confusion within the meaning of Article
8(1)(b) of the Trade Mark Regulation could reasonably
be ruled out in view of the aural and visual dissimilari-
ties between the signs. Ponte Finanziaria appealed
against that rejection.

21. By decision of 17 March 2003 (‘the contested
decision’), the Fourth Board of Appeal of OHIM re-
jected the appeal. It excluded from its assessment the
trade marks listed in the first group above, (10) on the
ground that use of the corresponding marks had not

www.ip-portal.eu

Page 13 of 23



www.ippt.eu

IPPT20070913, ECJ, Bainbridge

been established, (11) and trade mark No 642952, (12)
on the ground that the opponent had produced insuffi-
cient evidence of use. (13) Comparing the remaining
marks — listed in the third group above (14) — with the
trade mark applied for, it decided that there was no
conceptual, visual or aural similarity between them.
(15) The Board of Appeal therefore concluded that
there was no likelihood of confusion within the mean-
ing of Article 8(1)(b) of the Trade Mark Regulation. It
considered the principle of interdependence between
similarity of the goods and similarity of the signs to be
irrelevant in this case, in the absence of the minimum
degree of similarity between the marks required in or-
der to justify its application. (16)

The judgment under appeal

22.  Ponte Finanziaria appealed against that decision
to the Court of First Instance, which grouped its argu-
ments in two pleas. The first plea dealt with in the
judgment alleged infringement of Articles 15(2)(a) and
43(2) and (3) of the Trade Mark Regulation and Rule
22 of the Implementing Regulation, with regard to the
marks which the Board of Appeal excluded from its
assessment. The second plea alleged infringement of
Article 8(1)(b) of the Trade Mark Regulation, with re-
gard to the assessment of the likelihood of confusion.
Exclusion of certain marks from the assessment

23. The Court of First Instance identified four ar-
guments, which it dealt with as follows.
24, First, (17) Ponte Finanziaria claimed that the

Board of Appeal should not have excluded from its as-
sessment marks registered less than five years before
the notice of opposition was filed, thus ruling out the
specific protection of a ‘family of marks’.

25.  The Court of First Instance noted that the Board
had in fact taken account of all the marks registered
during that five year period. Only when examining the
argument that the earlier marks were to be regarded as
forming part of a ‘family’ enjoying extended protection
did the Board of Appeal find that the products ‘were
promoted and sold mainly under the trade mark THE
BRIDGE and, to a lesser extent, under the figurative
trade mark THE BRIDGE WAYFARER’, so that the
Italian consumer was confronted only with those two
earlier marks. On that basis, the Board of Appeal had
concluded that extended protection on the basis of a
“family of marks’ was not justified, since the mere reg-
istration of numerous trade marks, unaccompanied by
use on the market, was insufficient.

26. Second, (18) Ponte Finanziaria submitted that
under Rule 22 of the Implementing Regulation the
Board of Appeal should not have excluded word mark
No 642952 THE BRIDGE (19) from its assessment of
likelihood of confusion on the ground that use had not
been sufficiently established. Rule 22 listed catalogues
and advertisements as admissible evidence to establish
use of a trade mark. Ponte Finanziaria had produced
such documents. Those documents were wrongly re-
garded as insufficient by the Board of Appeal.

27. The Court of First Instance considered that
genuine use excluded minimal or insufficient use of the
mark for the purpose of identifying goods or services.

Whatever the owner’s intention, there was no genuine
use unless a trade mark was objectively present on the
market in a manner that was effective, consistent over
time and stable in terms of the configuration of the
sign, and could thus be perceived by consumers as an
indication of the origin of the goods or services in ques-
tion. (20) However, the only evidence of use of the
word mark ‘THE BRIDGE’ in connection with goods
in Class 25 consisted of a 1994/95 autumn/winter cata-
logue and of advertisements published in 1995. Other
catalogues were not dated. That evidence was very lim-
ited with regard to 1994 and non-existent for 1996 to
1999. It did not demonstrate that the mark was consis-
tently present on the Italian market in connection with
the goods in respect of which it was registered during
the period preceding the publication of the trade mark
application, contrary to the requirements of Article
43(2) and (3) of the Trade Mark Regulation. The Board
of Appeal was therefore entitled to find that genuine
use of the trade mark in connection with the goods in
question had not been proved.

28. Third, (21) Ponte Finanziaria asserted that the
Board of Appeal had wrongly excluded the marks reg-
istered under Nos 370836, 704338, 606709 and 593651
(22) from its assessment of likelihood of confusion, on
the ground that their use had not been proved. They
were ‘defensive trade marks’ for the purposes of Italian
trade mark legislation, (23) the purpose being to widen
the scope of protection of the principal trade mark
against likelihood of confusion by allowing their pro-
prietor to oppose registration of similar or identical
trade marks which would not be sufficiently similar to
the principal trade mark itself to establish a likelihood
of confusion. The Board of Appeal was wrong to hold
that the earlier marks in question did not constitute ‘de-
fensive trade marks’ because they had not been
registered at the same time as or later than the principal
earlier mark. Ponte Finanziaria had had registrations
Nos 704338 and 607909 transferred to it by third par-
ties precisely with a view to using them as ‘defensive
trade marks’; moreover, all the trade marks involved
were registered after the actual use of the earlier mark
‘THE BRIDGE’ from the 1970s.

29.  The Court of First Instance noted that Italian law
provides for an exception to the rule that a trade mark
must be revoked for non-use over a five-year period
(24) but found that there was no concept of ‘defensive
trade mark’ in the system of protection of the Commu-
nity trade mark. In the scheme of the Trade Mark
Regulation, actual use of a sign in trade in connection
with the goods or services in respect of which it has
been registered was an essential condition for the con-
ferment of protection on its proprietor. The exception
where there were ‘proper reasons’ for non-use referred
to reasons based on the existence of obstacles to use of
the trade mark or to situations in which its commercial
exploitation proved to be excessively onerous. A holder
of a national registration could not rely on a national
provision which allowed signs not intended to be used
in trade to be registered as trade marks for purely de-
fensive purposes in relation to another sign which was
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actually used. Such registrations were not compatible
with the rules governing the Community trade mark,
and their recognition at national level could not consti-
tute a ‘proper reason’ for non-use of an earlier trade
mark cited as justification for opposition to a Commu-
nity trade mark.

30. Fourth, (25) Ponte Finanziaria argued that the
evidence which it had produced to prove use of word
marks Nos 642952 and 942953 ‘THE BRIDGE’ (26)
also proved genuine use of figurative mark No 370836
‘Bridge’, (27) which differed from it only in negligible
variations. It referred to Article 15(2)(a) of the Trade
Mark Regulation (28) and to the Italian Law on trade
marks, containing a similar provision. The Board of
Appeal should not therefore have excluded the earlier
mark from its assessment of the likelihood of confu-
sion, on the ground that its use had not been proved.

31. The Court of First Instance considered that the
purpose of Article 15(2)(a) was to allow a trade mark
proprietor to make variations in the sign which did not
alter its distinctive character but adapted it to the mar-
keting and promotion requirements of the goods or
services concerned. In accordance with that purpose,
the material scope of the provision must be limited to
situations in which the sign actually used by the pro-
prietor of a trade mark was the form in which that mark
was commercially exploited. In such situations, where
the sign used in trade differed from the form in which it
was registered only in negligible elements, so that the
two signs could be regarded as broadly equivalent, the
obligation to use the registered trade mark could be ful-
filled by furnishing proof of use of the sign which
constituted the form in which it is used in trade. How-
ever, Article 15(2)(a) did not allow a trade mark
proprietor to avoid that obligation by relying on the use
of a similar mark covered by a separate registration.

32. The Court of First Instance therefore dismissed
the plea in its entirety.

Assessment of likelihood of confusion

33. The Court of First Instance identified three ar-
guments.

34. First, (29) Ponte Finanziaria argued that the
Board of Appeal had wrongly disregarded the existence
of a “family’ or ‘series’ of trade marks containing the
term ‘bridge’, increasing the likelihood of confusion
between the conflicting marks. Its trade marks were
complex, having in common the English word ‘bridge’,
accompanied by other signs. None of the elements of
those marks had any connection with the goods identi-
fied. Consequently, they had a strong distinctive
character, enhanced by the massive use made of the
word mark ‘THE BRIDGE’. Both Italian and Commu-
nity case-law afforded extensive protection to such
marks. In Canon (30) the Court of Justice held that
‘marks with a highly distinctive character, either per se
or because of the reputation they possess on the market,
enjoy broader protection than marks with a less distinc-
tive character’.

35. Second, (31) Ponte Finanziaria complained that
the Board of Appeal failed to take account of the prin-
ciple of interdependence between the similarity of the

trade marks and that of the goods. Likelihood of confu-
sion must be assessed globally, taking into account all
factors relevant to the circumstances of the case, which
must be regarded as interdependent. (32)

36.  Third, (33) Ponte Finanziaria maintained that the
Board of Appeal was wrong in holding that the earlier
marks and the trade mark applied for were not similar.
37.  Asregards visual comparison, the depiction next
to the word ‘Bainbridge’ of a roll of cloth unfurling to
take on the shape of a sail increased the likelihood of
confusion with the earlier figurative marks, also com-
prising a word element including ‘bridge’ and graphic
elements. The public would be led to believe that the
goods identified were of the same origin and were in-
tended for people interested in sailing and water sports,
particularly since the figurative element of trade mark
No 721569 showed a compass card. There was also
graphic similarity with trade mark No 370836.

38.  Asregards conceptual comparison, the Board of
Appeal erred in considering that the average Italian
consumer’s knowledge of foreign languages enabled
him to grasp a difference between the marks. The Eng-
lish word ‘bridge’ had no assonance with the Italian
‘ponte’, but was commonly used in Italian for a card
game. Yet the Board of Appeal took the view that the
average Italian consumer would understand the mean-
ing of ‘bridge’ when used in Ponte Finanziaria’s trade
marks, but would not distinguish it in the trade mark
applied for, in conjunction with another term, ‘bain’,
meaningless in English. The argument that such a con-
sumer would perceive ‘Bainbridge’ as a personal or
geographical name was not credible. Either he would
not understand any of the foreign words in question or
he would recognise only ‘bridge’, which he would
identify in all the marks in question. In either case,
there was likelihood of confusion.

39. The Court of First Instance dealt with those ar-
guments as follows.

40. First, it noted that likelihood of confusion must
be assessed globally, taking into account all factors
relevant to the circumstances of the case, in particular
the interdependence between the similarity of the signs
and that of the goods or services identified. (34) For
that purpose, the relevant public consisted of average
consumers in Italy; the trade mark application and the
earlier marks were for the same classes of goods; and,
following the rejection of the first plea, only six of
those earlier marks could be taken into consideration.
Those marks were, however, highly distinctive. (35)

41.  The Court went on to compare the earlier marks
and the mark applied for visually, aurally and concep-
tually. Visually, the only element common to all the
marks — the six-letter sequence ‘bridge’ — was insuffi-
ciently prominent in the overall impression to create a
likelihood of confusion. Aurally, however, and contrary
to the Board of Appeal’s assessment as to pronuncia-
tion, there was some limited similarity between the
mark applied for and four of the earlier marks. As re-
gards conceptual similarity, the Board of Appeal was
right to consider that an average lItalian consumer
would identify the meaning of the English element
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‘bridge’ in the earlier marks, but also right to consider
that the element would not be understood in the same
way as part of the term ‘Bainbridge’, in the context of
the figurative mark applied for. Overall, the degree of
purely aural similarity was not sufficient to give rise to
a likelihood of confusion on its own. (36)

42, Finally, the Court of First Instance considered
Ponte Finanziaria’s arguments concerning the rele-
vance of a “family’ or ‘series’ of earlier marks. Even
though such a concept was not referred to in the Trade
Mark Regulation, it could not be dismissed out of hand.
When opposition was based on several earlier marks
which could be regarded as forming part of a single ‘se-
ries’ or ‘family’ (for example, through the presence of a
shared element), that was relevant for assessment of a
likelihood of confusion. Such a likelihood could arise
where the trade mark applied for displayed such simi-
larities to those marks as might lead the consumer to
believe that it formed part of the same series and there-
fore that the goods covered by both had the same or a
related commercial origin. That could be true even
where comparison of the trade mark applied for with
the earlier marks taken individually did not establish a
likelihood of direct confusion. (37)

43. However, two cumulative conditions must be
satisfied. First, there must be proof of use of a suffi-
cient number of marks to constitute a ‘series’. For there
to be likelihood of confusion, the marks forming the
series must be present on the market. Failing proof of
such use, any likelihood of confusion must be assessed
by comparing the relevant marks individually. Second,
the trade mark applied for must not only be similar to
the marks belonging to the series, but also display char-
acteristics capable of associating it with the series. That
might not be the case where, for example, the element
common to the earlier serial marks was used in the
trade mark applied for either in a different position
from that in which it usually appeared in the marks be-
longing to the series, or with a different semantic
content. (38)

44, In this case, at the very least, the first of those
conditions was not satisfied. The only evidence pro-
duced by Ponte Finanziaria during the opposition
proceedings concerned the trade mark ‘THE BRIDGE’
and, to a lesser extent, of ‘THE BRIDGE WAY-
FARER’. Since those were the only earlier marks
whose presence on the market Ponte Finanziaria had
proved, the Board of Appeal was right to disregard the
arguments claiming protection due to ‘marks in a se-
ries’. (39)

45, The Court of First Instance concluded that the
Board of Appeal had made no errors of law or of as-
sessment and therefore dismissed the action in its
entirety.

The appeal

46. Ponte Finanziaria has put forward five grounds
of appeal. OHIM and F.M.G. Textiles have lodged re-
sponses. There has been no request to lodge a reply or
for a hearing to be held.

Admissibility

47.  F.M.G. Textiles suggests that the appeal may be
inadmissible in the absence of the special power of at-
torney under which Ponte Finanziaria’s lawyers claim
to be authorised to represent the company.

48. However, that appears to be a misapprehension.
The document in question was in fact appended to the
application before the Court of First Instance, although
it is possible that it was not notified to F.M.G. Textiles
or to its procedural predecessor Marine Enterprise Pro-
jects.

First ground of appeal: Misapplication of Article
8(1)(b) of the Trade Mark Regulation — likelihood of
confusion

Argument

49.  Ponte Finanziaria submits that, even on the basis
of the national trade marks which it did deem admissi-
ble for purposes of comparison, and even considering
those marks individually rather than as a family or se-
ries, the Court of First Instance wrongly decided that
there was no likelihood of confusion with the mark ap-
plied for.

50. The Court had recognised that the national
marks were highly distinctive and had significant aural
similarity with the mark applied for. That aural similar-
ity should have prevailed over any absence of visual
similarity. (40) Yet the Court found that the lack of
conceptual similarity was decisive. It made that finding
on the basis of a supposed familiarity with English on
the part of the average Italian consumer. However, its
premiss was false. Only 15 to 20% at most of Italians
know the meaning of ‘bridge’, which must therefore be
considered a fanciful element. In any event, there was a
sufficient degree of (at least aural and, in Ponte Finan-
ziaria’s view, visual) similarity for the marks to require
a global assessment taking account of the interdepend-
ence between the criteria of similarity between marks,
similarity between goods covered and degree of dis-
tinctiveness. (41) On such an assessment, it was a
serious error of law to rule out any likelihood of confu-
sion.

51.  OHIM notes that, according to the case-law, as-
sessment of likelihood of confusion must be
‘synthetic’, seeking as close an approximation as possi-
ble of the average consumer’s perception of a sign.
Here, the Court of First Instance found that the relevant
goods were ‘marketed in such a way that, when making
a purchase, the relevant public usually perceives visu-
ally the mark designating those goods’. (42) That being
so, and since it in fact considered the three aspects of
similarity — aural, visual and conceptual — in their
proper context, the Court cannot be said to have erred
in law by finding that the lack of visual similarity could
prevail over a degree of aural similarity.

52. F.M.G. Textiles takes issue with Ponte Finan-
ziaria’s account of the Court of First Instance’s findings
on aural similarity. The Court found that there was
‘some aural similarity’ between the marks and that they
thus “display[ed] significant similarities only aurally’
(43) — a very different matter from finding that there
was ‘significant aural similarity’. F.M.G. Textiles also
contests the validity of Ponte Finanziaria’s assertions as
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to the ability of the average Italian consumer to under-
stand the English word ‘bridge’. On the basis of the
factual findings made by the Court of First Instance, its
analysis of the global assessment of likelihood of con-
fusion was impeccable in both law and logic.
Assessment

53.  First of all, it seems clear that this ground of ap-
peal is inadmissible in so far as it may seek to contest
the Court of First Instance’s factual findings as to the
ability of the average Italian consumer to apprehend the
element ‘bridge’ in conceptual terms or in any other
regard. Article 58 of the Statute of the Court of Justice
provides: ‘An appeal to the Court of Justice shall be
limited to points of law.’

54, For the rest, Ponte Finanziaria’s argument
amounts to saying that, having recognised a certain de-
gree of aural similarity (I agree here with F.M.G.
Textiles that the wording of the judgment under appeal
does not indicate a finding of ‘significant’ similarity),
the Court of First Instance should have accorded pre-
ponderant importance to that similarity in its overall
assessment of likelihood of confusion, particularly in
the light of the interdependence of the criteria of dis-
tinctiveness of the earlier marks, similarity with the
mark applied for and similarity or identity of the goods
covered.

55. A very similar argument was raised in another
recent appeal, Miilhens v OHIM. (44) After assessing
the overall impression created by the two signs at issue,
the Court of First Instance had held that they were not
visually or conceptually similar but were phonetically
similar in certain countries, had not ruled out that such
similarity alone could create a likelihood of confusion,
but had concluded that in fact the degree of similarity
was not sufficiently great to justify a finding that the
relevant public might believe that the goods concerned
come from the same undertaking or from undertakings
that were economically linked. (45) The Court of Jus-
tice set out the law in a way which may be summarised
as follows and, it seems to me, applied to the present
case.

56.  The existence of a likelihood of confusion on the
part of the public must be appreciated globally, taking
into account all factors relevant to the circumstances of
the case. (46) That global assessment must, as regards
the visual, aural or conceptual similarity of the marks in
question, be based on the overall impression created by
those marks, bearing in mind, in particular, their dis-
tinctive and dominant components. (47) It is
conceivable that phonetic similarity alone could create
a likelihood of confusion within the meaning of Article
8(1)(b) of the Trade Mark Regulation. (48) However,
the existence of such a likelihood must be established
as part of a global assessment as regards the concep-
tual, visual and aural similarities between the signs at
issue. In that regard, the assessment of any aural simi-
larity is but one of the relevant factors for the purpose
of that global assessment. (49) Therefore, it cannot be
deduced that there is necessarily a likelihood of confu-
sion each time that mere phonetic similarity between
two signs is established. (50) The global assessment

means that conceptual and visual differences between
two signs may counteract aural similarities between
them, provided that at least one of those signs has, from
the point of view of the relevant public, a clear and
specific meaning, so that the public is capable of grasp-
ing it immediately. (51)

57. Thus, where the Court of First Instance consid-
ers the overall impression created by the signs at issue,
as regards their possible conceptual, visual and aural
similarities, for the purpose of the global assessment of
the likelihood of confusion, it may, without misconstru-
ing the effect of Article 8(1)(b) of the Trade Mark
Regulation, decide that the degree of similarity between
the signs at issue is not sufficiently great to find that the
relevant public might believe that the goods concerned
come from the same undertaking or, as the case may
be, from undertakings that are economically linked.
(52)

58. I see no reason to call into question that state-
ment of the law, which seems totally consistent with
the Court of First Instance’s approach in the present
case. | therefore consider that the first ground of appeal
should be dismissed.

Second ground of appeal: Misapplication of Article
43(2) and (3) of the Trade Mark Regulation
Argument

59.  Ponte Finanziaria submits that the Court of First
Instance was wrong to exclude its other national trade
marks from consideration, in particular word mark No
642952 ‘THE BRIDGE’ for goods in class 25. The ref-
erence period during which genuine use had to be
established comprised the five years 1994 to 1999.
Ponte Finanziaria had produced a 1994/95 au-
tumn/winter catalogue and press advertisements
bearing dates in 1994 and 1995 — a type of evidence
expressly envisaged by Rule 22(2) of the Implementing
Regulation for the purposes of Article 43(2) of the
Trade Mark Regulation — incontrovertibly establishing
use during at least part of that period, together with
more recent accounting documents demonstrating that
it had remained active in the leather goods sector (in-
cluding footwear and belts in class 25).

60.  The Court of First Instance thus committed a se-
rious error of law, and misinterpreted Article 43(2) and
(3) of the Trade Mark Regulation, by deciding that ‘the
Board of Appeal was fully entitled to take the view that
genuine use of that trade mark in connection with the
goods in question had not been proved’ because the
evidence did not demonstrate that the trade mark in
question ‘was consistently present on the Italian mar-
ket, in connection with the goods in respect of which it
was registered, during the period which preceded the
date of publication of the trade mark application’. (53)
Proof of use at any time during the period is in fact suf-
ficient. (54)

61. OHIM submits that it is a question of fact
whether a particular item of evidence can be reliably
dated to a particular period, and that the Court of First
Instance’s findings in that regard cannot be called in
question on appeal.
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62. On the legal point, OHIM considers that when
the Court of First Instance referred to evidence that a
trade mark was ‘consistently present’ on the market,
that was not a reference to continuous presence, as
Ponte Finanziaria appears to believe. In fact, the Court
of First Instance merely found that a single catalogue
for 1994/95 was insufficient evidence to establish the
requisite consistency of presence on the market, and
thus genuine and effective use, during the five-year pe-
riod.

63. F.M.G. Textiles submits that the very limited
evidence in question, consisting solely of advertising
material with no proof of sales, is clearly not enough to
establish sufficiently substantial use of the trade mark
over the period concerned.

Assessment

64. | agree with OHIM that this ground of appeal
must be inadmissible in so far as it may seek to call in
question the Court of First Instance’s findings of fact
concerning the existence and identity of evidence
which could be reliably dated for the purpose of assess-
ing whether there was genuine use of the national word
mark No 642952 ‘THE BRIDGE’ during the five years
preceding publication of the application for the Com-
munity trade mark ‘Bainbridge’.

65.  The legal issue raised here is whether the Court
of First Instance could legitimately require more con-
sistent use over the five-year period than was in fact
supported by that evidence.

66. Pursuant to Article 43(2) and (3) of the Trade
Mark Regulation, Ponte Finanziaria was required to
furnish proof that, during the period of five years from
June 1994 to June 1999, the earlier national trade mark
had been put to genuine use in Italy in connection with
the goods or services in respect of which it was regis-
tered. (55) The admissible datable evidence which it
produced comprised a 1994/95 autumn/winter cata-
logue and advertisements published in 1995. The Court
of First Instance described that evidence as ‘very lim-
ited with regard to 1994 and non-existent for the period
from 1996 to 1999’, and found that it did not demon-
strate that the mark in question was consistently present
on the Italian market over the relevant period.

67.  The case-law on assessment of genuine use (56)
has been set out most recently by the Court of Justice in
Sunrider, (57) as follows.

68. There is genuine use where the mark is used in
accordance with its essential function, which is to guar-
antee the identity of the origin of the goods or services
for which it is registered, in order to create or preserve
an outlet for those goods or services; genuine use does
not include token use for the sole purpose of preserving
the rights conferred by the mark. When assessing
whether use is genuine, regard must be had to all the
facts and circumstances relevant to establishing
whether the commercial exploitation of the mark in the
course of trade is real, particularly whether such use is
viewed as warranted in the economic sector concerned
to maintain or create a share in the market for the goods
or services protected by the mark, the nature of those
goods or services, the characteristics of the market and

the scale and frequency of use of the mark. The ques-
tion whether use is sufficient to maintain or create such
a market share thus depends on several factors and on a
case-by-case assessment. The characteristics of the
goods and services, the frequency or regularity of the
use of the trade mark, whether the mark is used for the
purpose of marketing all the identical goods or services
of the proprietor or merely some of them, or evidence
of use which the proprietor is able to provide, are
among the factors which may be taken into account. It
is not possible to determine a priori, and in the abstract,
what quantitative threshold should be chosen in order
to determine whether use is genuine or not. A de mini-
mis rule, which would not allow OHIM or the Court of
First Instance to appraise all the circumstances, cannot
be laid down. When it serves a real commercial pur-
pose, even minimal use of the trade mark can be
sufficient to establish genuine use.

69. I note in particular from that statement of the
law, first, that genuine use involves more than mere to-
ken use but there can be no predetermined rule as to the
extent of use required; and, second, that the assessment
is one of fact, to be carried out by OHIM or the Court
of First Instance, as the case may be, on a case-by-case
basis and in the light of a wide range of relevant fac-
tors. (58)

70. Inthat light, | do not think that the Court of First
Instance can be criticised for having applied a standard
of consistent presence on the Italian market during the
relevant five-year period. It did not, as OHIM points
out, impose a condition of uninterrupted use but rather
followed the spirit of its previous case-law (59) to the
effect that there is no genuine use if the trade mark is
not objectively present on the market in a manner that
is effective, consistent over time and stable in terms of
the configuration of the sign, so that it cannot be per-
ceived by consumers as an indication of the origin of
the goods or services in question. Such an approach
seems to me in no way inconsistent with the letter or
spirit of those provisions of the Trade Mark Regulation
which lay down a condition of genuine use during a
period of five years, or with the case-law of the Court
of Justice interpreting them.

71. That being so, it seems to me that the factual
conclusion which the Court of First Instance drew from
the available evidence falls fully within the scope of the
case-by-case assessment which it is required to make
and is in no way contradicted by that evidence. 1 am
thus of the view that the second ground of appeal can-
not be upheld.

Third ground of appeal: Misapplication of Article
15(2)(a) of the Trade Mark Regulation

Argument

72. Ponte Finanziaria further submits that the same
evidence should have been sufficient to establish use of
figurative mark No 370836 ‘Bridge’, also for goods in
Class 25, (60) whose form was only slightly different
from that of word mark No 642952 ‘THE BRIDGE’
and thus fell within Article 15(2)(a) of the Trade Mark
Regulation (“a form differing in elements which do not
alter the distinctive character of the mark in the form in
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which it was registered’). The Court of First Instance
misapplied that provision by limiting its scope to ‘situa-
tions in which the sign actually used by the proprietor
of a trade mark to identify the goods or services in re-
spect of which the mark was registered constitutes the
form in which that same mark is commercially ex-
ploited’, to the exclusion of use of a similar mark
covered by a separate registration. (61) Since the aim of
the provision is that a trade mark proprietor should not
have to register all minor variants of his mark which he
may use in trade, it should not be interpreted to the det-
riment of one who has in fact registered such variants.
The fact that mark No 370836 ‘Bridge’ was registered
separately from mark No 642952 ‘THE BRIDGE’
should therefore not have affected assessment of their
use jointly, as differing in elements which did not alter
their distinctive character.

73. OHIM submits, first, that the ground of appeal
cannot succeed unless use of ‘“THE BRIDGE’ has been
established, quod non; second, that the addition of the
definite article ‘the’ does alter the distinctive character
of the mark; and, third, that the Court of First In-
stance’s assessment was a finding of fact which cannot
be called in question on appeal.

74. F.M.G. Textiles also puts forward the first two
of those arguments. With regard to the second, it sub-
mits that the very fact that Ponte Finanziaria registered
the two marks separately indicates that it did not con-
sider one to be merely a slight variant of the other,
capable of being covered by the same registration.
Assessment

75. It does not appear to be in dispute that, before
the Board of Appeal, Ponte Finanziaria produced no
evidence of use of mark No 370836 ‘Bridge’ itself, ar-
guing only that it qualified as a defensive registration
vis-a-vis mark No 642952 ‘THE BRIDGE’. (62) At
first instance and again now on appeal, however, it
submits that the evidence which it presented of use of
the latter mark should have counted as evidence also of
the use of the former, pursuant to Article 15(2)(a) of
the Trade Mark Regulation, under which ‘use of the
Community trade mark in a form differing in elements
which do not alter the distinctive character of the mark
in the form in which it was registered” also constitutes
use for the purpose of precluding revocation for non-
use.

76. However, as OHIM and F.M.G. Textiles rightly
point out, such an argument cannot in any event suc-
ceed unless there is in fact adequate evidence of
genuine use of mark No 642952 ‘THE BRIDGE’ —
quod non. Since the Court of First Instance found that
there was no such evidence and | have taken the view
that its finding cannot be impugned, | am inevitably of
the opinion that this ground of appeal must fail also.

7. The factual issue of whether the difference be-
tween the two is so slight as not to alter the distinctive
character of the mark, even if it could be debated on
appeal, is therefore irrelevant. Likewise, it is unneces-
sary to address the point whether registration of a
variant form as a trade mark in its own right necessarily

excludes that variant from the scope of Article 15(2)(a)
of the Trade Mark Regulation.
78. I would merely point out in addition that — al-
though it is of no consequence since the wording of the
two provisions is identical in all relevant regards — it
might have been more accurate to refer not to Article
15(2)(a) of the Trade Mark Regulation but to Article
10(2)(a) of the Trade Marks Directive, since the marks
in question are national, and not Community, trade
marks.
Fourth ground of appeal: Misapplication of Article
43(2) and (3) of the Trade Mark Regulation — defen-
sive trade marks
Argument
79. Ponte Finanziaria submits primarily that the
Court of First Instance went beyond the scope of the
dispute before it when it found that the concept of de-
fensive registration had no place in Community trade
mark law. The Board of Appeal had not taken that view
but had merely decided that a registration, to qualify as
defensive, must be made at the same time as the princi-
pal registration or later. Ponte Finanziaria had
challenged that latter finding. OHIM argued that the
concept had no place in Community law only in its de-
fence before the Court of First Instance. The argument
was thus inadmissible and should not have been enter-
tained. Rather, the Court of First Instance should have
examined — but did not — whether the marks in question
met the conditions set out in the Italian legislation. (63)
80. In the alternative, Ponte Finanziaria argues that
OHIM’s objection was unfounded. The Italian legisla-
tion requires that the defensive mark be very similar to
the principal mark, that the two be registered for the
same goods or services and that the principal mark be
in actual use. The requirement of use in Community
trade mark law is thus respected. The concept of defen-
sive registration is in fact a means of facilitating proof
by setting up a presumption of a likelihood of confu-
sion, without conflicting with the requirements of the
Trade Marks Directive.
81. Figurative mark No 370836 ‘Bridge’ (together
with figurative marks Nos 704338, 606709 and
593651) meets all the conditions to qualify as a defen-
sive registration for the purposes of the Italian
legislation, and should therefore have been taken into
account in the assessment. It has close visual similari-
ties with the figurative mark ‘Bainbridge’ applied for.
82.  OHIM submits, first, that the argument concern-
ing defensive marks could not in any event succeed
unless genuine use of the principal mark No 642952
‘THE BRIDGE’ were established.
83. Second, it denies that its own argument at first
instance, concerning the absence of any concept of de-
fensive trade marks in Community trade mark law, was
inadmissible. The question before the Board of Appeal
was whether the use of the trade mark ‘THE BRIDGE’
could be of assistance to the other marks, on the as-
sumption that they were ‘defensive’ marks. (64)
OHIM’s argument at first instance concerned that ques-
tion.
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84.  On the substance, OHIM submits that the Court
of First Instance correctly decided that there was no
concept of defensive trade marks in Community law
and gave adequate reasons for that decision by referring
to Articles 15(1) and 50(1)(a) of the Trade Mark Regu-
lation. It points out that the Trade Marks Directive
contains identical provisions, but that Italian law has
retained the national concept of defensive trade marks
even following transposition of the directive. That, it
considers, is incompatible with Community law. It is
quite correct for Italian law to provide, pursuant to Ar-
ticle 10(2)(a) of the Directive (equivalent to Article
15(2)(a) of the Regulation), that use of a trade mark
may include use in a form differing in elements which
do not alter the distinctive character of the mark in the
form in which it was registered, but that does not cover
the concept of defensive registration embodied in the
Italian trade mark legislation. (65) Finally, the various
marks which Ponte Finanziaria seeks to adduce as de-
fensive registrations, all figurative marks, differ
significantly by their very nature from word mark No
642952 ‘THE BRIDGE’.

85. F.M.G. Textiles submits that the very concept of
a defensive registration entails that it must be effected
at the time of, or later than, that of the principal mark.
It is not possible to extend the protection afforded to a
mark not yet in existence. However, all the marks for
which Ponte Finanziaria has claimed defensive status
were registered before mark No 642952 ‘THE
BRIDGE’. In any event, the Court of First Instance was
correct to state that the taking into account of ‘defen-
sive’ registrations is not compatible with the system of
protection of the Community trade mark intended by
the Trade Mark Regulation.

Assessment

86. Again, as OHIM points out, this ground of ap-
peal must in any event fail, like the preceding ground,
in the absence of adequate evidence of genuine use of
mark No 642952 ‘THE BRIDGE’. Even assuming all
of Ponte Finanziaria’s arguments concerning the exis-
tence and nature of defensive trade mark registration to
be valid, the principal mark can be of no avail unless its
genuine use can be established. However, it may assist
the Court if | make the following points as regards the
substance of those arguments.

87. First, the Court of First Instance cannot be
bound by any incorrect finding in law on which the
Board of Appeal based its decision, a fortiori when that
finding is merely implicit. If the concept of defensive
trade mark registration does indeed have no place in
Community trade mark law, not only can the Court of
First Instance not be criticised for having based its
judgment on that fact but it was under a positive duty to
do so. The question on appeal can only be whether it
was correct to take that view of the law.

88.  Second, the question of proof of grounds for op-
position to an application for a Community trade mark
is governed by the relevant provisions of the Commu-
nity Trade Mark Regulation, not by any provision of
national law adding a rider to the rule that a national

trade mark is liable to revocation if it has not been put
to genuine use over a period of five years.

89.  Third, there is nothing in the Trade Mark Regu-
lation, and in particular there is nothing in Article 43(2)
or (3), which explicitly or implicitly lays down any
rule, principle or concept of defensive trade mark regis-
tration of the kind provided for in Italian law. (66)

90. That being so, it is quite clear to me that Ponte
Finanziaria has not, in its fourth ground of appeal, iden-
tified any error in law in the judgment of the Court of
First Instance.

Fifth ground of appeal: Misapplication of Article
8(1)(b) of the Trade Mark Regulation — series of
trade marks

Argument

91. Ponte Finanziaria accepts the Court of First In-
stance’s exposition of the way in which the fact that a
trade mark forms part of a series may be relevant to the
assessment of likelihood of confusion. It disagrees
however with the two conditions which the Court ap-
plied and with the way in which it applied them, in
particular as regards the condition that a sufficient
number of marks to form a series must be actually
used. (67)

92.  In Ponte Finanziaria’s view, where a trade mark
proprietor has planned and taken the trouble to register
a series of marks, the existence of the series should be
taken into account in the assessment of likelihood of
confusion even if the marks are not all yet or currently
in active use. Ponte Finanziaria imagines the example
of a family of marks with a common element, which is
registered by one person but not immediately used, and
another trade mark containing that common element,
which is registered by another person within the fol-
lowing five years because it is judged to be
insufficiently similar to each mark taken individually to
give rise to a likelihood of confusion (though such a
likelihood would arise if the whole family of earlier
marks were taken into account). If all the marks are
then put into actual use on the market within the five-
year period, the likelihood of confusion will in fact be
high, conflicting with the purpose of the legislation.
Yet, Ponte Finanziaria asserts, that would be the result
of the Court of First Instance’s approach.

93.  OHIM submits that the legal relevance of a fam-
ily or series of marks is not explicitly provided for in
the Trade Mark Regulation itself, as a specific protec-
tion afforded to traders who have planned and
registered such a series, but was derived by the Court
of First Instance from the recognition that the likeli-
hood of confusion between two marks sharing a
particular element but differing in other respects may
be increased if in the case of one of those marks the
element in question is shared by a series of other marks
registered by the same proprietor and in fact present on
the market. In that context, the Court of First Instance
was quite correct to state that the trade mark applied for
must display characteristics capable of associating it
with the series. That condition does not seem to be ful-
filled as between the mark ‘Bainbridge’ and Ponte
Finanziaria’s registered marks. Finally, the latter’s ar-

www.ip-portal.eu

Page 20 of 23



www.ippt.eu

IPPT20070913, ECJ, Bainbridge

gument, if followed, would make the assessment of
likelihood of confusion dependent on the mere inten-
tion of the proprietor of a series of marks which had
been registered but not yet used.

94, F.M.G. Textiles submits similarly that, whilst
likelihood of confusion may be assessed in the abstract
vis-a-vis any individual trade mark which, although not
yet used, has been registered for less than five years
and is thus not liable to revocation for non-use, any ex-
tended protection afforded to a series of marks by
virtue of an increased likelihood of confusion deriving
from their common features must be conditional upon
actual use of the marks forming the series. The question
of liability to revocation is quite separate from that of
extended protection for marks in a series — a notion
which is moreover not to be found in the legislation but
is the result of interpretation by the Court of First In-
stance.

Assessment

95. The issue here is whether the Court of First In-
stance was correct to judge that the existence of a
family or series of marks could be taken into account as
possibly increasing the likelihood of confusion with it
of a trade mark presented for registration, and contain-
ing an element common to the marks in the family or
series, only if the latter were actually used on the mar-
ket — whereas likelihood of confusion with an
individual trade mark which has not yet been put to use
on the market may be assessed in the abstract.

96. The concept, and significance, of the existence
of a family of marks have not yet been explored in any
depth by the Community judicature, other than in the
present case, (68) but they are familiar to trade mark
lawyers around the world. (69)

97.  Inthe United Kingdom, to take but one example,
it has long been accepted that an objection based on the
existence of a family or series of trade marks must be
founded on use of those marks, because the implication
is that traders and the public have gained such a knowl-
edge of the common element or characteristic of the
series that when they meet another mark having the
same characteristic they will immediately associate it
with the series of marks with which they are already
familiar. Although that case-law dates back to 1947, it
continues to be applied today in the context of the
Trade Marks Act 1994, which transposes the Trade
Marks Directive. (70)

98. The same approach is taken by OHIM, whose
Opposition Guidelines (71) state, inter alia:

*An assumption of family marks on the part of the pub-
lic requires that the common component of the marks at
issue has, by virtue of use, the necessary distinctiveness
to be able to serve, in the eyes of the public, as the
principal indicator of a product line.

In order to allow the Office to acknowledge that the
different trade marks invoked by the opponent effec-
tively form such a family of marks, the opponent
should demonstrate not only that he is the owner of the
marks, but also that the public concerned recognises the
common part of these marks as originating from one
undertaking. Such “recognition” by the public can only

be inferred through submitting evidence of use of the
family of trade marks.’

99. Such authority cannot of course be binding on
the Court. However, its logic is cogent and should in
my view be followed.

100. There is no provision for registering a family of
trade marks as such — for example, all marks including
the element *bridge’ in relation to goods in classes 18
and 25. Only individual marks may be registered, and it
is to the individual marks that protection is accorded —
but for five years only, unless they are put to genuine
use. That is why, when a new trade mark application is
received, likelihood of confusion with an earlier mark
which has been registered for less than five years but
not yet used may be assessed in the abstract, by asking
the question ‘what would the average consumer’s per-
ception be if he were confronted with the two marks?’
101. With a series of marks containing a common ‘sig-
nature’, the situation is different. The series itself is not
registered as such, and so cannot enjoy protection as
such. However, the existence of such a series of marks
may well, if they are in sufficiently widespread use, af-
fect the average consumer’s perception to the extent
that he will be likely to associate any mark containing
the common element with the marks in the series (as-
suming that they cover similar goods or services), and
thus to assume a common origin for the various prod-
ucts in question. By contrast, no consumer can be
expected to detect a common element in a series of
marks which has never been used on the market, or to
associate with that series another trade mark containing
the same element.

102. Likelihood of confusion within the meaning of Ar-
ticle 8(1)(b) of the Trade Mark Regulation may
therefore be assessed having regard to the existence of
a family of similar trade marks, but only if actual use
can be established of a sufficient number of marks to be
perceived by the average consumer as forming a series.
103. | am therefore of the view that the fifth ground of
appeal, and consequently the appeal in its entirety,
should be dismissed.

Costs

104. Under Article 122 of the Rules of Procedure of the
Court of Justice, where an appeal is unfounded, the
Court is to make a decision as to costs. Under Article
69(2), the unsuccessful party is to be ordered to pay the
costs if they have been applied for in the successful
party’s pleadings. Under Article 69(4), the Court may
order an intervener to bear his own costs. Pursuant to
Article 118 of the Rules of Procedure, the provisions
of, inter alia, Article 69 apply to the procedure on ap-
peal.

105. Both OHIM and F.M.G. Textiles have applied for
costs in their pleadings on appeal.

106. Having reached the view that the appeal should be
dismissed, | consider that Ponte Finanziaria should be
ordered to pay the costs, including those of F.M.G.
Textiles, whose application for a Community trade
mark has been delayed and whose conduct in the
course of the proceedings has in no way justified an
order that it should bear its own costs.

www.ip-portal.eu

Page 21 of 23



www.ippt.eu

IPPT20070913, ECJ, Bainbridge

107. However, an unusual point arises in that F.M.G.
Textiles has applied for costs ‘incurred in the present
proceedings and those incurred at first instance’.

108. At first instance, both OHIM and Marine Enter-
prise Projects (the predecessor of F.M.G. Textiles in
these proceedings, and intervener at first instance) ap-
plied for costs. The relevant terms of Article 87(2) and
(4) of the Rules of Procedure of the Court of First In-
stance are identical to those of Article 69(2) and (4) of
the Rules of Procedure of the Court of Justice. In the
judgment under appeal, the Court of First Instance
stated, at paragraph 132: ‘Since the applicant has been
unsuccessful, it must be ordered to pay the costs, as ap-
plied for by OHIM.” At point 2 of the operative part, it
ordered Ponte Finanziaria ‘to pay the costs’. The costs
of the intervener are not mentioned.

109. It is thus not clear whether Ponte Finanziaria was
in fact ordered to pay the intervener’s costs in the
judgment under appeal. The intervener has not explic-
itly raised that point but has asked this Court for costs
at first instance.

110. In the light of the judgment of the Court of First
Instance, and of my views as to the merits of the appeal
against it, it would seem to me just that Ponte Finan-
ziaria should have been ordered to pay the intervener’s
costs at first instance.

111. However, where all the grounds of an appeal (and
of any cross-appeal) are unsuccessful, there does not
appear to be any scope for the Court of Justice to vary
the order as to costs at first instance. Indeed, under the
second paragraph of Article 58 of the Statute of the
Court of Justice, no appeal lies regarding only the
amount of the costs or the party ordered to pay them.
And the Court of Justice has held that, following an ap-
peal, it has no jurisdiction to tax the costs incurred at
first instance. (72)

112. The course to be taken, if necessary, would appear
to be for F.M.G. Textiles to make an application to the
Court of First Instance for interpretation of its judg-
ment, pursuant to Article 129 of its Rules of Procedure.
A rather similar situation, as regards a judgment on ap-
peal which did not explicitly state that the order as to
costs included those of the intervener, has been dealt
with in that way before the Court of Justice. (73) No
time-limit is prescribed for making such an application.
(74)

Conclusion

113. Having regard to all the foregoing considerations,
I am of the opinion that the Court should:

- dismiss the appeal;

- order the appellant to pay the costs of OHIM and
F.M.G. Textiles on appeal.
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	In the present case, the Court of First Instance considered, at paragraphs 116 and 117 of the judgment under appeal, that it cannot be concluded that there is a likelihood of confusion solely on the basis of aural similarities, the degree of aural similarity being of less importance on account of the manner in which the goods in question are marketed, so that, when making a purchase, the relevant public usually perceives visually the mark designating those goods. Thus, the Court of First Instance examined the overall impression created by the signs at issue, as regards any conceptual, visual and aural similarities between them, as part of a global assessment of the likelihood of confusion. It is in that context that it was able, without erring in law, to conclude that there was no such likelihood in the absence of any conceptual or visual similarity. 
	 Principle of interdependence 
	Therefore, the Court of First Instance was able to conclude, without erring in law, that the conflicting marks, considered individually, did not display the minimum degree of similarity required for it to be possible to establish a likelihood of confusion solely on the basis of the highly distinctive character of the earlier marks or of the fact alone that the goods covered by the earlier marks and those covered by the trade mark applied for are identical. In the absence of a minimum degree of similarity, the Court of First Instance cannot be criticised for having failed to apply the principle of interdependence in its overall assessment of the likelihood of confusion. 
	Series or family of marks
	 Proof is not required of use as such of the earlier trade marks, but only of use of a sufficient number of them as to be capable of constituting a family or series of trade marks 
	While it is true that, in the case of opposition to an application for registration of a Community trade mark based on the existence of only one earlier trade mark that is not yet subject to an obligation of use, the assessment of the likelihood of confusion is to be carried by comparing the two marks as they were registered, the same does not apply where the opposition is based on the existence of several trade marks possessing common characteristics which make it possible for them to be regarded as part of a ‘family’ or ‘series’ of marks. The risk that the public might believe that the goods or services in question come from the same undertaking or, as the case may be, from economically-linked undertakings, constitutes a likelihood of confusion within the meaning of Article 8(1)(b) of Regulation No 40/94. Where there is a ‘family’ or ‘series’ of trade marks, the likelihood of confusion results more specifically from the possibility that the consumer may be mistaken as to the provenance or origin of goods or services covered by the trade mark applied for or considers erroneously that that trade mark is part of that family or series of marks. As the Advocate General stated at paragraph 101 of her Opinion, no consumer can be expected, in the absence of use of a sufficient number of trade marks capable of constituting a family or a series, to detect a common element in such a family or series and/or to associate with that family or series another trade mark containing the same common element. Accordingly, in order for there to be a likelihood that the public may be mistaken as to whether the trade mark applied for belongs to a ‘family’ or ‘series’, the earlier trade marks which are part of that ‘family’ or ‘series’ must be present on the market. Thus, contrary to what the appellant maintains, the Court of First Instance did not require proof of use as such of the earlier trade marks but only of use of a sufficient number of them as to be capable of constituting a family or series of trade marks and therefore of demonstrating that such a family or series exists for the purposes of the assessment of the likelihood of confusion. 
	Proof of use
	 It is not possible to extend, by means of proof of use, the protection enjoyed by a registered trade mark to another registered mark on the ground that the latter is merely a slight variation on the former
	In any event, while it is possible, as a result of the provisions referred to in paragraphs 81 and 82 of the present judgment, to consider a registered trade mark as used where proof is provided of use of that mark in a slightly different form from that in which it was registered, it is not possible to extend, by means of proof of use, the protection enjoyed by a registered trade mark to another registered mark, the use of which has not been established, on the ground that the latter is merely a slight variation on the former.
	National provision is not sufficient as proper reason for non-use
	 The holder of a national registration cannot rely on a trade mark the use of which has not been established on the ground that, under national legislation, that earlier mark constitutes a ‘defensive trade mark’
	The Court of First Instance did not err in law in holding, at paragraph 46 of the judgment under appeal, that a proprietor of a national registration who opposes a Community trade mark application cannot, in order to avoid the burden of proof which rests upon him under Article 43(2) and (3) of Regulation No 40/94, rely on a national provision which allows the registration, as trade marks, of signs not intended to be used in trade on account of their purely defensive function in relation to another sign which is being commercially exploited. The concept of ‘proper reasons’ mentioned in that article refers essentially to circumstances unconnected with the proprietor of a trade mark which prevent him from using the mark, rather than to national legislation which makes an exception to the rule that a trade mark that has not been used for a period of five years must be revoked, even where such lack of use is intentional on the part of the proprietor of the trade mark. The argument that the holder of a national registration who opposes a Community trade mark application can rely on an earlier trade mark the use of which has not been established on the ground that, under national legislation, that earlier mark constitutes a ‘defensive trade mark’ is therefore incompatible with Article 43(2) and (3) of Regulation No 40/94. 
	Inadmissable argument
	 The argument by which the appellant, referring to a recent survey, effectively seeks to call into question the purely factual assessments made by the Court of First Instance is inadmissable
	First of all, the Court rejects from the outset as inadmissible the argument by which the appellant, referring to a recent survey, effectively seeks to call into question the purely factual assessments made by the Court of First Instance at paragraphs 107 to 114 of the judgment under appeal concerning the conceptual similarities between the signs at issue.

