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Cartronic Opel Astra
scale model

Opel-logo for motor
vehicles and toys

TRADEMARK RIGHTS
ARTICLE 5(1) OF THE DIRECTIVE

Sign identical or similar to the trade mark

e Prohibited under Article 5(1)(a) of the directive
when it affects or is liable to affect the functions of
that trade mark.

It should, however, be remembered that, in accordance
with the case-law of the Court of Justice, the exclusive
right under Article 5(1) of the directive was conferred
in order to enable the trade mark proprietor to protect
his specific interests as proprietor, that is, to ensure that
the trade mark can fulfil its functions and that, there-
fore, the exercise of that right must be reserved to cases
in which a third party’s use of the sign affects or is li-
able to affect the functions of the trade mark, in
particular its essential function of guaranteeing to con-
sumers the origin of the goods (Arsenal Football Club,
paragraph 51; Case C[1245/02 Anheuser[|Busch
[2004] ECR 11110989, paragraph 59). Therefore, the
affixing by a third party of a sign identical to a trade
mark registered for toys to scale models of vehicles
cannot be prohibited under Article 5(1)(a) of the direc-
tive unless it affects or is liable to affect the functions
of that trade mark.

Determine effect

e It is for the referring court to determine whether
the use affects the functions of the Opel logo as a
trade mark registered for tovs.

In the case in the main proceedings, which is character-
ised by the fact that the trade mark in question is
registered both for motor vehicles and for toys, the re-
ferring court has explained that, in Germany, the av-
erage consumer of the products of the toy industry,
normally informed and reasonably attentive and cir-
cumspect, is used to scale models being based on real
examples and even accords great importance to abso-
lute fidelity to the original, so that that consumer will
understand that the Opel logo appearing on Autec’s
products indicates that this is a reduced-scale reproduc-
tion of an Opel car. If, by those explanations, the refer-
ring court in-tended to emphasise that the relevant
public does not perceive the sign identical to the Opel
logo appearing on the scale models marketed by Autec
as an indication that those products come from Adam
Opel or an under-taking economically linked to it, it

would have to conclude that the use at issue in the main
proceedings does not affect the essential function of the
Opel logo as a trade mark registered for toys. It is for
the referring court to determine, by refer-ence to the
average consumer of toys in Germany, whether the use
at issue in the main proceedings affects the functions of
the Opel logo as a trade mark regis-tered for toys.
Moreover, Adam Opel does not appear to have claimed
that that use affects functions of that trade mark other
than its essential one.

Use of registered trade mark

e Since Autec does not sell vehicles, there is no use
of the Opel logo by Autec as a trade mark registered
for motor vehicles, for the purposes of Article
5(1)(a) of the directive.

Apart from that specific case of use of a trade mark by
a third-party provider of services having as subject-
matter the products bearing that trade mark, Article
5(1)(a) of the directive must be interpreted as covering
the use of a sign identical to the trade mark in respect
of goods marketed or services supplied by the third
party which are identical to those in respect of which
the trade mark is registered. First of all, the interpreta-
tion whereby the goods or services referred to in
Article 5(1)(a) of the directive are those marketed or
supplied by the third party fol-lows from the wording
of that provision itself, particularly the words ‘using ...
in relation to goods or services’. Secondly, the contrary
interpretation could lead to the words ‘goods’ and ‘ser-
vices’ used in Article 5(1)(a) of the directive
designating goods or services of the trade mark proprie-
tor, whereas the words ‘goods’ and ‘service’ appearing
in Article 6(1)(b) and (c) of the directive necessarily
refer to those marketed or sup-plied by the third party,
thereby leading, contrary to the scheme of the directive,
to interpreting the same words in a different way ac-
cording to whether they appear in Article 5 or in Article
6.

ARTICLE 5(2) OF THE DIRECTIVE

Unfair advantage of the distinctive character or the
repute of the registered trade mark

e The use is also capable of being prohibited if such
use without due cause takes unfair advantage of, or
is detrimental to, the distinctive character or the re-
pute of that trade mark registered for motor
vehicles.

The use at issue in the main proceedings is also capable
of being prohibited, in accordance with Article 5(2) of
the directive, if such use without due cause takes unfair
advantage of, or is detrimental to, the distinctive char-
acter or the repute of that trade mark registered for
motor vehicles. Adam Opel has argued at the hearing
before the Court that it has an interest in the quality of
scale mod-els of vehicles bearing the Opel trade mark
being good, and in those models being absolutely up to
date, as oth-erwise the reputation of that trade mark, as
a trade mark registered for motor vehicles, would be
affected. This is, in any event, an assessment of a fac-
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tual nature. It is for the referring court, where neces-
sary, to determine whether the use at issue in the main
proceed-ings constitutes use without due cause which
takes unfair advantage of, or is detrimental to, the dis-
tinctive character or the repute of the registered trade
mark.

ARTICLE 6(1)(b) OF THE DIRECTIVE

Affixing by third party

e The affixing by a third party do not constitute use
of an indication concerning a characteristic of those
scale models.

that, where a trade mark is registered, inter alia, in re-
spect of motor vehicles, the affixing by a third party,
without the authorisation of the proprietor of the trade
mark, of a sign identical to that mark to scale models of
that make of vehicle, in order faithfully to reproduce
those vehicles, and the marketing of those scale mod-
els, do not constitute use of an indication concerning a
characteristic of those scale models, within the meaning
of Article 6(1)(b) of the directive.

Source: curia.euroga.eu

European Court of Justice, 25 January 2007

(P. Jann, K. Schiemann and M. IleSic)

JUDGMENT OF THE COURT (First Chamber)

25 January 2007(*)

(Reference for a preliminary ruling — Trade Marks —
Article 5(1)(a) and (2), and Article 6(1)(b) of the First
Directive 89/104/EEC - Right of a trade mark proprie-
tor to prevent use by a third party of a sign identical or
similar to the trade mark — Trade mark registered for
motor vehicles and for toys — Reproduction of the trade
mark by a third party on scale models of that make of
vehicle)

In Case C-48/05,

REFERENCE for a preliminary ruling under Article
234 EC, by the Landgericht Niirnberg-Fiirth (Ger-
many), made by decision of 28 January 2005, received
at the Court on 8 February 2005, in the proceedings
Adam Opel AG

v

Autec AG,

intervener:

Deutscher Verband der Spielwaren-Industrie eV,

THE COURT (First Chamber),

composed of P. Jann, President of Chamber, K. Schie-
mann and M. Ilesi¢ (Rapporteur), Judges,

Advocate General: D. Ruiz-Jarabo Colomer,

Registrar: M. Ferreira, Principal Administrator,

having regard to the written procedure and further to
the hearing on 2 February 2006,

after considering the observations submitted on behalf
of:

- Adam Opel AG, by S. Volker and A. Klett,
Rechtsanwilte,

- Autec AG, by R. Prager and T. Négele, lawyers,
and by D. Tergau, Patentanwalt,

- the Deutscher Verband der Spielwaren-Industrie
eV, by T. Négele, Rechtsanwalt,

- the French Government, by G. de Bergues and A.
Bodard-Hermant, acting as Agents,

- the United Kingdom Government, by M. Bethell,
acting as Agent, assisted by M. Tappin, Barrister, and
S. Malynicz, Barrister,

- the Commission of the European Communities,
by G. Braun, B. Rasmussen and W. Wils, acting as
Agents,

after hearing the Opinion of the Advocate General at
the sitting on 7 March 2006,

gives the following

Judgment

1 The reference for a preliminary ruling concerns
the interpretation of Articles 5(1)(a) and 6(1)(b) of the
First Council Directive 89/104/EEC of 21 December
1988 to approximate the laws of the Member States re-
lating to trade marks (OJ 1989 L 40, p. 1; ‘the
directive’).

Legal context

2 Article 5 of the directive, headed ‘Rights con-
ferred by a trade mark’, provides:

‘The registered trade mark shall confer on the proprie-
tor exclusive rights therein. The proprietor shall be
entitled to prevent all third parties not having his con-
sent from using in the course of trade:

(a)  any sign which is identical with the trade mark in
relation to goods or services which are identical with
those for which the trade mark is registered;

(b) any sign where, because of its identity with, or
similarity to, the trade mark and the identity or similar-
ity of the goods or services covered by the trade mark
and the sign, there exists a likelihood of confusion on
the part of the public, which includes the likelihood of
association between the sign and the trade mark.

2. Any Member State may also provide that the pro-
prietor shall be entitled to prevent all third parties not
having his consent from using in the course of trade
any sign which is identical with, or similar to, the trade
mark in relation to goods or services which are not
similar to those for which the trade mark is registered,
where the latter has a reputation in the Member State
and where use of that sign without due cause takes un-
fair advantage of, or is detrimental to, the distinctive
character or the repute of the trade mark.

3. The following, inter alia, may be prohibited under
paragraphs | and 2:

(a)  affixing the sign to the goods or to the packaging
thereof;

(b) offering the goods, or putting them on the mar-
ket or stocking them for these purposes under that sign,
or offering or supplying services thereunder;

(c)  importing or exporting the goods under the sign;
(d) using the sign on business papers and in adver-
tising.

5. Paragraphs 1 to 4 shall not affect provisions in
any Member State relating to the protection against the
use of a sign other than for the purposes of distinguish-
ing goods or services, where use of that sign without
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due cause takes unfair advantage of, or is detrimental
to, the distinctive character or the repute of the trade
mark.’

3 Article 6 of the directive, headed ‘Limitation of
the effects of a trade mark’, provides in paragraph (1):
‘The trade mark shall not entitle the proprietor to pro-
hibit a third party from using, in the course of trade,

(a)  his own name or address;

(b) indications concerning the kind, quality, quan-
tity, intended purpose, value, geographical origin, the
time of production of goods or of rendering of the ser-
vice, or other characteristics of goods or services;

(c) the trade mark where it is necessary to indicate
the intended purpose of a product or service, in particu-
lar as accessories or spare parts,

provided he uses them in accordance with honest prac-
tices in industrial or commercial matters.’

The dispute in the main proceedings and the ques-
tions referred

4 Adam Opel AG (‘Adam Opel’), a motor manu-
facturer, is the proprietor of the national figurative
mark reproduced below, registered in Germany on 10
April 1990 for, inter alia, motor vehicles and toys (‘the
Opel logo’):

5 Autec AG (‘Autec’) manufactures, inter alia, re-
mote-controlled scale model cars, which it markets
under the trade mark ‘Cartronic’.

6 At the beginning of 2004, Adam Opel discovered
that a 1:24 remote-controlled scale model of the Opel
Astra V8 coupé, bearing the Opel logo on its radiator
grille like the original vehicle, was being marketed in
Germany. That toy is manufactured by Autec.

7 The Cartronic trade mark, accompanied by the
symbol ®, is clearly visible on the front page of the
user instructions accompanying each scale model and
also on the front of the remote control transmitter. In
addition, the indications ‘AUTEC® AG’ and ‘AU-
TEC® AG D 90441 Niirnberg’ appear on the back of
the user instructions, the latter indication appearing also
on a sticker attached to the underside of the remote
control transmitter.

8 By an application brought before the Landgericht
Niirnberg-Fiirth, Adam Opel sought an order, inter alia,
that Autec be prohibited from commercially affixing
the Opel logo on scale models of vehicles, from offer-
ing them for sale, marketing them, or holding them for
such purposes, and from importing or exporting scale
models bearing that trade mark, on pain of a fine of
EUR 250 000 for each infringement or, in the alterna-
tive, a term of imprisonment not exceeding six months.

9 Adam Opel considers that use of the Opel logo
on toys consisting of scale models vehicles which it
manufactures and distributes constitutes an infringe-

ment of that trade mark. It claims that that mark is
being used for products identical with those in respect
of which it is registered, namely toys. That, it main-
tains, constitutes use as a trade mark within the
meaning given by the Court’s case-law, since the pub-
lic would assume that the manufacturer of scale models
of vehicles of a given mark manufactures and distrib-
utes them under a licence granted by the proprietor of
the trade mark.

10 Basing its argument on the decisions of various
German courts, Autec, supported by the Deutscher
Verband der Spielwaren-Industrie eV (German toy in-
dustry association), replies that the affixing of a
protected trade mark on scale models which are a true
replica of vehicles of that mark does not constitute use
as a trade mark as such. In this case, the original func-
tion of the Opel logo is unaffected, since, because of
the use of the ‘Cartronic’ and AUTEC trade marks, it is
obvious in the eyes of the public that the scale model
does not come from the manufacturer of the vehicle of
which it is a replica. Moreover, the public is used to the
fact that, for more than 100 years, the toy industry has
been reproducing faithfully, i.e. right down to the affix-
ing of the trade mark, products which exist in reality.

11 In the light of the judgment in Case C-63/97
BMW [1999] ECR 111905, the Landgericht Niirnberg-
Fiirth has held that use of the Opel logo by Autec can
be prohibited under Article 5(1)(a) of the directive only
if the use in question is made qua trade mark.

12 The Landgericht Niirnberg-Fiirth is inclined to
think that there is use of that logo by Autec qua trade
mark, since that logo refers to the manufacturer of the
real car. It also asks whether such use, which appears to
it to constitute at the same time a descriptive use within
the meaning of Article 6(1) of the directive, may be
authorised in accordance with that provision even if
that trade mark has also been registered for toys.

13 Taking the view that resolution of the dispute be-
fore it required interpretation of the directive, the
Landgericht Niirnberg-Fiirth decided to stay the pro-
ceedings and refer the following questions to the Court
of Justice for a preliminary ruling:

‘(1)  Does the use of a trade mark registered also for
“toys” constitute use as a trade mark for the purposes of
Article 5(1)(a) of the Trade Mark Directive if the manu-
facturer of a toy model car copies a real car in a
reduced scale, including the trade mark of the proprie-
tor of the trade mark as applied to the real car, and
markets it?

2) If the answer to Question in 1 is in the affirma-
tive:

Is the type of use of the trade mark described in Ques-
tion 1 an indication of the kind or quality of the model
car within the meaning of Article 6(1)(a) of the direc-
tive ...?

(3)  If the answer to Question 2 is in the affirmative:
In cases of this type what are the decisive criteria to be
applied in assessing whether the trade mark corre-
sponds to honest practices in industrial or commercial
matters?
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Is this in particular the case if the manufacturer of the
model car applies to the packaging, and to an accessory
required in order to use the model, a mark recognisable
to the trade as its own trade mark together with its
company name and the address of its seat?’

The questions referred

The first question

The interpretation of Article 5(1)(a) of the directive
14 By its first question, the referring court effec-
tively asks whether, when a trade mark is registered
both for motor vehicles and for toys, the affixing by a
third party, without authorisation from the trade mark
proprietor, of a sign identical to that trade mark on
scale models of that make of car, in order to reproduce
it faithfully, and the marketing of those scale models
constitutes, for the purposes of Article 5(1)(a) of the
directive, a use which the trade mark proprietor is enti-
tled to prevent.

15 Article 5 of the directive defines the ‘[r]ights
conferred by a trade mark’, whilst Article 6 contains
rules concerning ‘[l]imitation of the effects of a trade
mark’.

16 Under the first sentence of Article 5(1) of the di-
rective, the registered trade mark confers exclusive
rights on its proprietor. Under Article 5(1)(a), that ex-
clusive right entitles the proprietor to prevent all third
parties, acting without his consent, from using in the
course of trade any sign which is identical to the trade
mark in relation to goods or services which are identi-
cal to those for which the trade mark is registered.
Article 5(3) gives a non-exhaustive list of the kinds of
use which the proprietor may prohibit under Article
5(1). Other provisions of the directive, such as Article
6, define certain limitations on the effects of a trade
mark (Case C[1206/01 Arsenal Football Club [2002]
ECR 11110273, paragraph 38).

17  In order to prevent the protection afforded to the
proprietor varying from one State to another, the Court
must therefore give a uniform interpretation to Article
5(1) of the directive, in particular the term ‘use’ which
appears there (Arsenal Football Club, paragraph 45).

18  In the main proceedings, it is undisputed that the
use of the sign identical to the mark is indeed use in the
course of trade, since it takes place in the context of
commercial activity with a view to economic advantage
and not as a private matter (see, to that effect, Arsenal
Football Club, paragraph 40).

19 It is also undisputed that that use was made with-
out the consent of the proprietor of the trade mark in
question.

20  In so far as the Opel logo has been registered for
toys, this is moreover the case envisaged in Article
5(1)(a) of the directive, namely that of a sign identical
to the trade mark in question in relation to goods — toys
— which are identical to those for which the trade mark
was registered. In that regard, it should be noted in par-
ticular that the use at issue in the main proceedings is
made ‘in relation to goods’ within the meaning of Arti-
cle 5(1)(a) of the directive since it concerns the affixing
of a sign identical to the trade mark onto goods and the
offering of the goods, putting them on the market or

stocking them for those purposes within the meaning of
Article 5(3)(a) and (b) of the directive (see, to that ef-
fect, Arsenal Football Club, paragraphs 40 and 41).

21 It should, however, be remembered that, in ac-
cordance with the case-law of the Court of Justice, the
exclusive right under Article 5(1) of the directive was
conferred in order to enable the trade mark proprietor
to protect his specific interests as proprietor, that is, to
ensure that the trade mark can fulfil its functions and
that, therefore, the exercise of that right must be re-
served to cases in which a third party’s use of the sign
affects or is liable to affect the functions of the trade
mark, in particular its essential function of guaranteeing
to consumers the origin of the goods (Arsenal Football
Club, paragraph 51; Case C[]245/02 An-
heuser! |Busch [2004] ECR 11110989, paragraph 59).
22 Therefore, the affixing by a third party of a sign
identical to a trade mark registered for toys to scale
models of vehicles cannot be prohibited under Article
5(1)(a) of the directive unless it affects or is liable to
affect the functions of that trade mark.

23 In the case in the main proceedings, which is
characterised by the fact that the trade mark in question
is registered both for motor vehicles and for toys, the
referring court has explained that, in Germany, the av-
erage consumer of the products of the toy industry,
normally informed and reasonably attentive and cir-
cumspect, is used to scale models being based on real
examples and even accords great importance to abso-
lute fidelity to the original, so that that consumer will
understand that the Opel logo appearing on Autec’s
products indicates that this is a reduced-scale reproduc-
tion of an Opel car.

24 If, by those explanations, the referring court in-
tended to emphasise that the relevant public does not
perceive the sign identical to the Opel logo appearing
on the scale models marketed by Autec as an indication
that those products come from Adam Opel or an under-
taking economically linked to it, it would have to
conclude that the use at issue in the main proceedings
does not affect the essential function of the Opel logo
as a trade mark registered for toys.

25 It is for the referring court to determine, by refer-
ence to the average consumer of toys in Germany,
whether the use at issue in the main proceedings affects
the functions of the Opel logo as a trade mark regis-
tered for toys. Moreover, Adam Opel does not appear
to have claimed that that use affects functions of that
trade mark other than its essential one.

26  In addition, on the basis of the BMW judgment,
the referring court asks whether there may be use by
Autec of the Opel logo in its capacity as a trade mark
registered for motor vehicles

27  In that respect, it is true that BMW concerned the
use of a sign identical to the trade mark for services
which were not identical to those for which that trade
mark was registered, since the BMW trade mark, at is-
sue in the main proceedings, was registered for vehicles
but not for vehicle repair services. However, the vehi-
cles marketed under the BMW trade mark by the
proprietor of that mark constituted the subject-matter of

www.ip-portal.eu

Page 4 of 12


http://www.ippt.eu/files/2002/IPPT20021112_ECJ_Arsenal.pdf
http://www.ippt.eu/files/2002/IPPT20021112_ECJ_Arsenal.pdf
http://www.ippt.eu/files/2004/IPPT20041116_ECJ_Anheuser_Busch.pdf
http://www.ippt.eu/files/2004/IPPT20041116_ECJ_Anheuser_Busch.pdf

www.ippt.eu

IPPT20070125, ECJ, Opel

the services — the repairing of vehicles — supplied by
the third party, so that it was essential to identify the
origin of the BMW cars, the subject-matter of those
services. It was having regard to that specific and indis-
sociable link between the products bearing the trade
mark and the services provided by the third party that
the Court of Justice held that, in the specific circum-
stances of the BMW case, use by the third party of the
sign identical to the trade mark in respect of goods
marketed not by the third party but by the holder of the
trade mark fell within Article 5(1)(a) of the directive.
28 Apart from that specific case of use of a trade
mark by a third-party provider of services having as
subject-matter the products bearing that trade mark, Ar-
ticle 5(1)(a) of the directive must be interpreted as
covering the use of a sign identical to the trade mark in
respect of goods marketed or services supplied by the
third party which are identical to those in respect of
which the trade mark is registered.

29  First of all, the interpretation whereby the goods
or services referred to in Article 5(1)(a) of the directive
are those marketed or supplied by the third party fol-
lows from the wording of that provision itself,
particularly the words ‘using ... in relation to goods or
services’. Secondly, the contrary interpretation could
lead to the words ‘goods’ and ‘services’ used in Article
5(1)(a) of the directive designating goods or services of
the trade mark proprietor, whereas the words ‘goods’
and ‘service’ appearing in Article 6(1)(b) and (c) of the
directive necessarily refer to those marketed or sup-
plied by the third party, thereby leading, contrary to the
scheme of the directive, to interpreting the same words
in a different way according to whether they appear in
Article 5 or in Article 6.

30 In the main proceedings, since Autec does not
sell vehicles, there is no use of the Opel logo by Autec
as a trade mark registered for motor vehicles, for the
purposes of Article 5(1)(a) of the directive.

The interpretation of Article 5(2) of the directive

31 According to consistent case-law, it is for the
Court to provide the national court with all those ele-
ments for the interpretation of Community law which
may be of assistance in adjudicating on the case pend-
ing before it, whether or not that court has specifically
referred to them in its questions (Case C[1456/02 Tro-
jani [2004] ECR 1017573, paragraph 38; Case
C[1258/04 loannidis [2005] ECR 1[18275, paragraph
20).

32 Having regard to the circumstances in this case,
the referring court must also be given an interpretation
of Article 5(2) of the directive.

33 Unlike Article 5(1) of the directive, Article 5(2)
does not require Member States to provide in their na-
tional law for the protection to which it refers, but
merely permits them to provide such protection (Case
C11292/00 Davidoff [2003] ECR 111389, paragraph
18). However, subject to verification by the referring
court, the questions submitted by the Bundesgericht-
shof (Germany) and examined by the Court in Davidoff
seem to imply that the German legislature has imple-
mented the provisions of Article 5(2) of the directive.

34  In this case, first, the Opel logo is also registered
for motor vehicles; secondly, subject to verification by
the referring court, it is a trade mark well known in
Germany for that kind of products, and, finally, a motor
vehicle and a scale model of that vehicle are not similar
products. Therefore, the use at issue in the main pro-
ceedings is also capable of being prohibited, in
accordance with Article 5(2) of the directive, if such
use without due cause takes unfair advantage of, or is
detrimental to, the distinctive character or the repute of
that trade mark registered for motor vehicles.

35 Adam Opel has argued at the hearing before the
Court that it has an interest in the quality of scale mod-
els of vehicles bearing the Opel trade mark being good,
and in those models being absolutely up to date, as oth-
erwise the reputation of that trade mark, as a trade mark
registered for motor vehicles, would be affected.

36 This is, in any event, an assessment of a factual
nature. It is for the referring court, where necessary, to
determine whether the use at issue in the main proceed-
ings constitutes use without due cause which takes
unfair advantage of, or is detrimental to, the distinctive
character or the repute of the registered trade mark.

37 Therefore, the answer to the first question must
be that, where a trade mark is registered both for motor
vehicles — in respect of which it is well known — and
for toys, the affixing by a third party, without authori-
sation from the trade mark proprietor, of a sign
identical to that trade mark on scale models of vehicles
bearing that trade mark, in order faithfully to reproduce
those vehicles, and the marketing of those scale mod-
els:

- constitute, for the purposes of Article 5(1)(a) of
the directive, a use which the proprietor of the trade
mark is entitled to prevent if that use affects or is liable
to affect the functions of the trade mark as a trade mark
registered for toys;

- constitute, within the meaning of Article 5(2) of
the directive, a use which the proprietor of the trade
mark is entitled to prevent — where the protection de-
fined in that provision has been introduced into national
law — if, without due cause, use of that sign takes unfair
advantage of, or is detrimental to, the distinctive char-
acter or the repute of the trade mark as a trade mark
registered for motor vehicles.

The second question

38 Although, in its second question, the referring
court formally requests interpretation of Article 6(1)(a)
of the directive, it is clear from the order for reference
that it is in reality seeking an interpretation of Article
6(1)(b).

39 As a preliminary observation, it should be noted
that the use of the Opel logo at issue in the main pro-
ceedings cannot be authorised on the basis of Article
6(1)(c) of the directive. The affixing of that trade mark
on Autec’s scale models is not designed to indicate the
intended purpose of those toys.

40 Under Article 6(1)(b) of the directive, the trade
mark shall not entitle the proprietor to prohibit a third
party from using, in the course of trade, indications
concerning the kind, quality, quantity, intended pur-
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pose, value, geographical origin, the time of production
of goods or of rendering of the service, or other charac-
teristics of goods or services.

41 Adam Opel and the French Government argue
that the purpose pursued by that provision is, in particu-
lar, to prevent the proprietor of a trade mark from being
able to oppose use by a third party of a descriptive in-
dication of a characteristic of the latter’s goods or
services. In this case, the Opel logo does not in any
way indicate the kind, quality or other characteristics of
the scale models. The Commission of the European
Communities shares that opinion as regards the use at
issue in the main proceedings, but does not exclude the
possibility that, in other factual circumstances, in which
the scale models were intended for collectors, identical
reproduction of each detail of the original vehicle might
constitute an essential characteristic of that category of
products, so that Article 6(1)(b) of the directive might
also cover the faithful copying of the trade mark.

42 In that regard, whilst this provision is primarily
designed to prevent the proprietor of a trade mark from
prohibiting competitors from using one or more de-
scriptive terms forming part of his trade mark in order
to indicate certain characteristics of their products (see,
for example, Joined Cases C108/97 and C 1109/97
Windsurfing Chiemsee [1999] ECR 1112779, para-
graph 28), its wording is in no way specific to such a
situation.

43 One cannot therefore exclude a priori the possi-
bility that that provision might authorise a third party to
use a trade mark if such use consists in giving an indi-
cation concerning the kind, quality or other
characteristics of products marketed by that third party,
provided that use is made in accordance with honest
practices in industrial or commercial matters.

44  However, the affixing of a sign which is identical
to a trade mark registered, inter alia, in respect of motor
vehicles to scale models of that make of vehicle in or-
der to reproduce those vehicles faithfully is not
intended to provide an indication as to a characteristic
of those scale models, but is merely an element in the
faithful reproduction of the original vehicles.

45  The answer to the second question must therefore
be that, where a trade mark is registered, inter alia, in
respect of motor vehicles, the affixing by a third party,
without the authorisation of the proprietor of the trade
mark, of a sign identical to that mark to scale models of
that make of vehicle, in order faithfully to reproduce
those vehicles, and the marketing of those scale mod-
els, do not constitute use of an indication concerning a
characteristic of those scale models, within the meaning
of Article 6(1)(b) of the directive.

The third question

46 In view of the answers given to the first two
questions, it is unnecessary to reply to the third ques-
tion.

Costs

47  Since these proceedings are, for the parties to the
main proceedings, a step in the action pending before
the national court, the decision on costs is a matter for
that court. Costs incurred in submitting observations to

the Court, other than the costs of those parties, are not
recoverable.

On those grounds, the Court (First Chamber) hereby
rules:

1. Where a trade mark is registered both for motor
vehicles — in respect of which it is well known — and
for toys, the affixing by a third party, without authori-
sation from the trade mark proprietor, of a sign
identical to that trade mark on scale models of vehicles
bearing that trade mark, in order faithfully to reproduce
those vehicles, and the marketing of those scale mod-
els:

- constitute, for the purposes of Article 5(1)(a) of
First Council Directive 89/104/EEC of 21 December
1988 to approximate the laws of the Member States re-
lating to trade marks, a use which the proprietor of the
trade mark is entitled to prevent if that use affects or is
liable to affect the functions of the trade mark as a trade
mark registered for toys;

- constitute, within the meaning of Article 5(2) of
that directive, a use which the proprietor of the trade
mark is entitled to prevent — where the protection de-
fined in that provision has been introduced into national
law — if, without due cause, use of that sign takes unfair
advantage of, or is detrimental to, the distinctive char-
acter or the repute of the trade mark as a trade mark
registered for motor vehicles.

2. Where a trade mark is registered, inter alia, in re-
spect of motor vehicles, the affixing by a third party,
without the authorisation of the proprietor of the trade
mark, of a sign identical to that mark to scale models of
that make of vehicle, in order faithfully to reproduce
those vehicles, and the marketing of those scale mod-
els, do not constitute use of an indication concerning a
characteristic of those scale models, within the meaning
of Article 6(1)(b) of Directive 89/104.

OPINION OF ADVOCATE GENERAL
RUIZ-JARABO COLOMER

delivered on 7 March 2006 1(1)

Case C[148/05

Adam Opel AG

v

Autec AG

(Reference for a preliminary ruling from the
Landgericht Niirnberg-Fiirth, Germany)

(Trade mark — Unlawful use — Scale models of cars)

I — Introduction

1. The Landericht Niirnberg-Fiirth (regional court
with jurisdiction in civil and criminal matters) wishes
to know whether miniature models which reproduce the
cars of a well-known German manufacturer infringe the
trade mark right protected by Article 5(1)(a) of Direc-
tive 89/104/EEC (2) by applying the corresponding
logo to the radiator grille. In the alternative, it inquires
about the derogation in Article 6(1)(b) of that Commu-
nity provision.

2. The doubt arises because the sign at issue, which
was originally registered for real motor vehicles, was
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subsequently extended to apply to toys. The referring
court is therefore examining the scope of the protection
afforded to the emblem of the car-manufacturing com-
pany in respect of its use on toy cars by third parties.

3. In his Opinion in OHIM v Zapf Creation, (3)
Advocate General Jacobs rightly observed that ‘it is an
essential characteristic of many toys [...] that they rep-
resent something’. I would add that the essence of a toy
is that it recreates objects and events in world history in
a form acceptable to the mind of a child or of anyone
needing a more imaginative contact with his surround-
ings, transcending the hardship and suffering which are
sometimes part of human existence. Before the Second
World War, an Anglo-American expedition discovered,
in the Caldean city of Ur, the tomb of a child who died
four thousand years B.C.; also in the tomb was a little
silver boat. So, more than six thousand years ago, there
were traces of those artefacts which have accompanied
the dreams of people setting out on the adventure of
life. In this question referred for a preliminary ruling, it
is therefore necessary to consider whether a replica of a
trade mark also registered for toys, which imitate real-
ity, infringes the rights of the proprietor of the trade
mark or whether it may be regarded as one of the re-
strictions of those rights.

IT - Legislative framework

4. In order to decide the case, the referring court
requests the interpretation of Article 5(1)(a) and Article
6(1)(b) of Directive 89/104, equivalent to Article
14(2)(1) and Article 23(2) of the Markengesetz (4)
(German Trade Mark Act) which therefore need not be
reproduced here.

5. Article 5(1)(a) of the Directive, under the head-
ing ‘Rights conferred by a trade mark’, provides:

‘1. The registered trade mark shall confer on the pro-
prietor exclusive rights therein. The proprietor shall be
entitled to prevent all third parties not having his con-
sent from using in the course of trade:

(a)  any sign which is identical with the trade mark in
relation to goods or services which are identical with
those for which the trade mark is registered;

6. Under the heading ‘Limitation of the effects of a
trade mark’, Article 6(1)(b) of the Directive states:

1. The trade mark shall not entitle the proprietor to pro-
hibit a third party from using, in the course of trade,

(a) ...

(b) indications concerning the kind, quality, quantity,
intended purpose, value, geographical origin, the time
of production of goods or of rendering of the service, or
other characteristics of goods or services;

provided he uses them in accordance with honest prac-
tices in industrial or commercial matters.

III — The facts in the main action and the questions
referred for a preliminary ruling

7. The plaintiff in the main proceedings, Adam
Opel AG (‘Opel’), is one of the largest companies in
the European automobile industry, and one of the most
well-known. (5) It has used the so-called ‘Opel Blitz’

as its logo for many years and is proprietor of the figu-
rative Trade Mark No 1157264, reproduced below:

8. This emblem was entered in the German register
on 10 April 1990 for various products and also for
‘toys’. The plaintiff therefore uses the trade mark for
model cars, although it manufactures them through li-
censees and also sells them as part of its accessories
line.

9. AUTEC AG, the defendant before the
Landgericht  Niirnberg-Fiirth, produces remote-
controlled scale model cars and markets them under the
trade mark ‘Cartronic’.

10. In early 2004, Opel AG discovered that proto-
types of remote-controlled cars in a scale of 1:24 were
being sold on the German retail market for EUR 9
each. They included a replica of the Opel Astra V8
Coupe on which the protected trade mark had been ap-
plied to the radiator grille in the same way as on the
original model of that vehicle.

11. It is apparent from the order for reference that
the front of the user instructions provided with the
packaging is clearly marked ‘cartronic®’ and the rear
refers to ‘AUTEC® AG’ and ‘Autec AG Daimler
Strasse 61 D-90441 Niirnberg’. Similarly, the transmit-
ter for the car is clearly marked ‘cartronic®’ on its
front side and its underside bears a sticker with the des-
ignation ‘AUTEC® AG D 90441 Niirnberg’.

12. Opel AG considers that the presence of its logo
on the products of the other party to the proceedings
infringes its industrial property rights. It claims that the
defendant is using it in the same way for identical
goods, namely toy cars, and therefore requests the fol-
lowing form of order: that the defendant be ordered to
pay a fine of up to EUR 250 000.00, or alternatively to
serve a term of imprisonment, and to remove the sign
in question from commercial products, to pay compen-
sation for all the damage suffered, and that it be
prohibited from selling scale replicas of vehicles with
that sign. It also requests that all the miniature cars
marked with its logo be destroyed. (6)

13. The defendant in the main proceedings and the
party intervening on its behalf, the German toy industry
association (Deutscher Verband der Spielwaren-
Industrie e.V.), contend that Opel AG’s claims should
be dismissed.

14.  Since the national court considers that a decision
in this case depends on the interpretation of the afore-
mentioned provisions, it has decided to stay
proceedings and refer the following questions to the
Court of Justice for a preliminary ruling:

‘(1) Does the use of a trade mark registered also for
“toys” constitute use as a trade mark for the purposes of
Article 5(1)(a) of Directive 89/104, if the manufacturer
of a toy model car copies a real car in a reduced scale,
including the corresponding trade mark, and markets it?
(2) If the answer is in the affirmative,

Is the type of use of the trade mark described in Ques-
tion 1 an indication of the kind or quality of the model
car within the meaning of Article 6(1)(b) of Directive
89/104?

(3) If the answer is in the affirmative,
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In cases of this type what are the decisive criteria to be
applied in assessing whether the use of the trade mark
corresponds to honest practices in industrial or com-
mercial matters?

Is this in particular the case if the manufacturer of the
model car applies to the packaging, and to an accessory
required in order to use the toy, a mark recognisable to
the trade as its own trade mark together with its com-
pany name and the address of its seat?’

IV — Procedure before the Court of Justice

15.  The order for reference was lodged at the Regis-
try of the Court of Justice on 8 February 2005.

16. Written observations were submitted, within the
period prescribed for the purpose by Article 20 of the
EC Statute of the Court of Justice, by Opel AG, AU-
TEC AG, Deutscher Verband der Spielwaren-Industrie
e.V., the French and United Kingdom Governments
and the Commission of the European Communities.

17. The parties to the main proceedings, the inter-
vener, the representatives of the United Kingdom
Government and of the Commission presented oral ar-
gument at the hearing on 2 February 2006.

V — Analysis of the questions referred for a pre-
liminary ruling

A — Question 1

18. By its first question, the Landericht Niirnberg-
Fiirth wishes to know whether, in the circumstances of
the main action, the Opel AG logo has been used ‘as a
trade mark’, in accordance with the case-law of the
Court of Justice. It is therefore necessary to analyse in
detail some opinions and judgments in the light of
which the facts in the case must be considered.

19. Academic lawyers are unanimous in describing
the rights of the owner of a registered sign as ‘exclusive
rights’, (7) which allow him to prohibit third parties
from using the trade mark without his consent.

20.  The interpretation of Article 5(1)(a) of Directive
89/104 starts in the judgment in BMW, (8) paragraph
38 of which defined the scope of the provision as de-
pending on whether the emblem was used for the
purpose of distinguishing the goods or services in ques-
tion as originating from a particular undertaking, that is
to say, as a trade mark, or whether it was used for other
purposes.

21.  Accordingly, an examination of the casel/law of
the Court of Justice on the matter must focus on those
two aspects: the use of the sign as a trade mark and its
use for other purposes.

22. In the observations submitted to the Court of
Justice the facts are not disputed and may therefore be
regarded as established for the purposes of the exercise
of the ius prohibendi by the holder of the industrial
property right to which Article 5(1) of Directive 89/104
refers. Furthermore, it is for the national court to ascer-
tain the facts. Something similar occurs with ‘goods’,
within the meaning of that provision, since in the main
proceedings there is a clear reference to manufactured
articles. (9)

1.  The use of a sign as a registered trade mark
23. Since the aforementioned judgment in BMW,
the contours of the exclusive right conferred by Article

5(1) of Directive 89/104 have become more distinct in
the light of subsequent judgments.

24.  The Arsenal Football Club case is of paramount
importance in this context. In my Opinion in that case, I
pointed out that, when the Directive says that protec-
tion is absolute in the case of identity, it must be
understood as meaning that, in light of the aim and the
purpose of trade mark law, ‘absolute’ means that pro-
tection is afforded to the proprietor, irrespective of
whether there is a likelihood of confusion, because in
such situations there is a presumption that there is such
a likelihood, and not, on the contrary, that protection is
accorded to the proprietor erga omnes and in all cir-
cumstances. Article 5(1)(a) therefore creates a
presumption iuris tantum, where there is identity be-
tween the products. (10)

25.  Similarly, the judgments of the Court of Justice,
taking a teleological approach to the provisions at is-
sue, have held that the exclusive right under Article
5(1)(a) of Directive 89/104 was conferred in order to
enable the trade mark proprietor to protect his specific
interests as proprietor, that is, to ensure that the trade
mark can fulfil its functions, in particular the function
of guaranteeing to consumers the origin of the goods.
an

26.  According to settled case-law, the essential func-
tion of a trade mark is to guarantee the identity of the
origin of the product or service to the final purchaser by
enabling him, without any possibility of confusion, to
distinguish the product or service from others which
have another origin, confirming that they have been
manufactured or provided by a single undertaking
which is responsible for their quality. (12)

27. In the main proceedings it is clear that the toy
models bear the Opel emblem on the bodywork, re-
gardless of whether they have been manufactured by
one of the undertaking’s licensees or by a third party,
and that the likeness is such that it hints at the identity
of goods to which the provision at issue refers. How-
ever, it is for the national court to make that
assessment, as I pointed out in the Opinion in the Arse-
nal Football Club case. (13)

28. Finally, the judgment in that case indicated the
limits of the exercise of the powers conferred by Arti-
cle 5(1) of Directive 89/104 on the proprietor of a sign,
denying him the right to prohibit the use of an identical
sign if that use cannot affect his own interests as pro-
prietor of the mark in the terms set out. Thus certain
uses for purely descriptive purposes are excluded from
the scope of the provision. (14)

29.  The judgment in Anheuser-Busch (15) indicated
the means of establishing possible damage, indicating
that this is the case when the use of that sign allegedly
made by the third party is such as to create the impres-
sion that there is a material link in trade between the
third party’s goods and the proprietor of the trade mark.
It must be established whether the consumers targeted
interpret the sign, as it is used by the third party, as des-
ignating the undertaking which is the proprietor of the
trade mark. (16) Immediately afterwards, it reiterates
that the national court must establish whether that is the
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case in the light of the specific circumstances of the
main case. (17)

2. Uses unrelated to the functions proper to
trade marks
30. The use of a sign in accordance with the rules

set out in the judgment in BMW, cited above, is the
only one, in the system of the Directive, which escapes
the powers conferred on the proprietor of a trade mark
by Article 5 (1) (a) of Directive 89/104.

31.  The exceptions provided by Article 6, in particu-
lar those in Article 6(1)(b), apply when the registered
emblem fulfils the function typical of the trade mark,
but, for reasons of public interest, third parties are
authorised, in certain circumstances, to enjoy their ad-
vantages.

32. According to the case-law, references made to
trade marks for purely descriptive purposes do not con-
stitute use as a trade mark since, in such situations,
there is no infringement of any of the interests which
Article 5(1) is intended to protect. (18)

33. In my Opinion in the Arsenal Football Club
case, | opted for an approach which included non-
commercial uses, amongst which I listed private uses,
the use of symbols which do not meet the conditions
for registration, and uses for educational purposes. (19)
Previously, however, when I stated that it was for the
national court to specify the moment at which a trade
mark is used as such, I pointed out the need to consider
other factors, particularly the nature of the goods in
question, the structure of the market and the position in
the market of the proprietor of the trade mark. (20)

34, To sum up, the uses unrelated to the functions
proper to trade marks constitute an open category,
which must be filled casuistically and gradually, so
that, unlike the situation under Article 6(1) of Directive
89/104, they do not require a restrictive interpretation
because they are not exceptions to but limits on the en-
joyment of the ius prohibendi.

3. Connection with the facts in the main pro-
ceedings
35. Once the relevant case-law has been outlined,

the task of providing the referring court with a helpful
reply must focus on the search for uniform guidelines
appropriate to the factual circumstances surrounding
the questions referred for a preliminary ruling.

36.  In the present case , the application of the ‘Opel
blitz’ logo on the toys is the kind of use which is unre-
lated to the function of the trade mark for two sets of
reasons:

a)  The nature of the product at issue

37.  Since 1898, it has been usual in the toy industry
to manufacture and market small-scale models of real
cars, which also happens with other means of locomo-
tion (trains, planes and ships). The little cars have
become the ‘Proust’s madeleine’ of adults reliving their
childhood experiences in short trousers, (21) by indulg-
ing their fantasies.

38. Although in the beginning it was sought to re-
produce reality in miniature for the benefit of a very
specific public, children, to bring the adult world closer
to them, in a form adapted to their size, (22) as time

went by , the circle of persons for whom they were in-
tended widened to include the adult collector. This
latter sector was probably more demanding as regards
the quality of the copy, requiring it to be closer to the
original. Nowadays, therefore, this type of article is not
designed without copying not only the most significant
characteristics but also the most trivial.

39. The Commission rightly asserts that the manu-
facturer of these replicas satisfies the customer’s
wishes regarding a faithful imitation of the original
only if he is allowed to copy it in every detail, includ-
ing the indications which appear on the real car, as, for
example, in its catalogues.

40. However, the motor industry only recently be-
came aware of the economic potential of those objects
through merchandising, using them as an advertising
ploy to win customer loyalty, as Opel AG acknowl-
edges and as may be inferred, in the case of this
undertaking, from the fact that its logo was not ex-
tended to toys until 1990, as is stated in its own
observations. It is therefore hard to imagine that the
public automatically associates the cars’ emblem with
the manufacturer.

41.  Similarly, as the Commission points out, there is
the risk of a monopoly in the miniatures market, the
consequence of an excessively strict interpretation of
the scope of the ius prohibendi, insofar as licensees
would have an exclusive right to imitate the real cars in
minute detail, and the freedom of establishment of their
competitors would be unjustifiably restricted.

b)  The perception of the consumer

42. It has already been shown that, according to the
judgment in Anheuser-Busch, a finding that harm may
have been caused by the use allegedly made by the
third party depends on whether that use is such as to
create the impression that there is a material link in
trade between the third party’s goods and the undertak-
ing which is the proprietor of the trade mark. It must be
established whether the consumers targeted interpret
the sign as designating the undertaking which has regis-
tered it.

43.  The referring court has examined the connection
between the Opel emblem placed on the models and the
original trade mark, taking the view that the public rec-
ognises the toy as a model of a real Opel car. That is to
say, it connects the scale prototype with the real vehi-
cle, not with the models manufactured for Opel AG by
its licensees.

44. I agree with the Commission that it cannot be
inferred from the above that, in the main proceedings,
the trade mark is infringed, which would happen only if
the consumer were to associate the Opel logo on the
miniatures manufactured by third parties with the logo
applied to the models marketed by Opel AG. In any
event, the fact that the user connects the trade mark of
the toy with the trade mark of the original is the inevi-
table result of the accurate reproduction which it is
sought to achieve in order to win over the public, by
fulfilling its wishes. (23)

45. Moreover, 1 consider that the model and its
original do not belong to the same category of goods;
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therefore, they are not identical products for the pur-
poses of Article 5 (1) (a) of Directive 89/104.

46. In the light of the reasons stated above, I pro-
pose that the Court of Justice give the following reply
to the first question referred for a preliminary ruling:
The use for toys of a registered sign does not constitute
use as a trade mark within the meaning of Article 5 (1)
(a) of Directive 89/104, where the manufacturer of a
toy model car copies a real car in a reduced scale, in-
cluding the proprietor’s trade mark, and markets it.

B - Questions 2 and 3

47. Questions 2 and 3 have been raised only in the
event of an affirmative reply to Question 1, so that, in
the light of what I have suggested, it would not be nec-
essary to consider them. However, I shall make a few
observations on them, in the alternative and merely hy-
pothetically.

48. I therefore start from the assumption that, in the
main proceedings, Opel AG’s trade mark right has been
infringed and that consideration is being given as to
whether that infringement might fall within the deroga-
tion under Article 6(1)(b) of Directive 89/04.

49.  The Landgericht Niirnberg-Fiirth seems to agree
that the use of the trade mark in question should be re-
garded as an indication concerning only kind or quality,
not of ‘other characteristics’, as referred to in the
aforementioned article.

50.  This provision seeks a balance between the mo-
nopolistic interests of the holder of the industrial
property rights and the interests of trade, by protecting
the freedom to use concepts to describe goods and ser-
vices. (24) However, as the Commission rightly points
out, its nature as an exception to Article 5 requires that
it be interpreted restrictively, so it is difficult to allow
the reproduction of the Opel sign on the bodywork of
the miniature cars to be described as an indication con-
cerning kind or quality.

51. However, since the activity of creating models
consists basically in making an accurate and detailed
copy of reality, it may be considered that the emblem
of the trade mark is an inherent part of the original
which, in order for the consumer to be better informed
and for all operators in the sector to compete on the
same terms, (25) is one of those other characteristics to
which Article 6(1)(b) of Directive 89/104 refers.

52. This solution means that each scale model of a
vehicle is a kind of product, within which there are
several offers.

53.  Once it is accepted that the facts in the main ac-
tion fall within the scope of Article 6(1)(b) of Directive
89/104, it is necessary to find the unknown quantity in
Question 3, which is whether the Opel trade mark has
been used in accordance with honest practices in indus-
trial or commercial matters, the second prerequisite for
application of that provision.

54. In this regard, the recent case-law of the Court
of Justice gives clear guidelines, and I need therefore
refer to them only briefly.

55. The Court has reiterated, first, that the condition
that the trade mark be used in accordance with prevail-
ing market practices constitutes the expression of a

duty to act fairly in relation to the legitimate interests of
the trade mark owner. (26)

56. Secondly, the judgment in The Gillette Com-
pany and Gillette Group Finland (27) provided the
interpretation of those words, stating that use of the
mark does not comply with honest practices in indus-
trial or commercial matters in particular where it gives
the impression that there is a commercial connection
between the third party and the trade mark proprietor;
where it affects the value of the trade mark by taking
unfair advantage of its distinctive character or repute;
where it discredits or denigrates that mark; or where the
third party presents its product as an imitation or rep-
lica of the product bearing the trade mark of which it is
not the owner.

57. This last situation does not include miniature
toys, since they do not copy the models made by Opel’s
licensees but the actual vehicle manufactured by that
automobile company, the Opel Astra V8 Coupe.

58.  In the judgment in Anheuser-Busch, the Court of
Justice pointed out that, in assessing whether the condi-
tion of honest practice is satisfied, account must be
taken first of the extent to which the use of the third
party’s trade name is understood by the relevant public,
or at least a significant section of that public, as indicat-
ing a link between the third party’s goods and the
trademark proprietor or a person authorised to use the
trade mark, and secondly of the extent to which the
third party ought to have been aware of that. Another
factor to be taken into account is whether the trade
mark concerned enjoys a certain reputation in the
Member State in which it is registered and its protec-
tion is sought, from which the third party might profit
in selling his goods. (28)

59. Those criteria are available to the national court
to apply to the case pending before it. Indeed, the last
judgment cited added that it is for the national court to
carry out an overall assessment of all the relevant cir-
cumstances in order to determine whether the use has
been made in accordance with the honest practices re-
ferred to. (29)

60. I therefore venture to suggest that the manner in
which AUTEC presents its products, clearly displaying
its sign ‘Cartronic®’ and the indications ‘AUTEC®
AG’ and ‘Autec AG Daimler Strasse 61 D[190441
Niirnberg’, even on the transmitter, shows that it has
behaved properly, in complete accordance with com-
mercial practice. It is therefore impossible to discern in
this conduct any unlawful use of the Opel trade mark,
which is placed where any consumer would expect to
find it: on the radiator grille of the vehicle.

61.  In the light of the arguments put forward, I sug-
gest that the Court of Justice examine, if appropriate,
the second and third questions in accordance with what
has been stated above.

VI - Conclusion

62. In the light of the above considerations, I pro-
pose that the Court of Justice give the following reply
to the Landericht Niirnberg-Fiirth:

1. The use of a registered sign on toys does not consti-
tute use as a trade mark, within the meaning of Article
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5(1)(a) of First Council Directive 89/104/EEC of 21
December 1988 to approximate the laws of the Member
States relating to trade marks, where the manufacturer
of a toy model car copies a real car in a reduced scale,
including the trade mark, and markets it.

63.  If the Court of Justice does not share this view in
respect of Question 1, I suggest that it give the follow-
ing replies to Questions 2 and 3:

2. The use of the trade mark described in Question 1 is
an indication concerning other characteristics of the
model car within the meaning of Article 6(1)(b) of Di-
rective 89/104.

3. In situations such as the one in this case, the decisive
criteria for determining whether the trade mark is used
in accordance with honest practice in industrial or
commercial matters are those laid down by the Court of
Justice in the judgments in Anheuser-Busch and The
Gillette Company and Gillette Group.

If the manufacturer of a model car applies to the pack-
aging, and to an accessory required in order to use the
toy, a mark recognisable to the trade as its own trade
mark together with its company name and the address
of its seat, it is acting in accordance with honest prac-
tices in industrial or commercial matters, subject to an
overall consideration of all the relevant circumstances,
which is a matter for the national court.

1 — Original language: Spanish.

2 — First Council Directive 89/104/EEC of 21 Decem-
ber 1988 to approximate the laws of the Member States
relating to trade marks (OJ 1989 L 40, p.1).

3 — Delivered on 19 February 2004 in Case C[1498/01
P OHIM v Zapf Creation [2004] ECR 11111349, point
28.

4 — Gesetz liber den Schutz von Marken und sonstigen
Kennzeichen (MarkenG) of 25 October 1994 (BGBI. I
p- 3082).

5 — Details of the volume of sales given in the observa-
tions of Opel AG’s representative reveal the company’s
financial strength: in 2004 it sold 351 955 vehicles on
the German market and more than a million on the
European market; for the same year, its market share in
Germany was 10.24 % and the level of brand recogni-
tion was about 96 %.

6 — It is easier to gauge the scope of these claims in the
light of the figures adduced as proof by Opel AG at the
hearing; it stated that it works with 23 licensees, who
cover 85% of production, with sales of 600 000 prod-
ucts in 2004, and about 760 000 in 2005.

7 — In German law, on Article 14(1) of the Markenge-
setz, Ekey, F.L., Markenrecht, C.F. Miiller Verlag,
Heidelberg, 2003, p. 170, point 2; in Spanish and
Community law, Ferndndez Noévoa, C., Tratado sobre
derecho de marcas, Ed. Marcial Pons, Ma-
drid/Barcelona, 2004, p. 433; on Article 9 of
Regulation No 40/94 on the Community trade mark [
Council Regulation of 20 December 1993 (OJ 1994, L
11, p. 1), amended by Council Regulation (EC) No
3288/94 of 22 December 1994 for the implementation
of the agreements concluded in the framework of the

Uruguay Round (OJ 1994 L 349, p. 83), and by Coun-
cil Regulation (EC) No 422/2004 of 19 February 2004
(0J 2004 L 70, p. 1)], corresponding to Article 5 of Di-
rective 89/104, Von Miihlendahl, A. and Ohlgart, D.C.,
Die Gemeinschaftsmarke, Verlag C.H. Beck and Ver-
lag Stdmpfli + Cie AG, Berne and Munich, 1998, pp.
45 et seq.

8 — Case C[163/97 Bayerische Motorenwerke AG
(BMW) and BMW Nederland BV v Ronald Karel Dee-
nik [1999] ECR 1[1905.

9 — Following the methodological approach of the
judgment in Case C[1206/01 Arsenal Football Club
[2002] ECR 11110273, paragraphs 40 and 41 (‘the Ar-
senal Football Club judgment’).

10 — Points 51 and 52 of the Opinion.

11 — Paragraph 51 of the judgment in the Arsenal Foot-
ball Club case.

12 — Judgments inter alia in Case 102/77 Hoffmann La
Roche [1978] ECR 1139, paragraph 7; Case C[1299/99
Philips [2002] ECR 1015475, paragraph 30; and Case
CJ40/01 Ansul [2003] ECR 1112439), paragraph 43.
13 — Points 53 and 54.

14 — Paragraph 54 of the judgment in the Arsenal Foot-
ball Club case.

15 — Case C[1245/02 Anheuser-Busch [2004] ECR
17710989.

16 — Paragraph 60 of the judgment cited in the previous
footnote, which raises the assessments made by the
Court of Justice in paragraphs 56 and 57 of the Arsenal
Football Club case to the level of a general statement.
17 — Paragraph 61.

18 — Judgment in Case C[12/00 Holterhoff [2002] ECR
1114187, paragraph 16. The case related to a commer-
cial transaction in which Mr Hoélterhoff offered to sell a
customer some semiprecious and ornamental stones,
with cuts which he called ‘Spirit Sun’ and ‘Context
Cut’, trade marks registered in the name of Mr Frei-
esleben. The customer ordered two garnets with the
Spirit Sun cut from Mr Holterhoff and, although on the
delivery note and the invoice there was no reference to
those trade marks, their proprietor brought proceedings
against Mr Hoélterhoff.

19 — Points 55 to 64 of the Opinion in the ArsenalFoot-
ball Club case.

20 — Point 53 of the Opinion in the Arsenal Football
Club case.

21 — Defraudat, S., Majorette, ma voiture miniature
préférée, ed. Du May, Boulogne-Villancourt, p. 8.

22 — The psychology of children does not always take
the same path; there are many examples of children
who follow their imagination rather than emulate their
elders; Ana Maria Matute, in her tale ‘La rama seca’
(The withered branch), Historias de la Artamila, Edi-
ciones Destino, Barcelona, 1993, pp. 123 et seq., gives
a touching account of how a little girl plays with her
‘doll” whom she calls ‘Pipa’, which is only a ‘little
withered branch’ wrapped in a piece of calico tied with
a cord (p. 125). The child falls ill and has to stay in bed
without her doll, which has been irremediably lost.
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doll with curly hair and round eyes’ she cries in disap-
pointment, ‘But it isn’t Pipa! It isn’t Pipa!” (p. 129).

23 — In his tale ‘The Little Tin Soldier’, Hans-Christian
Andersen describes the consumer’s expectations of rep-
licas and his disappointment when they are not perfect,
when he writes: “When [...] he finally had the box in his
hands, he ran excitedly up to his room and, closing the
door behind him, opened it almost reverently. His heart
leaped! Lying in green tissue-paper were little soldiers
in smart, shiny uniforms, their rifles on their shoulders.
But, oh what a pity! Among those spruce and smiling
soldiers there was one — just one — with only one leg’
(free translation).

24 — On Article 12(1)(a) of Regulation (EC) No 40/94
on the Community trade mark, Von Miihlendahl, A.
and Ohlgart, D.C., op cit., p. 54.

25 — Fernandez-Noévoa, C., op. cit., p. 459, draws atten-
tion to the fact that the aim of the provision referred to
is to protect these interests.

26 — Judgment in BMW, paragraph 61; and the judg-
ment in Case C[1100/02 Gerolsteiner Brunnen [2004]
ECR 111691, paragraph 24.

27 — Case C[1228/03 TheGillette Company and Gillette
Group Finland v LAJLaboratories Ltd Oy [2005] ECR
1112337.

28 — Paragraph 83 of the judgment in Anheuser-Busch.
29 — Paragraph 84 of the judgment cited in the previous
footnote.
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	ARTICLE 5(1) OF THE DIRECTIVE
	Sign identical or similar to the trade mark
	 Prohibited under Article 5(1)(a) of the directive when it affects or is liable to affect the functions of that trade mark.
	It should, however, be remembered that, in accordance with the case-law of the Court of Justice, the exclusive right under Article 5(1) of the directive was conferred in order to enable the trade mark proprietor to protect his specific interests as proprietor, that is, to ensure that the trade mark can fulfil its functions and that, therefore, the exercise of that right must be reserved to cases in which a third party’s use of the sign affects or is liable to affect the functions of the trade mark, in particular its essential function of guaranteeing to consumers the origin of the goods (Arsenal Football Club, paragraph 51; Case C‑245/02 Anheuser‑Busch [2004] ECR I‑10989, paragraph 59). Therefore, the affixing by a third party of a sign identical to a trade mark registered for toys to scale models of vehicles cannot be prohibited under Article 5(1)(a) of the directive unless it affects or is liable to affect the functions of that trade mark.
	Determine effect

	 It is for the referring court to determine whether the use affects the functions of the Opel logo as a trade mark registered for toys. 
	In the case in the main proceedings, which is characterised by the fact that the trade mark in question is registered both for motor vehicles and for toys, the referring court has explained that, in Germany, the av-erage consumer of the products of the toy industry, normally informed and reasonably attentive and cir-cumspect, is used to scale models being based on real examples and even accords great importance to abso-lute fidelity to the original, so that that consumer will understand that the Opel logo appearing on Autec’s products indicates that this is a reduced-scale reproduc-tion of an Opel car. If, by those explanations, the referring court in-tended to emphasise that the relevant public does not perceive the sign identical to the Opel logo appearing on the scale models marketed by Autec as an indication that those products come from Adam Opel or an under-taking economically linked to it, it would have to conclude that the use at issue in the main proceedings does not affect the essential function of the Opel logo as a trade mark registered for toys. It is for the referring court to determine, by refer-ence to the average consumer of toys in Germany, whether the use at issue in the main proceedings affects the functions of the Opel logo as a trade mark regis-tered for toys. Moreover, Adam Opel does not appear to have claimed that that use affects functions of that trade mark other than its essential one.
	Use of registered trade mark

	 Since Autec does not sell vehicles, there is no use of the Opel logo by Autec as a trade mark registered for motor vehicles, for the purposes of Article 5(1)(a) of the directive.
	Apart from that specific case of use of a trade mark by a third-party provider of services having as subject-matter the products bearing that trade mark, Article 5(1)(a) of the directive must be interpreted as covering the use of a sign identical to the trade mark in respect of goods marketed or services supplied by the third party which are identical to those in respect of which the trade mark is registered. First of all, the interpretation whereby the goods or services referred to in Article 5(1)(a) of the directive are those marketed or supplied by the third party fol-lows from the wording of that provision itself, particularly the words ‘using … in relation to goods or services’. Secondly, the contrary interpretation could lead to the words ‘goods’ and ‘services’ used in Article 5(1)(a) of the directive designating goods or services of the trade mark proprietor, whereas the words ‘goods’ and ‘service’ appearing in Article 6(1)(b) and (c) of the directive necessarily refer to those marketed or sup-plied by the third party, thereby leading, contrary to the scheme of the directive, to interpreting the same words in a different way according to whether they appear in Article 5 or in Article 6.
	ARTICLE 5(2) OF THE DIRECTIVE
	Unfair advantage of the distinctive character or the repute of the registered trade mark

	 The use is also capable of being prohibited if such use without due cause takes unfair advantage of, or is detrimental to, the distinctive character or the repute of that trade mark registered for motor vehicles.
	The use at issue in the main proceedings is also capable of being prohibited, in accordance with Article 5(2) of the directive, if such use without due cause takes unfair advantage of, or is detrimental to, the distinctive character or the repute of that trade mark registered for motor vehicles. Adam Opel has argued at the hearing before the Court that it has an interest in the quality of scale mod-els of vehicles bearing the Opel trade mark being good, and in those models being absolutely up to date, as oth-erwise the reputation of that trade mark, as a trade mark registered for motor vehicles, would be affected. This is, in any event, an assessment of a factual nature. It is for the referring court, where necessary, to determine whether the use at issue in the main proceed-ings constitutes use without due cause which takes unfair advantage of, or is detrimental to, the distinctive character or the repute of the registered trade mark.
	ARTICLE 6(1)(b) OF THE DIRECTIVE
	Affixing by third party

	 The affixing by a third party do not constitute use of an indication concerning a characteristic of those scale models.
	that, where a trade mark is registered, inter alia, in respect of motor vehicles, the affixing by a third party, without the authorisation of the proprietor of the trade mark, of a sign identical to that mark to scale models of that make of vehicle, in order faithfully to reproduce those vehicles, and the marketing of those scale mod-els, do not constitute use of an indication concerning a characteristic of those scale models, within the meaning of Article 6(1)(b) of the directive.


