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European Court of Justice, 11 March 2003, Ansul v
Ajax

A UTC Fow B Sty Congany

TRADEMARK LAW

Genuine use:

e Not merely token use

‘Genuine use’ must therefore be understood to denote
use that is not merely token, serving solely to preserve
the rights conferred by the mark.

o Use to guarantee the identity of the origin

Such use must be consistent with the essential function
of a trade mark, which is to guarantee the identity of
the origin of goods or services to the consumer or end
user by enabling him, without any possibility of confu-
sion, to distinguish the product or service from others
which have another origin.

o Use which is to create or preserve an outlet for
the goods or services that bear the sign

It follows that ‘genuine use’ of the mark entails use of
the mark on the market for the goods or services pro-
tected by that mark and not just internal use by the un-
dertaking concerned. The protection the mark confers
and the consequences of registering it in terms of en-
forceability vis-a-vis third parties cannot continue to
operate if the mark loses its commercial raison d'étre,
which is to create or preserve an outlet for the goods or
services that bear the sign of which it is composed, as
distinct from the goods or services of other undertak-
ings. Use of the mark must therefore relate to goods or
services already marketed or about to be marketed and
for which preparations by the undertaking to secure
customers are under way, particularly in the form of
advertising campaigns.

e Use by the trade mark proprietor or a third party
with authority to use the mark

Such use may be either by the trade mark proprietor or,
as envisaged in Article 10(3) of the Directive, by a
third party with authority to use the mark.

e Regard must be had to all the facts and circum-
stances relevant to establishing whether the
commercial exploitation of the mark is real

Finally, when assessing whether there has been genuine
use of the trade mark, regard must be had to all the

facts and circumstances relevant to establishing wheth-
er the commercial exploitation of the mark is real, in
particular whether such use is viewed as war-ranted in
the economic sector concerned to maintain or create a
share in the market for the goods or services protected
by the mark. Assessing the circumstances of the case
may thus include giving consideration, inter alia, to the
nature of the goods or service at issue, the characteris-
tics of the market concerned and the scale and
frequency of use of the mark.

e Use need not always be quantitatively significant
Use of the mark need not, therefore, always be quanti-
tatively significant for it to be deemed genuine, as that
depends on the characteristics of the goods or service
concerned on the corresponding market.

e That may apply to after-sales services, such as the
sale of accessories or related parts, or the supply of
maintenance and repair services.

Use of the mark may also in certain circumstances be
genuine for goods in respect of which it is registered
that were sold at one time but are no longer available.
That applies, inter alia, where the proprietor of the
trade mark under which such goods were put on the
market sells parts which are integral to the make-up or
structure of the goods previously sold, and for which he
makes actual use of the same mark (...)Since the parts
are integral to those goods and are sold under the same
mark, genuine use of the mark for those parts must be
considered to relate to the goods previ-ously sold and
to serve to preserve the proprietor's rights in respect of
those goods. The same may be true where the trade
mark proprietor makes actual use of the mark, under
the same conditions, for goods and services which,
though not integral to the make-up or structure of the
goods previously sold, are directly related to those
goods and intended to meet the needs of customers of
those goods. That may apply to after-sales services,
such as the sale of accessories or related parts, or the
supply of maintenance and repair services.
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(Trade marks - Directive 89/104/EEC - Article 12(1) -
Revocation of trade mark owner's rights - Concept of
genuine use of a trade mark - Maintenance of goods
already sold and sales of replacement parts and acces-
sories)

In Case C-40/01,

REFERENCE to the Court under Article 234 EC by the
Hoge Raad der Nederlanden (Netherlands) for a pre-
liminary ruling in the proceedings pending before that
court between
Ansul BV
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and (a) use of the trade mark in a form differing in ele-

Ajax Brandbeveiliging BV,

on the interpretation of Article 12(1) of First Council
Directive 89/104/EEC of 21 December 1988 to approx-
imate the laws of the Member States relating to trade
marks (OJ 1989 L 40, p. 1),

THE COURT,

composed of: G.C. Rodriguez Iglesias, President, J.-P.
Puissochet (Rapporteur), M. Wathelet and C.W.A.
Timmermans, Presidents of Chamber, C. Gulmann, A.
La Pergola, P. Jann, V. Skouris, F. Macken, N. Col-
neric and S. von Bahr, Judges,

Advocate General: D. Ruiz-Jarabo Colomer,

Registrar: M.-F. Contet, Principal Administrator,

after considering the written observations submitted on
behalf of:

- Ansul BV, by E.J. Louwers and T. Cohen Jehoram,
advocaten,

- Ajax Brandbeveiliging BV, by R.E.P. de Ranitz,
advocaat,

- the Netherlands Government, by H.G. Sevenster,
acting as Agent,

- the Commission of the European Communities, by
K. Banks and HM.H.  Speyart, acting as Agents,
having regard to the Report for the Hearing,

after hearing the oral observations of Ansul BV and the
Commission at the hearing on 4 June 2002,

after hearing the Opinion of the Advocate General at
the sitting on 2 July 2002,

gives the following

Judgment

1. By a judgment of 26 January 2001, lodged at the
Court on 31 January, the Hoge Raad der Nederlanden
(Supreme Court of the Netherlands) referred for a pre-
liminary ruling under Article 234 EC two questions on
the interpretation of Article 12(1) of First Council Di-
rective 89/104/EEC of 21 December 1988 to
approximate the laws of the Member States relating to
trade marks (OJ 1989 L 40, p. 1, hereinafter ‘the Di-
rective’).

2. Those questions were raised in proceedings between
the companies Ansul BV (hereinafter ‘Ansul’) and
Ajax Brandbeveiliging BV (hereinafter ‘Ajax’), both
governed by Netherlands law, relating to the use of the
trade mark Minimax for goods and services sold by
them.

Legal background

Community legislation

3. Article 10(1) to (3) of the Directive provides as fol-
lows:

‘1. If, within a period of five years following the date
of the completion of the registration procedure, the
proprietor has not put the trade mark to genuine use in
the Member State in connection with the goods or ser-
vices in respect of which it is registered, or if such use
has been suspended during an uninterrupted period of
five years, the trade mark shall be subject to the sanc-
tions provided for in this Directive, unless there are
proper reasons for non-use.

2. The following shall also constitute use within the
meaning of paragraph 1:

ments which do not alter the distinctive character of the
mark in the form in which it was registered;

(b) affixing of the trade mark to goods or to the pack-
aging thereof in the Member State concerned solely for
export purposes.

3. Use of the trade mark with the consent of the pro-
prietor or by any person who has authority to use a
collective mark or a guarantee or certification mark
shall be deemed to constitute use by the proprietor.’

4. Article 12(1) of the Directive provides as follows:

‘A trade mark shall be liable to revocation if, within a
continuous period of five years, it has not been put to
genuine [“normaal” in the Dutch version] use in the
Member State in connection with the goods or services
in respect of which it is registered, and there are no
proper reasons for non-use; however, no person may
claim that the proprietor's rights in a trade mark should
be revoked where, during the interval between expiry
of the five-year period and filing of the application for
revocation, genuine use of the trade mark has been
started or resumed; the commencement or resumption
of use within a period of three months preceding the
filing of the application for revocation which began at
the earliest on expiry of the continuous period of five
years of non-use, shall, however, be disregarded where
preparations for the commencement or resumption oc-
cur only after the proprietor becomes aware that the
application for revocation may be filed.’

Domestic legislation

5. Article 5(3) of the Uniform Benelux Law on Trade
Marks of 19 March 1962, which entered into force on 1
January 1971 (Benelux Bulletin 1962-2, p. 59, herein-
after ‘the UBL”) was worded as follows in the version
applicable up to 31 December 1995:

‘The right to the trade mark shall be extinguished:

3. in so far as, without good reason, there has been
no normal [“normaal”] use of the mark in Benelux ter-
ritory by the proprietor or a licensee either in the three
years following filing or for an uninterrupted period of
five years; in the event of proceedings the court may
allocate all or part of the burden of proving use to the
trade mark proprietor; however non-use at a time that
predates the action by more than six years must be
proved by the person claiming such non-use.

6. Article 5(2) and (3) of the UBL, in the version appli-
cable from 1 January 1996, as amended by the Protocol
signed on 2 December 1992 (Nederlands Trakatenblad
1993 No 12, p.1), which was enacted to implement the
Directive, provides as follows:

‘2. The right to the trade mark shall be declared extin-
guished within the limits set out in Article 14 C:

(a) in so far as, without good reason, there has been
no normal use of the mark in Benelux territory for the
goods in respect of which the trade mark is registered
for an uninterrupted period of five years; in the event of
proceedings the court may allocate all or part of the
burden of proving use to the trade mark proprietor;
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3. For the purposes of Article 5(2)(a) use of the trade
mark shall include the following:

(a)  wuse of the trade mark in a form differing in ele-
ments that do not alter the distinctive character of the
mark in the form in which it was registered;

(b) affixing of the trade mark to goods or to the
packaging thereof solely for export purposes;

(© use of the trade mark by a third party with the
consent of the proprietor.’

7. Article 14 C of the UBL sets out the circumstances
in which application may be made to the competent na-
tional courts for revocation of a trade mark registration.
8. The provisions of the UBL referred to at paragraphs
5 to 7 of this judgment apply mutatis mutandis to trade
marks designating services pursuant to Article 39 of the
UBL.

The main proceedings

9. Ansul has been the proprietor of the Minimax word
mark, which is registered at the Benelux trade mark of-
fice under No 052713 for various classes of goods,
essentially comprising fire extinguishers and associated
products, since 15 September 1971.

10. In 1988 the authorisation for the fire extinguishers
sold by Ansul under the Minimax trade mark expired.
Since 2 May 1989 at the latest, therefore, Ansul has no
longer been selling fire extinguishers under that mark.
11. From May 1989 to 1994 Ansul none the less sold
component parts and extinguishing substances for fire
extinguishers bearing the mark to undertakings with
responsibility for maintaining them. During the same
period it also maintained, checked and repaired equip-
ment bearing the Minimax mark itself, used the mark
on invoices relating to those services and affixed stick-
ers bearing the mark and strips bearing the words
‘Gebruiksklaar Minimax’ (Ready for use Minimax) to
the equipment. Ansul also sold such stickers and strips
to undertakings that maintain fire extinguishers.

12. Ajax is a subsidiary of the German company Mini-
max GmbH. It sells in the Netherlands fire protection
materials and related items, including fire extinguish-
ers, made by Minimax GmbH.

13. In Germany Minimax GmbH has been the proprie-
tor of the Minimax trade mark for over 50 years. Since
16 March 1992 it has also owned the word and figura-
tive mark registered under No 517006 and composed of
the word ‘Minimax’, drawn and configured in a partic-
ular way, in the Benelux countries for various goods, in
particular fire extinguishers and extinguishing sub-
stances, and for certain services, including the
installation, repair, maintenance and refilling of fire ex-
tinguishers.

14. In 1994 Ajax and Minimax GmbH actually began
to use the Minimax trade mark in the Benelux coun-
tries. Ansul objected by a letter of 19 January 1994.

15. On 13 June 1994 Ansul filed an application for the
word mark Minimax for certain services, including the
maintenance and repair of fire extinguishers. The mark
was registered by the Benelux trade mark office under
No 549146.

16. On 8 February 1995 Ajax brought an action before
the Arrondissementsrechtbank te Rotterdam (District

Court, Rotterdam) (Netherlands) for an order for, first
of all, revocation of Ansul's rights in the Minimax trade
mark registered in 1971 under No 052713 owing to
non-use and, secondly, annulment of the registration of
that mark effected in 1994 under No 549146, on the
ground that the mark had been filed in bad faith. Ansul
resisted those applications and counterclaimed for an
injunction barring Ajax from using the Minimax mark
in the Benelux countries.

17. By a judgment of 18 April 1996, the Arrondisse-
mentsrechtbank te  Rotterdam dismissed Ajax's
application and upheld Ansul's counterclaim. Ajax was
thus prohibited from using the Minimax trade mark in
the Benelux countries.

18. Ajax appealed against that judgment to the
Gerechtshof te 's-Gravenhage (Regional Court of Ap-
peal, The Hague) (Netherlands). That court found that
Ansul had not been putting the Minimax trade mark to
normal use since 1989. It found, inter alia, that Ansul
had not been releasing new products onto the market
since that time but had merely maintained, checked and
repaired used equipment. The court stated that the use
of stickers and strips bearing the mark was not distinc-
tive of the extinguishers and that, even if it were to be
regarded as amounting to use of the mark, it could not
amount to normal use within the meaning of Article
5(3) of the UBL, because the object was not to create or
preserve an outlet for fire extinguishers.

19. Consequently, by a judgment of 5 November 1998
the Gerechtshof overturned the decision under appeal,
revoking Ansul's rights to the mark registered under No
052713 in 1971 and annulling its rights to the mark reg-
istered under No 549146 in 1994, and ordering that
those registrations be struck off.

20. Ansul appealed in cassation to the Hoge Raad der
Nederlanden. That court considered that the outcome of
the main proceedings depended on the interpretation of
the concept of ‘normal use’ of the trade mark for the
purposes of Article 5(3) of the UBL.

21. The Hoge Raad found, first of all, that there is nor-
mal use of a mark within the meaning of the UBL
where ‘the sign in question is actually used in trade to
distinguish the goods or services of an undertaking’. In
that connection it held that, in assessing whether the
use to which a trade mark is put is normal, regard must
be had to ‘all the facts and circumstances specific to the
case’ and those facts and circumstances must demon-
strate that ‘having regard to what is considered to be
usual and commercially justified in the business sector
concerned, the object of use is to create or preserve an
outlet for trademarked goods and services and not
simply to maintain the rights in the trade mark’. The
Hoge Raad added, referring to the judgment of the
Benelux Court of Justice of 27 January 1981 in the case
of Turmac v Reynolds (A 80/1, Jur. 1980-81, p. 23),
that ‘so far as those facts and circumstances are con-
cerned, account must, as a rule, be taken of the kind,
extent, frequency, regularity and duration of the use in
conjunction with the kind of goods or service and the
kind and size of the undertaking’.
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22. The Hoge Raad der Nederlanden further found that
the interpretation given to Article 5(3) of the UBL must
be compatible with the interpretation of the correspond-
ing concept of ‘genuine use’ in Article 12(1) of the
Directive. Accordingly it decided to stay proceedings
and to refer the following questions to the Court for a
preliminary ruling:

‘1. Must the words “put to genuine use” in Article
12(1) of Directive 89/104 be interpreted in the manner
set out at paragraph 3.4 above [that is, the manner set
out at paragraph 21 of this judgment on normal use of a
trade mark within the meaning of the UBL] and, if the
answer is in the negative, on the basis of which (other)
criterion must the meaning of “genuine use” be deter-
mined?

2. Can there be “genuine use” as referred to above
also where no new goods are traded under the trade
mark but other activities are engaged in as set out in
subparagraphs (v) and (vi) of paragraph 3.1 above [that
is to say, those engaged in by Ansul from 1989 to 1994
which are described at paragraph 11 of this judgment]?’
The first question

23. By its first question the national court is essentially
asking how the concept of genuine use within the
meaning of Article 12(1) of the Directive, which is also
found in Article 10(1) of the Directive, is to be inter-
preted and, in particular, whether that concept may be
defined using the same criteria as for ‘normal use’ in
Article 5 of the UBL or whether there are other criteria
to which regard should be had.

24. The reason behind the question is the fact, men-
tioned at paragraph 3.5 of the order for reference, that
the Gerechtshof te 's-Gravenhage considered that the
fact that Ansul had not released any new fire extin-
guishers onto the market under the Minimax mark but
was inspecting used equipment that had already been
sold was crucial to the finding that it had not put the
mark to normal use. Ansul, however, argues before the
national court that that is not relevant to the issue of
normal use of a mark within the meaning of the UBL.
25. It is necessary as a preliminary matter to determine
whether, in relation to situations such as that in the
main proceedings, the concept of ‘genuine use’ in Arti-
cles 10 and 12 of the Directive is to be interpreted
uniformly within the Community legal order.

26. It follows both from the requirements of the uni-
form application of Community law and the principle
of equality that the terms of a provision of Community
law which make no express reference to the law of the
Member States for the purpose of determining its
meaning and scope must normally be given an autono-
mous and uniform interpretation throughout the
Community; that interpretation must take into account
the context of the provision and the purpose of the leg-
islation in question (Case C-287/98 Linster [2000] ECR
1-6917, paragraph 43).

27. Although the third recital in the preamble to the Di-
rective states that ‘it does not appear to be necessary at
present to undertake full-scale approximation of the
trade mark laws of the Member States’, the Directive
none the less provides for harmonisation in relation to

substantive rules of central importance in this sphere,
that is to say, according to the same recital, the rules
concerning the provisions of national law which most
directly affect the functioning of the internal market,
and the recital does not preclude the harmonisation re-
lating to those rules from being complete (Case C-
355/96 Silhouette International Schmied [1998]
ECR 1-4799, paragraph 23).

28. Thus it is clear from the seventh recital in the pre-
amble to the Directive that ‘attainment of the objectives
at which this approximation [of the laws of the Member

States] is aiming requires that the conditions for obtain-
ing and continuing to hold a registered trade mark are,
in general, identical in all Member States’. The eighth
recital states that ‘in order to reduce the total number of
trade marks registered and protected in the Community
and, consequently, the number of conflicts which arise
between them, it is essential to require that registered
trade marks must actually be used or, if not used, be
subject to revocation’, and the ninth recital states that
‘it is fundamental, in order to facilitate the free circula-
tion of goods and services, to ensure that henceforth
registered trade marks enjoy the same protection under
the legal systems of all the Member States’. Articles 10
to 15 of the Directive lay down the substantive condi-
tions to which both maintenance of the rights conferred
by the use of a mark on its proprietor and challenges to
those rights on grounds, inter alia, of lack of genuine
use - a concept which is essential to maintaining rights
to the mark - are subject.

29. It is evident from all the provisions cited in the pre-
vious paragraph that it was the Community legislature's
intention that the maintenance of rights in a trade mark
be subject to the same condition regarding genuine use
in all the Member States, so that the level of protection
trade marks enjoy does not vary according to the legal

system concerned (see, to that effect, Joined Cases C-
414/99 to C-416/99 Zino Davidoff and Levi Strauss
[2001] ECR 1-8691, paragraphs 41 and 42).

30. The notion of ‘genuine use’ also appears in Articles
15 and 50 of Council Regulation (EC) No 40/94 of 20
December 1993 on the Community trade mark (OJ
1994 L 11, p. 1) as a prerequisite for revocation of the
rights conferred by such a trade mark.

31. It is therefore incumbent on the Court to give a uni-
form interpretation of the concept of ‘genuine use’, as
used in Articles 10 and 12 of the Directive.

32. In defining the concept of ‘genuine use’ it must first
of all be borne in mind that, as the 12th recital in the
preamble to the Directive states, ‘all Member States of
the Community are bound by the Paris Convention for
the Protection of Industrial Property [and that] it is nec-
essary that the provisions of this Directive are entirely
consistent with those of the Paris Convention’.

33. The Convention simply states, with regard to revo-
cation for lack of use, as follows, at Article 5C(1):

‘If, in any country, use of the registered mark is com-
pulsory, the registration may be cancelled only after a
reasonable period, and then only if the person con-
cerned does not justify his inaction.’
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. As the provisions of the Paris Convention thus contain
no guidance for defining the concept of ‘genuine use’,
the scope of that expression must be determined solely
on the basis of an analysis of the provisions of the Di-
rective itself.

35. Next, as Ansul argued, the eighth recital in the pre-
amble to the Directive states that trade marks ‘must
actually be used or, if not used, be subject to revoca-
tion’. ‘Genuine use’ therefore means actual use of the
mark. That approach is confirmed, inter alia, by the
Dutch version of the Directive, which uses in the eighth
recital the words ‘werkelijk wordt gebruikt’, and by
other language versions such as the Spanish (‘uso efec-
tivo”), Italian (‘uso effettivo’) and English (‘genuine
use’).

36. ‘Genuine use’ must therefore be understood to de-
note use that is not merely token, serving solely to
preserve the rights conferred by the mark. Such use
must be consistent with the essential function of a trade
mark, which is to guarantee the identity of the origin of
goods or services to the consumer or end user by ena-
bling him, without any possibility of confusion, to
distinguish the product or service from others which
have another origin.

37. It follows that ‘genuine use’ of the mark entails use
of the mark on the market for the goods or services pro-
tected by that mark and not just internal use by the
undertaking concerned. The protection the mark con-
fers and the consequences of registering it in terms of
enforceability vis-a-vis third parties cannot continue to
operate if the mark loses its commercial raison d'étre,
which is to create or preserve an outlet for the goods or
services that bear the sign of which it is composed, as
distinct from the goods or services of other undertak-
ings. Use of the mark must therefore relate to goods or
services already marketed or about to be marketed and
for which preparations by the undertaking to secure
customers are under way, particularly in the form of
advertising campaigns. Such use may be either by the
trade mark proprietor or, as envisaged in Article 10(3)
of the Directive, by a third party with authority to use
the mark.

38. Finally, when assessing whether there has been
genuine use of the trade mark, regard must be had to all
the facts and circumstances relevant to establishing
whether the commercial exploitation of the mark is re-
al, in particular whether such use is viewed as
warranted in the economic sector concerned to main-
tain or create a share in the market for the goods or
services protected by the mark.

39. Assessing the circumstances of the case may thus
include giving consideration, inter alia, to the nature of
the goods or service at issue, the characteristics of the
market concerned and the scale and frequency of use of
the mark. Use of the mark need not, therefore, always
be quantitatively significant for it to be deemed genu-
ine, as that depends on the characteristics of the goods
or service concerned on the corresponding market.

40. Use of the mark may also in certain circumstances
be genuine for goods in respect of which it is registered
that were sold at one time but are no longer available.

41. That applies, inter alia, where the proprietor of the
trade mark under which such goods were put on the
market sells parts which are integral to the make-up or
structure of the goods previously sold, and for which he
makes actual use of the same mark under the conditions
described in paragraphs 35 to 39 of this judgment.
Since the parts are integral to those goods and are sold
under the same mark, genuine use of the mark for those
parts must be considered to relate to the goods previ-
ously sold and to serve to preserve the proprietor's
rights in respect of those goods.

42. The same may be true where the trade mark propri-
etor makes actual use of the mark, under the same
conditions, for goods and services which, though not
integral to the make-up or structure of the goods previ-
ously sold, are directly related to those goods and
intended to meet the needs of customers of those goods.
That may apply to after-sales services, such as the sale
of accessories or related parts, or the supply of mainte-
nance and repair services.

43. In the light of the foregoing considerations the reply
to the first question must be that Article 12(1) of the
Directive must be interpreted as meaning that there is
‘genuine use’ of a trade mark where the mark is used in
accordance with its essential function, which is to guar-
antee the identity of the origin of the goods or services
for which it is registered, in order to create or preserve
an outlet for those goods or services; genuine use does
not include token use for the sole purpose of preserving
the rights conferred by the mark. When assessing
whether use of the trade mark is genuine, regard must
be had to all the facts and circumstances relevant to es-
tablishing whether the commercial exploitation of the
mark is real, particularly whether such use is viewed as
warranted in the economic sector concerned to main-
tain or create a share in the market for the goods or
services protected by the mark, the nature of those
goods or services, the characteristics of the market and
the scale and frequency of use of the mark. The fact
that a mark is not used for goods newly available on the
market but for goods that were sold in the past does not
mean that its use is not genuine, if the proprietor makes
actual use of the same mark for component parts that
are integral to the make-up or structure of such goods,
or for goods or services directly connected with the
goods previously sold and intended to meet the needs
of customers of those goods.

The second question

44. By its second question the national court is essen-
tially asking whether, in the light of the reply to the
first question, the use by Ansul of the Minimax mark
from 1989 to 1994 in the context of the commercial ac-
tivities described at paragraph 11 of this judgment is
‘normal’ for purposes of the UBL or ‘genuine’ for the
purposes of Article 12 of the Directive.

45. However, it is not for the Court to make that as-
sessment. It is for the national court, under the division
of functions provided for by Article 234 EC, to apply
the rules of Community law, as interpreted by the
Court, to the individual case before it (see Case C-
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320/88 Shipping and Forwarding Enterprise Safe
[1990] ECR I-285, paragraph 11).

46. In those circumstances the reply to the second ques-
tion must be that it is for the national court to draw the
consequences for the resolution of the dispute before it
of the interpretation of the Community law concept of
‘genuine use’ of the trade mark given in the reply to the
first question referred for a preliminary ruling.

Costs

47. The costs incurred by the Netherlands Government
and the Commission, which have submitted observa-
tions to the Court, are not recoverable. Since these
proceedings are, for the parties to the main proceed-
ings, a step in the action pending before the national
court, the decision on costs is a matter for that court.
On those grounds,

THE COURT,

in answer to the questions referred to it by the Hoge
Raad der Nederlanden by judgment of 26 January
2001, hereby rules:

1. Article 12(1) of First Council Directive
89/104/EEC of 21 December 1988 to approximate the
laws of the Member States relating to trade marks must
be interpreted as meaning that there is ‘genuine use’ of
a trade mark where the mark is used in accordance with
its essential function, which is to guarantee the identity
of the origin of the goods or services for which it is reg-
istered, in order to create or preserve an outlet for those
goods or services; genuine use does not include token
use for the sole purpose of preserving the rights con-
ferred by the mark. When assessing whether use of the
trade mark is genuine, regard must be had to all the
facts and circumstances relevant to establishing wheth-
er the commercial exploitation of the mark is real,
particularly whether such use is viewed as warranted in
the economic sector concerned to maintain or create a
share in the market for the goods or services protected
by the mark, the nature of the goods or services at is-
sue, the characteristics of the market and the scale and
frequency of use of the mark. The fact that a mark that
is not used for goods newly available on the market but
for goods that were sold in the past does not mean that
its use is not genuine, if the proprietor makes actual use
of the same mark for component parts that are integral
to the make-up or structure of such goods, or for goods
or services directly connected with the goods previous-
ly sold and intended to meet the needs of customers of
those goods.

2. It is for the national court to draw the consequenc-
es for the resolution of the dispute before it of the
interpretation of the Community law concept of ‘genu-
ine use’ of the trade mark given in the reply to the first
question referred for a preliminary ruling.

OPINION OF ADVOCATE GENERAL
RUIZ-JARABO COLOMER

delivered on 2 July 2002 (1)

Case C-40/01

Ansul BV

v

Ajax Brandbeveiliging BV

(Reference for a preliminary ruling from the Hoge
Raad der Nederlanden (Netherlands))

(Trade marks - Approximation of laws - Directive
89/104/EEC - Article 12(1) - Revocation of trade mark
- Interpretation of the term ‘genuine use’)

1. The Hoge Raad der Nederlanden (Supreme Court of
the Netherlands) (hereinafter ‘the Hoge Raad’) is ask-
ing the Court of Justice to interpret the concept of
genuine use in Article 12(1) of the First Trade Mark
Directive (hereinafter ‘the Directive’ or ‘the First Di-
rective’), (2) which governs revocation of this form of
industrial property.

I - Facts and main proceedings

2. The following facts, which are set out by the Hoge
Raad in the order for reference, are relevant to the reso-
lution of this question.

3. Ansul BV (hereinafter ‘Ansul’) and Ajax
Brandbeveiliging BV (hereinafter ‘Ajax’) are legal per-
sons incorporated according to Netherlands law that
carry on business in the fire protection market. Ajax is
a subsidiary of the German company Minimax GmbH.
4. The word mark ‘Minimax’ and related rights were,
until the Second World War, owned by a German com-
pany with a sales office in the Netherlands. Those
assets were expropriated after the war as enemy proper-
ty. The rights in the sign were thus split. In the
Netherlands they were acquired by Ansul's predecessor
and in Germany they passed to Minimax GmbH.

5. 0n 15 September 1971 Ansul filed an application for
the word mark Minimax with the Benelux trade mark
office (Benelux Merkenbureau), which registered it un-
der number 052713 for goods in Classes 1, 6, 9, 12, 20
and 25 of the International Trade Mark Classification,
(3) in particular, for fire extinguishers.

6. For its part Ajax has since 16 March 1992 been the
proprietor of the composite mark Minimax in the Neth-
erlands, where it sells goods manufactured by its parent
company. That registration, under no 517006, is for
goods in Classes 1 (extinguishing substances) (4) and 9
(fire extinguishers), and services in Class 37 (the repair,
installation, maintenance and refilling of fire extin-
guishers).

7. Ajax and Minimax GmbH began to use the earlier
mark in the Benelux countries to distinguish the goods
and services in respect of which it was registered. An-
sul objected to that use on 19 January 1994.

8. Subsequently, on 13 June 1994, Ansul obtained reg-
istration (under no 549146) of the word mark Minimax
for services in Classes 37, 39 and 42, including the
maintenance and repair of fire extinguishers. (5)

9. On 8 February 1995 Ajax brought an action against
Ansul before the Arrondissementsrechtbank (District
Court) te Rotterdam for an order for, first of all, the
revocation of goods mark no 052713 and the annulment
of services mark no 549146, and for both registrations
to be struck off.

10. Ansul opposed those actions and counterclaimed
for an injunction prohibiting Ajax from using the name
Minimax in the Benelux countries for the goods and
services claimed for its marks, and requiring Ajax to
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pay a penalty in the event of failure to cease using the
sign.

11. By a judgment of 18 April 1996 the Rechtbank de
Rotterdam dismissed Ajax's claims and upheld those of
Ansul.

12. Ajax appealed to the Gerechtshof (Regional Court
of Appeal) at The Hague which gave judgment on 5
November 1998. That court overturned the judgment of
the court below, rejected Ansul's claims, upheld those
of Ajax and declared Ansul's rights in mark no 052713
invalid and its rights in mark no 549146 null and void,
and ordered both registrations to be revoked.

13. Ansul appealed in cassation. The argument before
the Hoge Raad focused on the term ‘genuine use’ of a
trade mark, with the parties disagreeing over the appli-
cant's activities in the fire extinguishers sector from 2
May 1989, (6) and in particular whether they amounted
to real use, for the purposes of Article 12(1) of the Di-
rective, of the mark of which it has been the proprietor
since 1971.

II - The questions referred for a preliminary ruling

14. In order to resolve the appeal the Hoge Raad there-
fore needs to know what the scope of the term ‘genuine
use’ in Article 12(1) is. It has, therefore, by a judgment
of 26 January 2001, stayed proceedings and referred
two questions to the Court of Justice for a preliminary
ruling.

15. The first question is worded as follows:

‘Must the words “put to genuine use” in Article 12(1)
of Directive 89/104 be interpreted in the manner set out
at paragraph 3.4 above and, if the answer is in the nega-
tive, on the basis of which (other) criterion must the
meaning of “genuine use” be determined?’

16. The section of the order for reference referred to
reads as follows:

‘...use... must relate to specific goods sold or supplied
or services offered by the user. The question whether a
particular use can be regarded as “genuine use” can be
answered only (i) by taking into consideration all the
facts and circumstances specific to the case whereby
(i1) the decisive factor is whether all the facts and cir-
cumstances specific to the case, when viewed in
connection with one another and in the context of what
is considered to be usual and commercially justifiable
in the relevant sector of the trade, create the impression
that the use serves to find or preserve a market for
goods and services under that trade mark and not simp-
ly to maintain the trade mark, and whereby (iii) account
must generally be taken, as regards those facts and cir-
cumstances, of the kind, extent, frequency, regularity
and duration of the use in conjunction with the kind of
goods or service and the kind and size of the undertak-
ing’.

17. The second question referred for a preliminary rul-
ing by the Hoge Raad is as follows:

‘Can there be “genuine use” as referred to above also
where no new goods are traded under the trade mark
but other activities are engaged in as set out in subpara-
graphs (v) and (vi) of paragraph 3.1 above?’

18. Those activities are as follows:

(1)  The sale of components and extinguishing sub-
stances for fire extinguishers under the Minimax trade
mark to undertakings which maintain fire extinguishers
not bearing the Minimax mark; Ansul did not use the
mark in its relations with these undertakings.

(2) Maintaining, checking, regauging, repairing and
overhauling fire extinguishing equipment both for An-
sul and for the aforementioned undertakings, and using
for that purpose components and extinguishing sub-
stances originating from the trade mark proprietor.

(3) The use, and sale to those undertakings, of stick-
ers bearing the trade mark and of strips bearing the
words ‘Gebruiksklaar Minimax’ (Ready for use Mini-
max).

III - The proceedings before the Court of Justice

19. Ansul, Ajax, the Netherlands Government and the
Commission submitted written observations in the case
in accordance with Article 20 of the EC Statute of the
Court of Justice.

20. Ansul and the Commission appeared at the hearing
on 4 June 2002 to present oral argument.

IV - Revocation of the marks for non-use under
substantive law

1. International Agreements on industrial proper-
ty

A - The Paris Convention

21. The original wording of the Paris Convention For
The Protection Of Industrial Property signed on 20
March 1883, to which all the Member States of the Eu-
ropean Union are signatories, (7) did not provide for
the revocation of rights in a trade mark for non-use.

22. It was at the revision at The Hague of 6 November
1925 that a clause on use of trade marks was inserted
into the Paris Convention, in the form of Article 5C,
which provides as follows:

‘(1) If, in any country, use of the registered mark is
compulsory, the registration may be cancelled only af-
ter a reasonable period, and then only if the person
concerned does not justify his inaction.

(2) Use of a trademark by the proprietor in a form dif-
fering in elements which do not alter the distinctive
character of the mark in the form in which it was regis-
tered in one of the countries of the Union shall not
entail invalidation of the registration and shall not di-
minish the protection granted to the mark.

(3) Concurrent use of the same mark on identical or
similar goods by industrial or commercial establish-
ments considered as co-proprietors of the mark
according to the provisions of the domestic law of the
country where protection is claimed shall not prevent
registration or diminish in any way the protection
granted to the said mark in any country of the Union,
provided that such use does not result in misleading the
public and is not contrary to the public interest.’

B - Agreement on Trade-Related Aspects of Intellec-
tual Property Rights

23. This agreement, which is annexed to the Agreement
establishing the World Trade Organisation signed in
Marrakesh on 15 April 1994, (8) provides that in re-
spect of, inter alia, trade marks, members of the
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organisation are to comply with Articles 1 to 12, and
Article 19, of the Paris Convention (Article 2(1)). (9)
24. Article 19, entitled ‘Requirement of Use’, provides
as follows:

‘1. If use is required to maintain a registration, the reg-
istration may be cancelled only after an uninterrupted
period of at least three years of non-use, unless valid
reasons based on the existence of obstacles to such use
are shown by the trademark owner. Circumstances aris-
ing independently of the will of the owner of the
trademark which constitute an obstacle to the use of the
trademark, such as import restrictions on or other gov-
ernment requirements for goods or services protected
by the trademark, shall be recognised as valid reasons
for non-use.

2. When subject to the control of its owner, use of a
trademark by another person shall be recognised as use
of the trademark for the purpose of maintaining the reg-
istration.’

2. Community Law

A - The First Directive

25. The European legislature stated in the eighth recital
in the preamble to the Directive that ‘in order to reduce
the total number of trade marks registered and protect-
ed in the Community and, consequently, the number of
conflicts which arise between them, it is essential to
require that registered trade marks must actually be
used or, if not used, be subject to revocation’.

26. In accordance with that principle, Article 10 et seq.
of the Directive deal with the use of trade marks and
the consequences of non-use.

27. Article 10, governing use of a mark, provides as
follows:

‘1. If, within a period of five years following the date
of the completion of the registration procedure, the
proprietor has not put the trade mark to genuine use in
the Member State in connection with the goods or ser-
vices in respect of which it is registered, or if such use
has been suspended during an uninterrupted period of
five years, the trade mark shall be subject to the sanc-
tions provided for in this Directive, unless there are
proper reasons for non-use.

2.  The following shall also constitute use within the
meaning of paragraph 1:

(a)  wuse of the trade mark in a form differing in ele-
ments which do not alter the distinctive character of the
mark in the form in which it was registered;

(b) affixing of the trade mark (10) to goods or to the
packaging thereof in the Member State concerned sole-
ly for export purposes.

3. Use of the trade mark with the consent of the pro-
prietor or by any person who has authority to use a
collective mark or a guarantee or certification mark
shall be deemed to constitute use by the proprietor.

28. The consequences of non-use of a mark are dealt
with in Article 11. Article 11(3) and (4) provides as fol-
lows:

‘3. Without prejudice to the application of Article 12,
where a counter-claim for revocation is made, any
Member State may provide that a trade mark may not

be successfully invoked in infringement proceedings if
it is established as a result of a plea that the trade mark
could be revoked pursuant to Article 12(1).

4.  If the earlier trade mark has been used in relation
to part only of the goods or services for which it is reg-
istered, it shall, for purposes of applying paragraphs 1,
2 and 3, be deemed to be registered in respect only of
that part of the goods or services.’

29. Revocation is dealt with in Article 12(1) of the Di-
rective, which provides as follows:

‘1. A trade mark shall be liable to revocation if, with-
in a continuous period of five years, it has not been put
to genuine use in the Member State in connection with
the goods or services in respect of which it is regis-
tered, and there are no proper reasons for non-use;
however, no person may claim that the proprietor's
rights in a trade mark should be revoked where, during
the interval between expiry of the five-year period and
filing of the application for revocation, genuine use of
the trade mark has been started or resumed; (11) the
commencement or resumption of use within a period of
three months preceding the filing of the application for
revocation which began at the earliest on expiry of the
continuous period of five years of non-use, shall, how-
ever, be disregarded where preparations for the
commencement or resumption occur only after the pro-
priector becomes aware that the application for
revocation may be filed.’

B - Community trade mark regulation

30. On 20 November 1993 the Council of the European
Union adopted Regulation (EC) No 40/94 of 20 De-
cember 1993 on the Community trade mark. (12) The
regulation refers to the principle of ‘genuine use’ of
trade marks (13) and, in Articles 15, 43, 50 and 56,
pursues the same goal as the First Directive which I
have quoted above.

3. Benelux Law

31. In my Opinion delivered on 31 January 2002 in the
case of Koninklijke KPN Nederland (C-363/99), in
which judgement has not yet been delivered, I set out
the origin and genesis of the Uniform Benelux Law on
trade marks mentioned in the fifth footnote to the pre-
sent Opinion.

32. The original version of Article 5(3) of the Law pro-
vided that the right to a trade mark was to be
extinguished:

‘in so far as, without good reason, there has been no
normal use of the mark in Benelux territory by the pro-
prietor or a licensee either in the three years following
filing or for an uninterrupted period of five years; in the
event of proceedings the court may allocate all or part
of the burden of proving use to the trade mark proprie-
tor; however non-use at a time that predates the action
by more than six years must be proved by the person
claiming such non-use.’ (14)

33. The commentary on Article 5 in the explanatory
statement accompanying the law states that obligatory
use must entail normal exploitation, taking account of
all the circumstances of the case to determine whether
or not a mark is being put to use. (15)
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34. In order to adapt the Law to the First Directive and
insert the relevant provisions on the Community trade
mark, on 2 December 1992 Belgium, Luxembourg and
the Netherlands signed a Protocol, (16) which, pursuant
to Article 8, entered into force on 1 January 1996, to-
gether with the amendments introduced by the Uniform
Law.

35. One of those amendments related to Article 5. Arti-
cle 5(2) and (3) now provides as follows:

‘2. The right to the trade mark shall be declared extin-
guished within the limits set out in Article 14 C: (17)
(a) in so far as, without good reason, there has been
no normal use of the mark in Benelux territory for the
goods in respect of which the trade mark is registered
for an uninterrupted period of five years; in the event of
proceedings the court may allocate all or part of the
burden of proving use to the trade mark proprietor;

3. For the purposes of Article 5(2)(a) use of the trade
mark shall include the following:

(a)  use of the trade mark in a form differing in ele-
ments that do not alter the distinctive character of the
mark in the form in which it was registered;

(b) affixing of the trade mark to goods or to the packag-
ing thereof solely for export purposes;

(c) use of the trade mark by a third party with the con-
sent of the proprietor’.(18)

36. Pursuant to Article 39 of the Law, the forgoing pro-
visions also apply to service marks.

V - Analysis of the questions referred for a prelimi-
nary ruling

1. Introduction

37. 1 have endeavoured in the preceding sections to
give an account of the various layers of rules to which
the Court of Justice should in my view have regard in
its reply to the Hoge Raad to clarify the specific diffi-
culties which have arisen in these preliminary
proceedings.

38. The Uniform Benelux Law on trade marks and the
case-law thereon of course represent a reference point
but in no sense may be regarded as providing an accu-
rate reflection of the answers which the Court of Justice
must give to the referring court's questions. Since trade
mark proprietors are intended to enjoy the same level
of protection in all the Member States, the reply must
be framed according to the law of the European Union.
19)

39. It is none the less true, as I had occasion to point
out in my Opinion of 18 January 2001 in the case of
Merz & Krell (Case C-517/99), (20) as well as in Kon-
inklijke KPN Nederland, that because Community
trade mark law is so singularly structured, endeavours
must be made to construe it in an integrationist manner.
40. The Directive and the legislation of the Member
States must be interpreted in the light of the Paris Con-
vention, (21) which in turn provides the inspiration for
the Agreement on Trade-Related Aspects of Intellectual
Property Rights. (22) The Benelux countries, on the
other hand, have not only integrated their respective
legal systems in the area of trade marks, but also har-

monised them with those of the other Member States of
the European Community, adapting the Uniform Law
to the Directive, and they have naturally done so in a
manner that is consistent with the obligations imposed
by the Paris Convention. (23)

2. The use of trade marks

41. Accordingly the replies to be provided to the Hoge
Raad must assist it by considering all rules in the
Community legal order relating to trade marks. On the
basis of an all-embracing approach, therefore, the first
observation called for, since it is so obvious, is that
trade marks exist to be used, (24) so that a proprietor
who does not put his distinctive sign to use runs the
risk of losing his rights as a result of revocation.

42. Trade mark registers cannot simply be repositories
for signs hidden away, lying in wait for the moment
when an unsuspecting party might attempt to put them
to use, only then to be brandished with an intent that is
at best speculative. The opposite is true; they must
faithfully reflect the reality of indications used by un-
dertakings in the market to distinguish their goods and
services. Only marks that are used in commercial life
should be registered by offices with responsibility for
industrial property matters. As the Commission says in
its written observations, ‘defensive’ and ‘strategic’ reg-
istrations must be refused.

43. Registration of a sign confers monopoly rights on
the trade mark proprietor, authorising him to enforce
those rights against the whole world and to prohibit all
use of the sign. However it does so precisely in order
that the proprietor might put the sign to use in a way
that justifies that exclusivity.

44. Thus a trade mark proprietor must use the mark in a
way that is consistent with the objectives that the law
attributes to this piece of property. (25) I think it neces-
sary to reiterate that the relationship between the rights
a trade mark confers on its proprietor and the mark it-
self is fundamental: the purpose of the legal benefits it
carries with it is to enable the consumer to distinguish
the goods or service identified, so that the ability to
discriminate, on which freedom of choice depends,
might lead to the establishment of a system of open
competition in the internal market. (26)

45. In essence, if a proprietor does not wish his rights
in the trade mark to be revoked, he must use it ‘as a
trade mark’. I thus come to the same issue, albeit by a
different route, as that which arose in the Arsenal Foot-
ball Club case (Case C-206/01), in which I delivered
my Opinion on 13 June 2002. In that case it was neces-
sary to ascertain the circumstances in which a third
party was using a distinctive sign as a trade mark, so as
to be able to determine the circumstances in which the
proprietor could prohibit him from doing so. The con-
cern here is to establish what is required in order for
there to be such use, given that non-use can, if it con-
tinues for the period laid down by law, result in his
rights being extinguished.

46. There is no doubt in my mind that the imprecise
legal notion of ‘use as trade mark’ means the same
thing in both situations. Accordingly I would refer to
the reasoning and considerations set out in that Opin-

www.ip-portal.eu

Page 9 of 13


http://www.ippt.eu/
http://www.ip-portal.eu/

wWww.ippt.eu

IPPT20030311 ECJ, Ansul v Ajax

ion, (27) and confine myself here to restating the con-
clusion I came to in that case.

47. Use of a trade mark is characterised by two factors.
The first is that it must be commercial use, meaning
that it must relate to the manufacture and supply of
goods or services in the market. Article 5 of the Di-
rective has ‘in the course of trade’. (28)

48. The second requirement is that such commercial
use be for the purpose of distinguishing the goods or
services by their origin or source, by their quality or by
their reputation.

3. The concept of ‘genuine use’

49. 1t is not sufficient in order for use of a trade mark to
qualify that the mark be used in the course of trade with
one of those aims in view. The use must additionally be
‘genuine’ or, to put it another way, ‘not token’.

50. That statement leads me to posit an initial hypothe-
sis as to what is meant by ‘genuine use’. Where use is a
mere sham, is formalistic or notional, where it is empty
of substance and directed solely at avoiding revocation
and does not serve to carve out an opening in the mar-
ket for the goods and services to which it relates, that
use does not constitute genuine use.

51. So much for what does not constitute genuine use.
What does qualify as genuine use is less easy to deter-
mine.

52. Examination of the various language versions of the
Directive (29) leads me to the conclusion that the kind
of use intended by the Community legislature is what
may be described as ‘sufficient’ in relation to the func-
tion performed by a trade mark. The parties which
submitted observations in this case based on the various
versions of the Directive talk about ‘normal’, ‘serious’,
‘authentic’ and ‘effective’ use, but those adjectives,
which describe the activity in the same terms as the
definition, add nothing: they are tautological.

53. It is necessary to provide a purposive interpretation,
again by reference to the function performed by a trade
mark, and to look at whether the use by the proprietor
is directed at distinguishing his goods or services in the
market so as to create an outlet by free, open and fair
competition. In my view the kind of use the Directive,
and in particular Article 12(1), requires is ‘sufficient
use’ or ‘appropriate use’ to that end (geschikt gebruik;
adequate use; usage approprié; geeignete Benutzung;
uso atto).

54. In order for use of a trade mark to qualify as such,
and therefore to be considered genuine, it must first of
all involve use of the sign in relation to the goods and
services for which it is registered. Once it has entered
consumers' consciousness, the trade mark constitutes
the link between the indication and the goods or ser-
vice, (30) so that using the elements of which the mark
is composed for other goods or services does not con-
stitute use of the mark.

55. For the same reason the notion of ‘genuine use’ re-
quires use of the sign exactly as it was granted and
registered with all its components, other than where,
exceptionally, any difference affects elements which do
not alter the distinctive character of the mark ‘in the
form in which it was registered’. (31)

56. It is also necessary, given what a trade mark is and
the functions it performs, that use be public and exter-
nal, directed at the outside world. The mark must by the
use made of it be present in the market for the goods or
services that it represents. Accordingly there will be
genuine use not only where the goods are being sold or
the services supplied, but also where the trade mark is
being used for advertising with a view to those goods
or services being launched in the market. (32)

57. On the other hand, private use that does not extend
beyond the internal province of the proprietor's under-
taking does not count, in so far as it is not directed at
securing a place in the market. Preparations for the
marketing of goods or services do not, therefore, con-
stitute ‘sufficient’ or ‘effective’ use, nor does getting
them shop-ready or storing them where they do not
leave the undertaking's premises. (33) Use that consists
in affixing the mark to the goods or their packaging for
export purposes counts in exceptional circumstances
only. (34) The reason for that is the need to protect un-
dertakings whose main activity is export and who
would otherwise run the risk of forfeiting their marks
for non-use because they do not put them to use in the
internal market.

58. In summary, there can only be ‘genuine use’ where
the trade mark is used, in the form in which it is regis-
tered, publicly and in the external world to create an
outlet in the market for the goods and services which it
identifies.

59. Even then, it is still not sufficient that those condi-
tions be met unless, as I have already indicated, the use
of the mark is also ‘appropriate’ to the aims the law as-
cribes to trade marks. I said a little earlier that where a
proprietor uses his mark with the sole aim of prevent-
ing revocation, that use cannot be classified as
‘genuine’. Taking that approach beyond the purely sub-
jective, I may add that nor will there be ‘sufficient’ use
of a sign which, whilst not pursuing that aim, is not ap-
propriate at least to a minimum degree to fulfilling the
functions the law ascribes to it.

60. Such ‘objective appropriateness’ can only be de-
termined by reference to the circumstances in each
case, the assessment of which are a matter for the na-
tional court. (35) None the less I am able to propose
some criteria by way of guidance for the purposes of
making that assessment.

61. If the goods or service are to be placed in the mar-
ket, the paradigm for ‘genuine use’ is their sale or
supply under the trade mark. The point beyond which
commercial use of the trade mark may be considered
‘appropriate’ and ‘genuine’ is directly related to the
type of goods or category of service. As the Commis-
sion noted in its written observations, the degree of use
required of a mark employed in relation to luxury
goods of limited distribution cannot be the same as for
a mark employed in relation to mass consumption
goods.

62. In any event, irrespective of the volume of transac-
tions carried out under the mark or their frequency, the
use must be consistent, and not sporadic or occasional.
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63. If the nature of the goods or service is relevant, so
also are the structure and limits of the relevant market
and the average consumer's perception of the product or
service in question.

64. As I have already observed, for the proprietor the
mark constitutes the link between the sign and the
goods or service, and represents the vehicle by which,
as a result of the way in which it is perceived by con-
sumers and the consequent association between it and
those goods or services, he places himself in the mar-
ket. That is why market structure, which depends,
amongst other things, on the nature of the product, and
distribution channels are very significant in determin-
ing whether a trade mark is actually being used.
Clearly, for instance, using a trade mark for edible pre-
serves is entirely different from using it for electronic
computer components. Nor is there any comparison be-
tween consumers' powers of perception in relation to
those products. The range of types of use in order for
the mark to fulfil its function is very different in each
case.

65. The size of a proprietor's undertaking is, however,
irrelevant for the purposes of determining from what
point use of a trade mark may be classified as genuine.
It used to be a factor in times gone by when distinctive
signs had no independent life separate from the rest of
the undertaking's assets and could only be assigned to-
gether with those assets. That is no longer the case;
(36) to some extent the trade mark acquires a ‘life of its
own’ separate from its proprietor, who may exploit it
directly, though there is nothing to prevent a third party
from using it with his consent. (37)

66. If, in order for use to be genuine, it must be directed
at creating an opening in the market for the goods or
services identified by the mark, the intensity of use will
depend, as I have already said, on the nature of the
goods or service and on the structure and size of the
relevant market, though not on the size of the undertak-
ing that owns it, whether or not it is putting it to use.

67. A small undertaking may own a trade mark for
mass consumption goods which are widely distributed
and find it necessary to assign the right to exploit it to
an undertaking with greater resources. Conversely, a
large company may own a trade mark in a small niche
market and assign the right to exploit it to a small or-
ganisation operating in that sector. There is therefore
no link between the size of the undertaking that owns
the mark and the intensity of the use it makes of it in
order for that use to be regarded as ‘genuine’.

68. On the basis of all the foregoing I therefore propose
that the Court of Justice reply to the first question re-
ferred by the Hoge Raad as follows. There can only be
‘genuine use’ where the trade mark, in the form in
which it is registered (or with changes that do not alter
its distinctive character), is used consistently, publicly
and in the outside world to create an outlet in the mar-
ket for the goods and services which it identifies, and
not for the sole purpose of maintaining it. It is for the
national court to determine whether the use by the trade
mark owner is appropriate to at least a minimum degree
to fulfilling that aim, taking account of the circum-

stances of each case, and in particular the nature of the
goods or service, the structure and limits of the relevant
market and the perception of the mark by the average
consumer of the goods or services in question.

4. Use of the ‘Minimax’ trade mark

69. By its second question the Hoge Raad is seeking
guidance as to whether the use to which Ansul put trade
mark no 052713 to distinguish fire extinguishers from 2
May 1989 constitutes genuine use. | refer to the activi-
ties set out at point 18 above.

70. The reply to this second question is implicit in the
reply I have proposed to the first question. It is for the
Hoge Raad, applying the criteria given it by the Court
of Justice, to deliver judgment accordingly in the light
of all the facts at its disposal, together with those
pleaded, albeit to no avail, by the parties at the hearing.

71. It must, however, be recalled that the concept of
‘genuine use’ of a trade mark requires that the mark be
put to use in relation to the goods or services for which
it is registered.

VI - Conclusion

In view of the foregoing considerations I propose that
the Court reply to the questions referred by the Hoge
Raad in the following terms:

There can only be ‘genuine use’ within the meaning of
Article 12(1) of Council Directive 89/104/EEC of 21
December 1988, First Directive to approximate the
laws of the Member States relating to trade marks,
where the trade mark, in the form in which it is regis-
tered (or with changes that do not alter its distinctive
character), is used consistently, publicly and in the out-
side world to create an outlet in the market for the
goods and services which it identifies, and not for the
sole purpose of maintaining it.

It is for the national court to determine whether the use
made by the trade mark owner is appropriate at least to
a minimum degree to fulfilling that aim, taking account
of the circumstances of each case, and in particular the
nature of the goods or service, the structure and limits
of the relevant market and the perception of the mark
by the average consumer of the goods or services in
question.

1: - Original language: Spanish.

2: - First Council Directive 89/104/EEC of 21 De-
cember 1988 to approximate the laws of the Member
States relating to trade marks (OJ 1989 L 40, p. 1).

3: -  Established by the Nice Agreement on the Inter-
national Classification of Goods and Services for the
Purposes of the Registration of Marks of 15 June 1957,
as revised in Geneva on 13 May 1977.

4: - The materials and preparations that are emitted
under pressure and smother flames are known in the
safety sector as extinguishing substances.

5: - The original version of the Uniform Benelux
Law on trade marks (Nederlands Traktatenblad 1962,
No 58, pp. 10 to 76) did not provide for the registration
of signs for services. That possibility was only envis-
aged after the entry into force of Article 39 on 1
January 1987. That amendment was the result of the
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Protocol on service marks signed in Brussels on 10
November 1983 (Nederlands Traktatenblad 1983, No
187, pp. 1 to 7).

6: - Ansul has not sold any fire extinguishers since
that date under the ‘Minimax’ mark. As for the activi-
ties from that date, see point 18 herein.

7:-  The Netherlands has been a party to the Conven-
tion since 7 July 1884.

8:-  0J 1994 L 336, pp. 214 to 223.

9: - The Trademark Law Treaty 1994 also contains a
reference to the Paris Convention. Article 15 stipulates
as follows: ‘Any Contracting Party shall comply with
the provisions of the Paris Convention which concern
marks’.

10: - The Spanish version is the only one to have
‘Community trade mark’. This is clearly an error as the
Directive is not concerned with the Community trade
mark.

11: - There is a typographical error in the Spanish
version of the Directive which does not affect the Eng-
lish version.

12:- OJ1994 L 11,p. 1.

13: - See the ninth recital in the preamble.

14: - Bulletin Benelux, 1962-2, p. 59.

15: - Bulletin Benelux, 1962-2, pp. 31 and 32.

16: - Nederlands Trakatenblad 1993, No 12, pp. 1 to
12.

17: - Article 5(1) of this provision stipulates that
‘any interested party may claim that the rights in the
trade mark have been extinguished in the circumstances
described in Article 5(2). The mark may not be de-
clared extinguished under Article 5(2)(a) if, in the
interval from the end of the five-year period referred to
and the filing of the application for revocation, normal
use of the mark has been started or resumed. However
the commencement or resumption of use within a peri-
od of three months preceding the filing of the
application for revocation shall be disregarded where
preparations for the commencement or resumption oc-
cur only after the proprietor becomes aware that the
application for revocation may be filed.’

18: - The translation of the foregoing provisions of
the Uniform Benelux Law on trade marks is an unoffi-
cial one.

19: - See the ninth recital in the preamble to the Di-
rective and the judgment in Joined Cases C-414/99 to
C-416/99 Zino Davidoff and Others [2001] ECR I-
8691, paragraph 42.

20: - Judgment in this case was delivered on 4 Octo-
ber 2001 [2001] ECR 1-6959.

21: - The last recital to the Directive states that the
provisions of the Directive are to be ‘entirely consistent
with those of the Paris Convention’.

22: - See in particular Article 2(1).

23: - See point 30 of the Opinion in Koninklijke
KPN Nederland.

24: - That statement is today unquestionable alt-
hough the same was not true in 1925 when the
Convention was drawn up.

25:- In contrast to other types of industrial and intel-
lectual property, in the case of the protection of

distinctive signs (trade marks, commercial names, indi-
cations of origin) it is not the creative or inventive
activity of the author that is being protected but the
commercial activity of undertakings and, through that,
economic public policy.

26: -  See the Opinion in Merz & Krell (points 31 and
32), and in Koninklijke KPN Nederland (points 32 and
33).

27:-  See, in particular, points 49, 50, 62, 64 and 88,
subparagraphs 1 and 4.

28: - The German version of the Directive uses the
expression ‘geschéftlichen Verkehr’, the French ‘vie
des affaires’, the English ‘course of trade’, the Italian
‘nel commercio’ and finally the Netherlands ‘econo-
misch verkeer’. [Translator's note: the Spanish uses ‘en
el trafico econdmico’].

29: - The Netherlands uses the term ‘normal’. The
French has ‘usage sérieux’, the Portuguese ‘uso sério’,
the English ‘genuine use’ and the German ‘ernsthafte
Benutzung’. The Italian uses the same adjective as the
Spanish: ‘effettivo’.

30: -  See C. Fernandez-Novoa, Fundamentos de de-
recho de marcas, pub. Montecorvo. S. A. Madrid, 1984,
p. 23.

31: - Article 10(2)(a) of the Directive, See also Arti-
cle 5(2) of the Paris Convention.

32: - In my Opinion in the Sieckmann case (C-
273/00), in which judgment has not yet been delivered,
I emphasised that advertising is one of the functions of
a trade mark (point 19).

33: - See C. Fernandez-Novoa, Derecho de marcas,
pub. Montecorvo. S. A. Madrid, 1990, pp. 253 and 254.
This author adds the exclusive sale of goods bearing
the mark to employees in the undertaking's stores as
internal use.

34: - See Article 10(2)(b) of the Directive.

35: - Whether a trade mark is being used is a ques-
tion of fact that must be determined according to rules
of evidence. To that effect Rule 22(2) of Commission
Regulation (EC) No 2868/95 of 13 December 1995 im-
plementing Council Regulation (EC) No 40/94 on the
Community trade mark (OJ 1995 L 303, p. 1) provides
that the proof of use is to consist of ‘indications con-
cerning the place, time, extent and nature of use of the
opposing trade mark for the goods and services in re-
spect of which it is registered’, and adds in Rule 22(3)
that the evidence is, in principle, to comprise ‘support-
ing documents and items such as packages, labels, price
lists, catalogues, invoices, photographs, newspaper ad-
vertisements, and statements in writing’.

36: - For example, Article 17 of the Community
Trade Mark Regulation authorises the transfer of a
trade mark separately from the sale of the undertaking's
other assets.

37: - See Article 10(3) of the Directive. That princi-
ple does not specify the scope of this condition. Does it
have to be express as where it is exploited by a licensee
or is mere tolerance sufficient? Article 19(2) of the
Agreement on Trade-Related Aspects of Intellectual
Property Rights refers to use ‘subject to the control of
its owner’.
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	‘Genuine use’ must therefore be understood to denote use that is not merely token, serving solely to preserve the rights conferred by the mark. 
	Such use must be consistent with the essential function of a trade mark, which is to guarantee the identity of the origin of goods or services to the consumer or end user by enabling him, without any possibility of confusion, to distinguish the product or service from others which have another origin. 
	 Use which is to create or preserve an outlet for the goods or services that bear the sign
	It follows that ‘genuine use’ of the mark entails use of the mark on the market for the goods or services pro-tected by that mark and not just internal use by the undertaking concerned. The protection the mark confers and the consequences of registering it in terms of enforceability vis-à-vis third parties cannot continue to operate if the mark loses its commercial raison d'être, which is to create or preserve an outlet for the goods or services that bear the sign of which it is composed, as distinct from the goods or services of other undertak-ings. Use of the mark must therefore relate to goods or services already marketed or about to be marketed and for which preparations by the undertaking to secure customers are under way, particularly in the form of advertising campaigns. 
	 Use by the trade mark proprietor or a third party with authority to use the mark
	 Regard must be had to all the facts and circumstances relevant to establishing whether the commercial exploitation of the mark is real
	Finally, when assessing whether there has been genuine use of the trade mark, regard must be had to all the facts and circumstances relevant to establishing whether the commercial exploitation of the mark is real, in particular whether such use is viewed as war-ranted in the economic sector concerned to maintain or create a share in the market for the goods or services protected by the mark. Assessing the circumstances of the case may thus include giving consideration, inter alia, to the nature of the goods or service at issue, the characteristics of the market concerned and the scale and frequency of use of the mark. 
	 Use need not always be quantitatively significant
	Use of the mark need not, therefore, always be quantitatively significant for it to be deemed genuine, as that depends on the characteristics of the goods or service concerned on the corresponding market. 
	 That may apply to after-sales services, such as the sale of accessories or related parts, or the supply of maintenance and repair services.
	Use of the mark may also in certain circumstances be genuine for goods in respect of which it is registered that were sold at one time but are no longer available. That applies, inter alia, where the proprietor of the trade mark under which such goods were put on the market sells parts which are integral to the make-up or structure of the goods previously sold, and for which he makes actual use of the same mark (…)Since the parts are integral to those goods and are sold under the same mark, genuine use of the mark for those parts must be considered to relate to the goods previ-ously sold and to serve to preserve the proprietor's rights in respect of those goods. The same may be true where the trade mark proprietor makes actual use of the mark, under the same conditions, for goods and services which, though not integral to the make-up or structure of the goods previously sold, are directly related to those goods and intended to meet the needs of customers of those goods. That may apply to after-sales services, such as the sale of accessories or related parts, or the supply of maintenance and repair services.
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