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Court of Justice EU, 9 September 2010, OHIM v 
BORCO 

 
 
TRADEMARK LAW 
 
Distinctive character 
• Whether a sign is capable of distinguishing as a 
trademark has to be assessed in the context of an 
examination, based on facts  
It follows that, particularly as it may prove more diffi-
cult to establish distinctiveness for marks consisting of 
a single letter than for other word marks, OHIM is re-
quired to assess whether the sign at issue is capable of 
distinguishing the different goods and services in the 
context of an examination, based on the facts, focusing 
on those goods or services 
• it is not open to OHIM, without relevant justifi-
cation, to rely on conjecture or mere doubts 
• OHIM is required to examine, of its own motion, 
the relevant facts – no reversal of burden of proof 
Contrary to what OHIM claims, that requirement can-
not be made relative or reversed, to the detriment of the 
applicant for a trade mark, on the basis of paragraph 50 
of the judgment in Case C-238/06 P Develey v OHIM 
[2007] 
 
 
 
Source: curia.europa.eu 
 
Court of Justice EU, 9 September 2010 
(A. Tizzano, kamerpresident, E. Levits, A. Borg 
Barthet, J.-J. Kasel en M. Safjan) 
JUDGMENT OF THE COURT (First Chamber) 
9 September 2010 (*)  
(Appeal – Community trade mark – Application for 
registration of the figurative sign ‘α’ ­– Absolute 
grounds for refusal – Distinctive character – Mark 
consisting of a single letter) 
In Case C-265/09 P, 
APPEAL under Article 56 of the Statute of the Court of 
Justice, brought on 10 July 2009, Office for Harmoni-
sation in the Internal Market (Trade Marks and 
Designs) (OHIM), represented by G. Schneider, acting 
as Agent, appellant, 
the other party to the proceedings being: 
BORCO-Marken-Import Matthiesen GmbH & Co. KG, 
established in Hamburg (Germany), represented by M. 
Wolter, Rechtsanwalt, applicant at first instance, 
THE COURT (First Chamber), 
composed of A. Tizzano, President of the Chamber, E. 
Levits, A. Borg Barthet, J.-J. Kasel and M. Safjan 

(Rapporteur), Judges, 
Advocate General: Y. Bot, 
Registrar: R. Grass, 
having regard to the written procedure, after hearing 
the Opinion of the Advocate General at he sitting on 6 
May 2010, gives the following 
Judgment 
1 By its appeal, the Office for Harmonisation in the In-
ternal Market (Trade Marks and Designs) (OHIM) 
seeks to have set aside the judgment of 29 April 2009 
of the Court of First Instance of the European 
Communities (now ‘the General Court’) in Case T-
23/07 BORCO-Marken-Import Mattthiesen v OHIM 
(α) [2009] ECR II-861 (‘the judgment under appeal’), 
by which that court annulled the decision of the Fourth 
Board of Appeal of OHIM of 30 November 2006 (Case 
R 808/2006-4) dismissing the appeal against the deci-
sion of the examiner who had refused registration of 
the figurative sign ‘α’ as a Community trade mark (‘the 
contested decision’).  
Legal context 
2 Council Regulation (EC) No 40/94 of 20 December 
1993 on the Community trade mark (OJ 1994 L 11, p. 
1) was repealed by Council Regulation (EC) No 
207/2009 of 26 February 2009 on the Community trade 
mark (codified version) (OJ 2009 L 78, p. 1), which 
entered into force on 13 April 2009. Nevertheless, the 
present action is governed, having regard to the date of 
the facts, by Regulation No 40/94.  
3 Under Article 4 of Regulation No 40/94:  
‘A Community trade mark may consist of any signs ca-
pable of being represented graphically, particularly 
words, including personal names, designs, letters, nu-
merals, the shape of goods or of their packaging, 
provided that such signs are capable of distinguishing 
the goods or services of one undertaking from those of 
other undertakings.’  
4 Pursuant to Article 7(1) of that regulation, the follow-
ing are not to be registered:  
‘… 
(b) trade marks which are devoid of any distinctive 
character;  
(c) trade marks which consist exclusively of signs or 
indications which may serve, in trade, to designate the 
kind, quality, quantity, intended purpose, value, geo-
graphical origin or the time of production of the goods 
or of rendering of the service, or other characteristics of 
the goods or service;  
…’ 
5 In accordance with Article 74(1) of that regulation, 
‘[i]n proceedings before it, [OHIM] shall examine the 
facts of its own motion’.  
Background to the dispute 
6 On 14 September 2005, BORCO-Marken-Import 
Matthiesen GmbH & Co. KG (‘BORCO’) filed an ap-
plication for registration of the sign as a Community 
trade mark. 
7 The goods in respect of which registration was sought 
are in Class 33 of the Nice Agreement concerning the 
International Classification of Goods and Services for 
the Purposes of the Registration of Marks of 15 June 
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1957, as revised and amended, and correspond to the 
description ‘alcoholic beverages (except beers), wines, 
sparkling wines and beverages containing wine’.  
8 By decision of 31 May 2006, the examiner refused 
the application for registration on the ground that the 
sign at issue lacked distinctive character, on the basis of 
Article 7(1)(b) of Regulation No 40/94. The examiner 
found that the mark applied for constituted a faithful 
reproduction of the Greek lower-case letter ‘α’, without 
graphical modifications, and that Greek-speaking pur-
chasers would not detect in that sign an indication of 
the commercial origin of the goods described in the 
trade mark application.  
9 On 15 June 2006, BORCO lodged an appeal with 
OHIM against that decision.  
10 That appeal was dismissed by the contested decision 
on the ground that the sign at issue was devoid of the 
distinctive character required under Article 7(1)(b) of 
Regulation No 40/94.  
The action before the General Court and the judg-
ment under appeal 
11 On 5 February 2007, BORCO brought an action be-
fore the General Court seeking the annulment of the 
contested decision, relying on three pleas in law alleg-
ing infringement of Article 7(1)(b), Article 7(1)(c) and 
Article 12 of Regulation No 40/94 respectively. BOR-
CO submitted, inter alia, in the context of its first plea, 
that the sign at issue had the distinctive character re-
quired under Article 7(1)(b) of Regulation No 40/94, in 
that it made it possible to identify the goods at issue in 
Class 33 under the Nice Agreement as coming from its 
undertaking and, consequently, to distinguish them 
from the goods of other undertakings. Owing to the fact 
that, under Article 4 of that regulation, marks may con-
sist of letters, it could not be assumed that, by 
definition, such marks lack distinctive character, within 
the meaning of Article 7(1)(b) of that regulation, if Ar-
ticle 4 were not to be rendered meaningless.  
12 In paragraph 39 of the judgment under appeal, the 
General Court first pointed out that the Fourth Board of 
Appeal of OHIM ought to have determined whether the 
sign was incapable of distinguishing, in the eyes of the 
average Greek-speaking consumer, BORCO’s goods 
from those of a different origin, since a minimum de-
gree of distinctiveness is sufficient to prevent 
application of the absolute ground for refusal provided 
for in Article 7(1)(b) of Regulation No 40/94.  
13 As regards the analysis carried out in the case by 
that Board of Appeal, the General Court stated, in par-
agraphs 40 to 52 of the judgment under appeal, that the 
Board of Appeal had refused, in breach in particular of 
Article 4 of Regulation No 40/94, to accept that single 
letters can have distinctive character without undertak-
ing the examination based on the facts mentioned 
above.  
14 The General Court continued with its assessment of 
the decision of the Fourth Board of Appeal of OHIM as 
follows:  
‘53 Fourthly, the [Fourth] Board of Appeal [of OHIM] 
found, in paragraph 25 of the decision [in question], 
that the reference public “might” view the letter “α” as 

a reference to quality (“A” quality), an indication of 
size, or of a type or kind of alcoholic beverage, such as 
those covered by the application.  
54 OHIM cannot claim that, in making such a finding, 
the [Fourth] Board of Appeal [of OHIM] carried out an 
examination as to whether, on the facts, the sign at is-
sue had distinctive character. As well as being of a 
doubtful nature which renders it valueless, that ground 
does not refer to any specific fact capable of substanti-
ating the finding that the mark at issue would be 
perceived by the relevant public as a reference to quali-
ty, an indication of size, or of a type or kind, in respect 
of the goods covered by the application (see, to that ef-
fect, [Case T-302/06 Hartmann v OHIM (E) [2008] 
ECR II-132], paragraph 44). It follows that the [Fourth] 
Board of Appeal [of OHIM] failed to establish that the 
sign at issue lacked distinctive character.’  
15 In paragraph 56 of the judgment under appeal, the 
General Court concluded:  
‘It follows from all of the foregoing that, by assuming 
from its lack of graphical modifications or ornamenta-
tions that, by definition, the sign at issue lacked 
distinctive character in relation to the Times New Ro-
man character font, without carrying out an 
examination as to whether, on the facts, that sign is ca-
pable of distinguishing, in the mind of the reference 
public, the goods at issue from those of [BORCO’s] 
competitors, the Board of Appeal misapplied Article 
7(1)(b) of Regulation No 40/94.’  
16 The General Court accordingly upheld the first plea 
and annulled the contested decision, without examining 
the other two pleas submitted by BORCO. Pointing out 
that, pursuant to Article 63(6) of Regulation No 40/94, 
it was for OHIM to re-examine BORCO’s application 
for registration in the light of the grounds of the judg-
ment under appeal, the General Court considered that 
there was no need to adjudicate on BORCO’s second 
head of claim, which sought a declaration that Article 
7(1)(b), (c) and (2) of Regulation No 40/94 did not pre-
clude the registration of the sign at issue in respect of 
the goods described in the application for registration.  
 Forms of order sought 
17 In its appeal, in support of which it raises a single 
plea in law which is subdivided into three parts con-
cerning, respectively, the requirement of an 
examination of distinctive character based on the facts, 
the allegedly doubtful nature of the a priori examina-
tion, and the burden of proof, OHIM claims the Court 
should:  
– set aside the judgment under appeal; 
– dismiss BORCO’s action at first instance;  
– in the alternative, refer the case back to the General 
Court, and 
– order BORCO to pay the costs incurred before both 
the General Court and the Court of Justice. 
18 BORCO contends that the Court should dismiss the 
appeal and order OHIM to pay the costs.  
 The appeal 
 The first part of the single plea 
 Arguments of the parties 
19 OHIM claims that, contrary to the General Court’s 

http://www.ippt.eu/
http://www.ip-portal.eu/


 
www.ippt.eu  IPPT20100909, CJEU, OHIM v BORCO 

www.ip-portal.eu  Page 3 of 10 

assessment, the examination of the distinctive character 
of a sign on the basis of Article 7(1)(b) of Regulation 
No 40/94 does not always imply a determination of 
whether that sign is capable of distinguishing the dif-
ferent goods in the context of an examination, based on 
the facts, focused on those goods.  
20 The General Court applied Article 7(1)(b) of that 
regulation incorrectly inasmuch as it rejected the view 
of the Fourth Board of Appeal of OHIM on the sole 
ground that the Board of Appeal established, in respect 
of a specific category of signs, the principle that those 
signs cannot normally serve as an indication of origin. 
The General Court ought to have ascertained whether 
the Board of Appeal’s assertion was actually correct.  
21 In support of its argument, OHIM relies on the case-
law of the Court in relation to three-dimensional signs 
(Case C-136/02 P Mag Instrument v OHIM [2004] 
ECR I-9165), and to marks consisting of colours (Case 
C-104/01 Libertel [2003] ECR I-3793, and Case C-
49/02 Heidelberger Bauchemie [2004] ECR I-6129), 
and on the case-law of the General Court concerning 
advertising slogans and domain names. The case-law 
cited allows, for certain categories of signs, an exami-
nation of distinctive character, based on the facts, for 
the purposes of Article 7(1)(b) of Regulation No 40/94, 
relying on general assertions concerning the consum-
er’s perception and how that perception is conditioned, 
often forgoing a specific examination of the goods and 
services referred to in the trade mark application in 
question.  
22 OHIM claims that, if it is permissible, in the context 
of assessing three-dimensional shapes, to maintain that 
consumers, in the absence of any graphic or word ele-
ment, are not in the habit of making assumptions about 
the origin of products on the basis of their shape (Mag 
Instrument v OHIM, paragraph 30), it should also be 
permissible to maintain that consumers are not in the 
habit of making assumptions about the origin of prod-
ucts on the basis of single letters without any graphic 
element.  
23 In the context of examining the category of signs 
consisting of colours, the Court has held that, save in 
exceptional cases, colours do not initially have a dis-
tinctive character, but may be capable of acquiring such 
character as the result of the use made of them in rela-
tion to the goods or services claimed (Heidelberger 
Bauchemie, paragraph 39). OHIM takes the view that 
an identical assertion should be permitted regarding 
single letters, more particularly in view of the fact that 
single letters are normally perceived as a designation of 
type or code numbers, an indication of size or other 
similar information.  
24 BORCO contests the interpretation suggested by 
OHIM. It contends that the concept of distinctive char-
acter must be interpreted in the same way in respect of 
all categories of marks. Article 7(1)(b) of Regulation 
No 40/94 does not distinguish between different cate-
gories of marks as regards the assessment of their 
distinctive character. The distinctive character of a 
mark must always be assessed by reference to the 
goods or services in respect of which registration of the 

mark is sought. Such greater difficulty as might be en-
countered in the specific assessment of the distinctive 
character of certain trade marks cannot, by itself justify 
the assumption that such marks are, a priori, devoid of 
distinctive character.  
25 In contrast to what OHIM claims, the principles de-
veloped in the case-law in respect of the distinctive 
character of marks consisting of colours and three-
dimensional marks are not transferable to the present 
case. Since the mark applied for is a figurative mark 
representing a single letter of the Greek alphabet, 
namely ‘α’, in an up-to-date font and without any other 
graphic element, the principles developed in relation to 
word marks should therefore be applied.  
26 The empirical rule expounded by the Court that av-
erage consumers are not in the habit of making 
assumptions about the origin of goods on the basis of 
their shape or the shape of their packaging in the ab-
sence of any graphic or word element (Case C-25/05 P 
Storck v OHIM [2006] ECR I-5719, paragraph 27), is 
not transferable to the present case. A single letter is 
still a sign irrespective of the nature of the goods desig-
nated by the mark at issue. It is not, moreover, apparent 
that consumers’ perception of a mark consisting of a 
single letter will be any different from that of a mark 
comprised of two or more letters.  
27 In addition, the view that it is possible to dispense 
with an examination by reference to the goods and ser-
vices specifically claimed clearly conflicts with the 
settled case-law of the Court.  
 Findings of the Court 
28 As a preliminary point, it should be recalled that, 
according to Article 4 of Regulation No 40/94, letters 
are among the categories of signs of which a Commu-
nity trade mark may consist, provided that they are 
capable of distinguishing the goods or services of one 
undertaking from those of other undertakings.  
29 However, the fact that a sign is, in general, capable 
of constituting a trade mark does not mean that the sign 
necessarily has distinctive character for the purposes of 
Article 7(1)(b) of the regulation in relation to a specific 
product or service (Joined Cases C-456/01 P and C-
457/01 P Henkel v OHIM [2004] ECR I-5089, para-
graph 32).  
30 Under that provision, marks which are devoid of any 
distinctive character are not to be registered.  
31 According to settled case-law, for a trade mark to 
possess distinctive character for the purposes of that 
provision, it must serve to identify the product in re-
spect of which registration is applied for as originating 
from a particular undertaking, and thus to distinguish 
that product from those of other undertakings (Henkel 
v OHIM, paragraph 34; Case C-304/06 P Eurohypo v 
OHIM [2008] ECR I-3297, paragraph 66; and Case C-
398/08 P Audi v OHIM [2010] ECR I-0000, para-
graph 33).  
32 It is settled case-law that that distinctive character 
must be assessed, first, by reference to the goods or 
services in respect of which registration has been ap-
plied for and, second, by reference to the perception of 
them by the relevant public (Storck v OHIM, para-
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graph 25; Henkel v OHIM, paragraph 35; and Euro-
hypo v OHIM, paragraph 67). Furthermore, the Court 
has held, as OHIM points out in its appeal, that that 
method of assessment is also applicable to an analysis 
of the distinctive character of signs consisting solely of 
a colour per se, three-dimensional marks and slogans 
(see, to that effect, respectively, Case C-447/02 P KWS 
Saat v OHIM [2004] ECR I-10107, paragraph 78; 
Storck v OHIM, paragraph 26; and Audi v OHIM, 
paragraphs 35 and 36).  
33 However, while the criteria for the assessment of 
distinctive character are the same for different catego-
ries of marks, it may be that, for the purposes of 
applying those criteria, the relevant public’s perception 
is not necessarily the same in relation to each of those 
categories and it could therefore prove more difficult to 
establish distinctiveness in relation to marks of certain 
categories as compared with marks of other categories 
(see Joined Cases C-473/01 P and C-474/01 P Proctor 
& Gamble v OHIM [2004] ECR I-5173, paragraph 36; 
Case C-64/02 P OHIM v Erpo Möbelwerk [2004] 
ECR I-10031, paragraph 34; Henkel v OHIM, para-
graphs 36 and 38; and Audi v OHIM, paragraph 37).  
34 In that regard, the Court has already stated that dif-
ficulties in establishing distinctiveness which may be 
associated with certain categories of marks because of 
their very nature – difficulties which it is legitimate to 
take into account – do not justify laying down specific 
criteria supplementing or derogating from application 
of the criterion of distinctiveness as interpreted in the 
case-law (see OHIM v Erpo Möbelwerk, paragraph 
36, and Audi v OHIM, paragraph 38).  
35 It is apparent from the case-law of the Court on Ar-
ticle 3 of Council Directive 89/104/EEC of 21 
December 1988 to approximate the laws of the Member 
States relating to trade marks (OJ 1989 L 40, p. 1), the 
wording of which is identical to that in Article 7 of 
Regulation No 40/94, that the distinctive character of a 
mark must always be assessed specifically by reference 
to the goods or services designated (see, to that effect, 
Libertel, paragraph 76, and Case C-363/99 Koninklijke 
KPN Nederland [2004] ECR I-1619, paragraphs 31 and 
33).  
36 As the Advocate General observed at point 47 of his 
Opinion, the requirement of an examination as to 
whether, on the facts, the sign in question is capable of 
distinguishing the goods or services designated from 
those of other undertakings, allows for the accommoda-
tion of the ground for refusal laid down in Article 
7(1)(b) of Regulation No 40/94 with the general capaci-
ty of a sign to constitute a trade mark recognised in 
Article 4 thereof.  
37 In that regard, it should be pointed out that, even 
though it is apparent from the case-law cited that the 
Court has recognised that there are certain categories of 
signs which are less likely prima facie to have distinc-
tive character initially, the Court, nevertheless, has not 
exempted the trade mark authorities from having to car-
ry out an examination of their distinctive character 
based on the facts.  
38 In relation, more particularly, to the fact that the 

sign at issue consists of a single letter with no graphic 
modifications, it should be borne in mind that registra-
tion of a sign as a trade mark is not subject to a finding 
of a specific level of linguistic or artistic creativity or 
imaginativeness on the part of the proprietor of the 
trade mark (Case C-329/02 P SAT.1 v OHIM [2004] 
ECR I-8317, paragraph 41).  
39 It follows that, particularly as it may prove more dif-
ficult to establish distinctiveness for marks consisting 
of a single letter than for other word marks, OHIM is 
required to assess whether the sign at issue is capable 
of distinguishing the different goods and services in the 
context of an examination, based on the facts, focusing 
on those goods or services.  
40 Therefore, in ascertaining whether the Fourth Board 
of Appeal of OHIM carried out an examination as to 
whether, on the facts, the sign at issue was capable of 
distinguishing the goods designated from those of other 
undertakings, the General Court correctly applied Arti-
cle 7(1)(b) of Regulation No 40/94.  
41 It follows that the first part of the single plea must 
be rejected as unfounded.  
 The second part of the single plea 
 Arguments of the parties 
42 According to OHIM, the General Court disregarded 
the fact that the examination of the distinctive character 
of a sign is an a priori examination and that, therefore, 
there is always an element of conjecture in the decision 
taken after that examination. It argues that the average 
consumer is a legal concept and that the examination of 
the distinctive character of a sign must be carried out 
independently of any actual use of that sign on the 
market.  
43 BORCO contends that mere conjecture is not a suf-
ficient basis for a finding that a sign is devoid of any 
distinctive character. If that were the case, OHIM 
could, without specific reasons, refuse any trade mark 
application for lack of distinctive character, relying 
solely on the conjecture that the mark at issue could 
possibly, for reasons unknown even to OHIM, be de-
void of the required distinctive character. That course 
would not be consistent with the case-law of the Court, 
according to which OHIM must, in the context of its 
examination of the absolute grounds for refusal, carry 
out a full and complete examination of all the relevant 
facts and circumstances.  
 Findings of the Court 
44 It must be noted that the requirement to carry out an 
a priori examination of the distinctive character of a 
sign does not preclude that examination being based on 
the facts.  
45 As is clear from the case-law of the Court, the ex-
amination of trade mark applications must not be 
minimal, but must be stringent and full, in order to pre-
vent trade marks from being improperly registered and, 
for reasons of legal certainty and good administration, 
to ensure that trade marks whose use could be success-
fully challenged before the courts are not registered 
(see, to that effect, Libertel, paragraph 59, and OHIM 
v Erpo Möbelwerk, paragraph 45).  
46 The very objective of an a priori review would be 
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thwarted if, despite the requirement, recalled in para-
graph 39 above, to carry out an examination, based on 
the facts, of the distinctive character of the mark ap-
plied for, it was open to OHIM, without relevant 
justification, to rely on conjecture or mere doubts.  
47 It follows that the General Court was right to find, in 
paragraph 54 of the judgment under appeal, that the 
Fourth Board of Appeal of OHIM, by relying on a 
ground of conjecture, was not able to satisfy the re-
quirements applicable to examination of the distinctive 
character of a sign for which registration as a trade 
mark is sought under Regulation No 40/94.  
48 Accordingly, the second part of the single plea must 
be rejected as unfounded.  
 The third part of the single plea 
 Arguments of the parties 
49 OHIM claims that the General Court misjudged the 
burden of proof in the context of the examination car-
ried out on the basis of Article 7(1)(b) of Regulation 
No 40/94, in so far as it held that OHIM must always 
establish the lack of distinctive character of the mark 
for which registration is sought by reference to specific 
facts.  
50 As the registration procedure is an administrative 
procedure and not an adversarial one in which OHIM 
would have to prove to the applicant that the grounds 
for refusal were justified, it is for the applicant who is 
relying, on appeal, on the distinctive character of the 
mark applied for, to provide specific and substantiated 
information establishing that that mark has distinctive 
character.  
51 According to OHIM, where it finds that a mark for 
which registration is sought is devoid of intrinsic dis-
tinctive character, it may base its analysis on facts 
arising from practical experience generally acquired 
from the marketing of general consumer goods, which 
are likely to be known by anyone and are, in particular, 
known by the consumers of those goods. In such a case, 
OHIM is not obliged to give examples of such practical 
experience.  
52 The General Court disregarded that principle when, 
in paragraph of 54 of the judgment under appeal, it crit-
icised the Fourth Board of Appeal of OHIM for not 
relying on any specific fact. The Board of Appeal was 
entitled, contrary to what the General Court held, to 
base its analysis on facts arising from the generally ac-
quired experience according to which single letters are 
used normally as, inter alia, designations of type, code 
numbers or indications of size, and are perceived as 
such.  
53 According to BORCO, those arguments are legally 
erroneous.  
54 Pursuant to Article 74(1) of Regulation No 40/94, 
OHIM is required, when examining absolute grounds 
for refusal in the course of the registration procedure, to 
examine of its own motion the relevant facts. It is only 
where OHIM has set out specific indications of a lack 
of distinctive character that the applicant for a trade 
mark is able to refute those indications, and only then 
does the applicant bear a burden of proof in the context 
of legal proceedings. OHIM, in its appeal, disregards 

essential principles relating to the burden of proof.  
 Findings of the Court 
55 It must be held at the outset that, in criticising the 
Fourth Board of Appeal of OHIM for not having estab-
lished that the trade mark applied for lacked distinctive 
character, the General Court merely applied the case-
law, cited in paragraph 35 above, according to which 
an examination, based on the facts, must always be car-
ried out in relation to the distinctive character of the 
sign at issue.  
56 As the Advocate General states in point 59 of his 
Opinion, considerations relating to the burden of proof, 
in the context of the procedure for registration of a 
mark, cannot exempt OHIM from the obligations im-
posed on it by Regulation No 40/94.  
57 According to Article 74(1) of that regulation, when 
examining absolute grounds for refusal, OHIM is re-
quired to examine, of its own motion, the relevant facts 
which might lead it to apply such a ground.  
58 Contrary to what OHIM claims, that requirement 
cannot be made relative or reversed, to the detriment of 
the applicant for a trade mark, on the basis of paragraph 
50 of the judgment in Case C-238/06 P Develey v 
OHIM [2007] ECR I-9375.  
59 As is apparent from that paragraph, it is only inas-
much as, despite OHIM’s analysis, an applicant claims 
that a trade mark applied for is distinctive, that it is for 
that applicant to provide specific and substantiated in-
formation to show that the trade mark applied for has 
distinctive character (Develey v OHIM, paragraph 50).  
60 Accordingly, since the analysis by the Fourth Board 
of Appeal of OHIM does not comply with the require-
ments set out in paragraph 35 above, such an obligation 
cannot be attributed to BORCO.  
61 It follows that the third part of the single plea raised 
by OHIM is unfounded.  
62 Given that none of the three parts of the single plea 
raised by OHIM is well founded, the appeal must be 
dismissed.  
 Costs 
63 Under Article 69(2) of the Rules of Procedure, 
which applies to appeal proceedings by virtue of Arti-
cle 118 thereof, the unsuccessful party is to be ordered 
to pay the costs if they have been applied for in the 
successful party’s pleadings. As BORCO sought an or-
der for costs against OHIM, and as it has been 
unsuccessful in its appeal, OHIM must be ordered to 
pay the costs.  
On those grounds, the Court (First Chamber) hereby: 
1. Dismisses the appeal; 
2. Orders the Office for Harmonisation in the Internal 
Market (Trade Marks and Designs) (OHIM) to pay the 
costs. 
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BORCO-Marken-Import Matthiesen GmbH & Co. KG 
(Appeal – Community trade mark – Sign consisting of 
one letter – Absolute grounds for refusal of registration 
– Regulation (EC) No 40/94 – Article 7(1)(b) – Dis-
tinctive character – Method of assessment – 
Examination, based on the facts, in relation to the 
goods or services specified in the application for regis-
tration) 
1. Is it possible for the Office for Harmonisation in the 
Internal Market (Trade Marks and Designs) (OHIM) to 
introduce under Article 7(1)(b) of Council Regulation 
(EC) No 40/94 of 20 December 1993 on the Communi-
ty trade mark,(2) an a priori exclusion of a non-stylised 
letter from registration as a Community trade mark, 
without infringing that regulation?  
2. This, in essence, is the question raised by this appeal 
brought by OHIM against the judgment of the Court of 
First Instance of the European Communities (now ‘the 
General Court’) of 29 April 2009 in BORCO-Marken-
Import Matthiesen v OHIM (α). (3)  
3. By the judgment under appeal, the General Court 
granted the application brought by BORCO-Marken-
Import Matthiesen GmbH & Co. KG (‘BORCO’) 
against the decision of the Fourth Board of Appeal of 
OHIM of 30 November 2006 (‘the contested decision’) 
rejecting the application for registration of the sign ‘α’ 
on the ground of lack of any distinctive character, on 
the basis of Article 7(1)(b) of the regulation. The Court 
held that the method used by OHIM for assessing the 
distinctive character of that sign did not comply with 
that provision since OHIM had not carried out an ex-
amination, based on the facts, of the distinctive 
character of the sign at issue in relation to the goods 
specified in the application for registration. The Court 
therefore referred the matter back to OHIM for a re-
examination of the application.  
4. In this appeal, OHIM considers that the judgment 
under appeal is vitiated by an error of law in the inter-
pretation of Article 7(1)(b) of the regulation, since 
OHIM, contrary to what the General Court maintains, 
was not required to carry out such an examination of 
the sign at issue.  
5. In this Opinion, I shall set out the reasons why I con-
sider that OHIM’s criticisms of the Court’s reasoning 
are unfounded. I shall explain that, from the moment 
that, under Article 4 of the regulation, letters are in-
cluded among the registrable signs, the assessment of 
their distinctive character, within the meaning of Arti-
cle 7(1)(b) of the regulation, must be carried out within 
the context of each specific case, taking into account 
the nature and particular characteristics of the goods 
specified in the application for registration. I shall thus 
agree with the General Court that, by failing to carry 
out any examination, based on the facts, of the distinc-
tive character of the sign at issue, OHIM in effect 
introduced under Article 7(1)(b) of the regulation an a 
priori exclusion from registration of a non-stylised let-
ter and thereby infringed the terms of the regulation. I 
shall therefore propose that the Court dismiss this ap-
peal.  
I –  Legal framework 

6. Under Article 4 of the regulation, headed ‘Signs of 
which a Community trade mark may consist’:  
‘A Community trade mark may consist of any signs ca-
pable of being represented graphically, particularly 
words, including personal names, designs, letters, nu-
merals, the shape of goods or of their packaging, 
provided that such signs are capable of distinguishing 
the goods or services of one undertaking from those of 
other undertakings.’  
7. Article 7 of the regulation, which deals with absolute 
grounds for refusal, is worded as follows:  
‘1. The following shall not be registered: 
... 
(b) trade marks which are devoid of any distinctive 
character; 
...’ 
8. These two provisions reproduce, in identical terms, 
the provisions laid down, respectively, in Articles 2 and 
3(1)(b) of First Council Directive 89/104/EEC of 21 
December 1988 to approximate the laws of the Member 
States relating to trade marks. (4)  
II –  Facts 
9. The facts, as stated in the judgment under appeal, 
may be summarised as follows.  
10. On 14 September 2005, BORCO filed an applica-
tion for registration of a Community trade mark at 
OHIM pursuant to the regulation. Registration as a fig-
urative mark was sought for the sign:  
11. The goods in respect of which registration of the 
mark was sought are in Class 33 of the Nice Agreement 
concerning the International Classification of Goods 
and Services for the Purposes of the Registration of 
Marks of 15 June 1957, as revised and amended, and 
correspond to the following description: ‘alcoholic 
beverages, (except beers), wines, sparkling wines and 
beverages containing wine’.  
12.   By decision of 31 May 2006, the OHIM examiner 
rejected the application for registration on the ground 
of the sign’s lack of any distinctive character, on the 
basis of Article 7(1)(b) of the regulation. The examiner 
found that the sign for which registration was sought 
constituted a faithful reproduction of the Greek lower 
case letter ‘α’, without graphical modifications, and 
that Greek-speaking purchasers would not detect in that 
sign an indication of the commercial origin of the 
goods described in the application for registration.  
13. On 15 June 2006, BORCO lodged an appeal with 
OHIM against that decision. That appeal was dismissed 
by the contested decision, on the ground that the sign at 
issue was devoid of the distinctive character required 
under Article 7(1)(b) of the regulation.  
III –  Procedure before the General Court and the 
judgment under appeal 
14. By application lodged at the Registry of the General 
Court on 5 February 2007, BORCO brought an action 
against the contested decision. It put forward three 
pleas in law alleging infringement of three provisions 
of the regulation, namely Article 7(1)(b) and (c), and 
Article 12.  
15. By the judgment under appeal, the General Court 
annulled the contested decision and referred the matter 
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back to OHIM for a re-examination of the application 
for registration at issue in the light of the grounds of 
that judgment.  
IV –  Procedure before the Court of Justice and 
forms of order sought by the parties 
16. By the appeal lodged on 15 July 2009, OHIM asks 
the Court to set aside the judgment under appeal. Prin-
cipally, it asks the Court to dismiss the action brought 
by BORCO and, in the alternative, to refer the case 
back to the General Court. In any event, OHIM asks the 
Court to order BORCO to pay the costs of both sets of 
proceedings.  
17. BORCO contends that the Court should dismiss the 
appeal and order OHIM to pay the costs.  
V –  The appeal 
18. This appeal gives the Court the opportunity to de-
fine its position of principle with regard to the method 
which OHIM must use for assessing the distinctive 
character of a sign consisting of a single non-stylised 
letter, for the purposes of registering the sign as a 
Community trade mark. That definition ought to put an 
end to the disagreement between OHIM and the Gen-
eral Court in this regard.  
19. In accordance with its established decision-making 
practice, OHIM refuses to register single letters as trade 
marks on the ground that such letters are, in its opinion, 
devoid of any distinctive character within the meaning 
of Article 7(1)(b) of the regulation. This practice is ex-
pressly referred to in point 7.5.3 of the guidelines 
concerning proceedings before OHIM (Part B, headed 
‘Examination’). (5) That point is worded as follows:  
‘…… [OHIM] still applies an objection under Article 
7(1)(b) for single letters or numerals. This is justified in 
particular in view of the limited number of letters or 
numerals available for other traders. For example, the 
numeral called “7” was refused for cars ...  
However, single letters or numerals are registrable if 
they are sufficiently stylised, in such a way that the 
overall graphic impression prevails over the mere ex-
istence of a single letter or numeral as such. For 
example, the following were accepted:  
–  …  
– …  
– …  
– …  
In other words, those signs are registrable if they are 
not just merely reproducing the numeral or letter in an-
other typeface.’ 
20. OHIM thus refused to register the capital letters ‘I’ 
and ‘E’, decisions which were both annulled by the 
General Court in IVG Immobilien v OHIM (I) (6) and 
Hartmann v OHIM (E). (7)  
21. In the judgment under appeal, as in those last two 
judgments, the General Court severely criticises the 
method used by OHIM for assessing the distinctive 
character of a sign consisting of a single non-stylised 
letter.  
22. The Court’s criticisms are directed, first of all, at 
paragraphs 17 to 20 of the contested decision in which 
the Board of Appeal found that a single letter, such as 
the one at issue, must be regarded as devoid of any dis-

tinctive character where there is no element of graph-
ical presentation.  
23. In paragraph 42 of the judgment under appeal, the 
General Court considered that, by that analysis, OHIM 
implicitly but necessarily took the view, in breach of 
Article 4 of the regulation, that the letter at issue did 
not of itself have the minimum degree of distinctive-
ness required under Article 7(1)(b) of the regulation. In 
paragraph 43 of the judgment under appeal, the Court 
pointed out, inter alia, that, according to settled case-
law, registration of a sign as a trade mark is conditional 
not upon a finding of a specific level of creativity on 
the part of the applicant for the trade mark, but only 
upon the ability of the sign to distinguish the goods of 
the applicant from goods offered by competitors.  
24. However, the General Court found that the Board 
of Appeal did not carry out an examination, based on 
the facts, in that regard. In particular, it considered that 
the Board of Appeal should have determined, through 
an examination, on the facts, of the potential capacity 
of the sign at issue, whether the sign was incapable of 
distinguishing, in the eyes of the average Greek-
speaking consumer, BORCO’s goods from those of a 
different origin.  
25. This criticism culminates in paragraph 45 of the 
judgment under appeal, in which the General Court ob-
served that the ‘refusal, as a matter of definition, to 
accept that single letters can have any distinctive char-
acter, stated without reservation and without 
undertaking [such an] examination based on the facts, 
is contrary to the [very] wording of Article 4 of [the 
regulation], which ranks letters as being among the 
signs, capable of being represented graphically, of 
which a mark may consist, provided that such signs are 
capable of distinguishing the goods and services of one 
undertaking from those of other undertakings’.  
26. It was, in particular, in paragraphs 53 to 56 of the 
judgment under appeal that the General Court exam-
ined the way in which OHIM assessed and reasoned the 
lack of any distinctive character of the sign at issue 
within the meaning of Article 7(1)(b) of the regulation. 
Those paragraphs are worded as follows:  
‘53. Fourthly, the Board of Appeal found, in paragraph 
25 of the contested decision, that the reference public 
“might” view the letter “α” as a reference to quality 
(“A” quality), an indication of size, or of a type or kind 
of alcoholic beverage, such as those covered by the ap-
plication.  
54 OHIM cannot claim that, in making such a finding, 
the Board of Appeal carried out an examination as to 
whether, on the facts, the sign at issue had distinctive 
character. As well as being of a doubtful nature which 
renders it valueless, that ground does not refer to any 
specific fact capable of substantiating the finding that 
the mark at issue would be perceived by the relevant 
public as a reference to quality, an indication of size, or 
of a type or kind, in respect of the goods covered by the 
application (see, to that effect, E, paragraph 44). It fol-
lows that the Board of Appeal failed to establish that 
the sign at issue lacked distinctive character.  
56 It follows from all of the foregoing that, by assum-
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ing from its lack of graphical modifications or orna-
mentations that, by definition, the sign at issue lacked 
distinctive character in relation to the Times New Ro-
man character font, without carrying out an 
examination as to whether, on the facts, that sign is ca-
pable of distinguishing, in the mind of the reference 
public, the goods at issue from those of [BORCO’s] 
competitors, the Board of Appeal misapplied Article 
7(1)(b) of [the regulation].’  
27. In support of its appeal, OHIM raises a single plea 
in law, alleging that the General Court misinterpreted 
Article 7(1)(b) of the regulation. In particular, OHIM 
contests the Court’s reasoning in the aforementioned 
paragraphs 54 and 56 of the judgment under appeal.  
28. This plea is subdivided into three parts.  
29. First, OHIM maintains that, under Article 7(1)(b) of 
the regulation, it is not always required, when assessing 
the distinctive character of the sign concerned, to carry 
out an examination, based on the facts, of the various 
goods and services covered by the application for regis-
tration. Secondly, OHIM complains that the General 
Court failed to understand the nature of the assessment 
it is required to make under that provision. Since it is 
an a priori assessment, it is necessarily of a doubtful 
nature. Thirdly, OHIM considers that the General Court 
misunderstood the burden of proof as regards demon-
strating the distinctive character of the sign concerned.  
30. The examination of this single plea in law requires 
the Court, in essence, to rule on the method of assess-
ment which OHIM must use pursuant to Article 7(1)(b) 
of the regulation in order to assess the distinctive char-
acter of the sign for which registration is sought.  
A –  The first part, alleging that the General Court 
misunderstood the method of assessing the distinc-
tive character of the sign at issue, within the 
meaning of Article 7(1)(b) of the regulation 
31. In support of the first part of its plea, OHIM claims 
that, according to settled case-law, it is not always re-
quired, when assessing the distinctive character of the 
sign concerned pursuant to Article 7(1)(b) of the regu-
lation, to carry out an examination, based on the facts, 
of the various goods and services covered by the appli-
cation for registration. OHIM maintains that, in that 
assessment, it may rely on general statements concern-
ing the perception of the consumer.  
32. I think that this first part is unfounded.  
33. OHIM’s criticism of the General Court stems from 
a confusion between the letter and spirit of Article 4 of 
the regulation and those of Article 7(1)(b) thereof.  
34. According to settled case-law, the essential function 
of the trade mark is to guarantee the identity of the 
origin of the marked product or service to the consumer 
or end user by enabling him, without any possibility of 
confusion, to distinguish the product or service from 
others which have another origin. (8)  
35. Article 4 of the regulation thus provides that any 
signs capable of being represented graphically, such as 
words, designs, letters, numerals, or even the shape or 
packaging of goods, may constitute a Community trade 
mark provided that such signs are capable of distin-
guishing the goods or services of one undertaking from 

those of other undertakings.  
36. This provision clearly presumes that a letter is ca-
pable of constituting a sign registrable as a Community 
trade mark, that is to say, it is capable, as such, of hav-
ing a distinctive character. Therefore, although it might 
be reasonable to ask whether a colour, a sound or a 
smell is capable of being a ‘registrable sign’, the ques-
tion does not arise with regard to a letter.  
37. However, that is not enough to ensure registration 
of a letter as a Community trade mark. OHIM still has 
to examine whether there are any absolute grounds to 
refuse registration. In particular, it must carry out the 
examination referred to in Article 7(1)(b) of the regula-
tion, which requires, in each individual case, an 
assessment, based on the facts, of the distinctive char-
acter of the sign at issue in relation to the class of goods 
in question, that is to say, of the capacity of that sign to 
constitute an indication of origin of the goods or ser-
vices in respect of which registration is sought.  
38. That requires a specific examination, in connection 
with which OHIM has particular obligations, and the 
content of which has been, to a great extent, defined by 
the Court.  
39. An examination of the case-law of the Court thus 
allows us, without much difficulty, to subscribe to the 
line of reasoning adopted by the General Court in para-
graphs 54 to 56 of the judgment under appeal and to 
reject the argument raised by OHIM in support of the 
first part of its plea.  
40. Indeed, so far as concerns Article 3 of the directive, 
the wording of which is identical to that of Article 7 of 
the regulation, the Court has repeatedly pointed out that 
the examination which takes place when registration is 
applied for must not be cursory, that the examination of 
the grounds for refusal listed in Article 3 of the di-
rective must be rigorous, thorough and full, and that the 
competent authority cannot carry out the examination 
in abstracto. (9)  
41. According to the Court, such requirements are justi-
fied in the light of the nature of the examination, which 
is above all an a priori examination, and of the wide 
range of actions available to applicants when OHIM 
refuses to register a trade mark. For reasons of legal 
certainty and sound administration, it is necessary to 
ensure that trade marks are not improperly registered. 
The Court also takes into account the number and de-
tailed nature of the obstacles to registration under 
Articles 2 and 3 of the directive (by analogy, Articles 4 
and 7 of the regulation). In that regard, it points out that 
it is sufficient that one of the absolute grounds for re-
fusal applies for the sign concerned not to be 
registrable as a Community trade mark. Similarly, as 
the General Court noted in paragraph 39 of the judg-
ment under appeal, the Court of Justice also points out 
that, to prevent application of Article 7(1)(b) of the 
regulation, it is sufficient if the sign at issue has a min-
imum degree of distinctiveness.  
42. Consequently, since registration of a mark is always 
sought in respect of specific goods or services, the 
Court considers that the existence of an absolute 
ground for refusal, such as that relating to lack of any 
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distinctive character, must be assessed specifically by 
reference to each of the goods or services in respect of 
which registration is sought. (10) Although that may in 
fact prove difficult to do for some trade marks, the 
Court nevertheless refuses to allow the competent au-
thorities to use those difficulties as an excuse for 
assuming that such marks are, a priori, devoid of any 
distinctive character. (11)  
43. Similarly, the Court stresses that each competent 
authority must fulfil its obligation to state reasons. As it 
has recently pointed out, that obligation must ensure 
effective judicial protection of the rights accorded to 
applicants. (12) In particular, the case-law of the Court 
requires the decision adopted by the competent authori-
ty to be reasoned in respect of each of the goods or 
services, when that authority refuses to register a trade 
mark. (13)  
44. At this stage, the question we might ask ourselves is 
whether the examination of the distinctive character of 
a single non-stylised letter, under Article 7(1)(b) of the 
regulation, therefore warrants a more flexible examina-
tion than that required by the Court.  
45. Not at all. As the General Court rightly pointed out 
in paragraph 46 of the judgment under appeal, that pro-
vision draws no distinction between the different 
categories of trade mark from the point of view of as-
sessment of their distinctive character. As it rightly 
concluded, the criteria for assessment of the distinctive 
character of a trade mark which consists of a single let-
ter are therefore the same as those applicable to the 
other categories of trade mark.  
46. Clearly, therefore, the case-law of the Court does 
not provide any support for OHIM’s argument that it is 
not always required, when assessing the distinctive 
character of the sign at issue pursuant to Article 7(1)(b) 
of the regulation, to carry out an examination, based on 
the facts, of the various goods and services specified in 
the application for registration.  
47. From the moment that, under Article 4 of the regu-
lation, letters are included among the registrable signs, 
the assessment of their distinctive character, within the 
meaning of Article 7(1)(b) of the regulation, must be 
carried out within the context of each specific case, tak-
ing into account the nature and particular 
characteristics of the goods covered by the application 
for registration.  
48. As the General Court pointed out in paragraphs 53 
to 56 of the judgment under appeal, it is clear that, by 
holding that the ‘reference public “might” view the let-
ter “α” as a reference to quality (“A” quality), an 
indication of size, or of a type or kind of alcoholic bev-
erage, such as those covered by the [trade mark] 
application’, OHIM clearly did not carry out an exami-
nation in accordance with the requirements referred to 
in the case-law of the Court of Justice. This was a cur-
sory examination in which the reference to an 
indication of size seems to me to be irrelevant as re-
gards the class of goods covered by this application for 
registration.  
49. However, that does not mean that the letter ‘α’ must 
be registered, in the present case, to designate alcoholic 

beverages. It simply means, that, first, OHIM should 
have carried out an examination, based on the facts, of 
the distinctive character of the sign at issue in relation 
to the goods specified in the application for registration 
and given reasons in that regard for its decision to re-
fuse registration and that, secondly, it could not, 
without infringing the regulation, reintroduce under Ar-
ticle 7(1)(b) of the regulation an a priori exclusion from 
registration of a non-stylised letter.  
50. Therefore, I consider that the General Court was 
fully entitled to hold that OHIM misapplied Article 
7(1)(b) of the regulation.  
51. In the light of these considerations, I therefore pro-
pose that the Court reject as unfounded the first part of 
the single plea in law raised by OHIM, alleging that the 
General Court misunderstood the method of assessing 
the distinctive character of the sign at issue within the 
meaning of Article 7(1)(b) of the regulation.  
B –  The second part, alleging that the General 
Court misunderstood the nature of the examination 
of the distinctive character of the sign at issue under 
Article 7(1)(b) of the regulation 
52. In support of the second part of its plea, OHIM 
considers that the General Court misunderstood the na-
ture of the examination of the distinctive character 
required under Article 7(1)(b) of the regulation. In fact, 
OHIM points out that it is an a priori examination and 
that, as a consequence, its decision is always of a 
doubtful nature.  
53. I consider that this second part may also be rejected 
in the light of the foregoing considerations.  
54. OHIM relies on the a priori nature of the examina-
tion it has to undertake under Article 7(1)(b) of the 
regulation to justify the cursory examination it carried 
out and to explain the doubtful tone of its reasoning. It 
is for that very reason and to avoid situations in which 
one trade mark is improperly registered and another is 
wrongly refused registration that the Court has re-
quired, on the contrary, that OHIM carry out a rigorous, 
full and complete examination of the grounds for re-
fusal referred to in Article 7 of the regulation.  
55. Consequently, OHIM’s criticism of the analysis of 
the General Court cannot succeed and I propose that 
the Court reject the second part of the single plea as un-
founded.  
C –  The third part, alleging a failure to understand 
the rules relating to the burden of proof 
56. In support of the third part of its plea, OHIM relies 
on the judgment in Develey v OHIM (14) to claim that 
the General Court, in paragraph 54 of the judgment un-
der appeal, failed to comprehend the burden of proof as 
regards demonstrating the distinctive character of the 
mark within the meaning of Article 7(1)(b) of the regu-
lation. The Court therefore wrongly held that OHIM 
must always establish the lack of any distinctive char-
acter of the mark for which registration is sought, by 
referring to specific facts.  
57. In my view, this third part must also be rejected.  
58. First, OHIM misinterprets paragraph 54 of the 
judgment under appeal. In that paragraph, the General 
Court simply found that no examination, based on the 
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facts, of the distinctive character of the sign at issue 
had been carried out in relation to the goods covered by 
the application for registration and concluded that the 
Board of Appeal had failed to establish that the mark 
for which registration is sought lacked any distinctive 
character. By reasoning in this way, the General Court 
in no way failed to observe the rules governing the bur-
den of proof but applied, in accordance with the settled 
case-law of the Court of Justice, the rules relating to the 
assessment of the distinctive character of signs required 
under Article 7(1) of the regulation.  
59. Secondly, although it is true that, in accordance 
with Develey v OHIM, it is for a trade mark applicant 
to provide specific and substantiated information to 
show that, despite the Board of Appeal’s analysis, the 
trade mark applied for does indeed have distinctive 
character, OHIM must still have fulfilled its duty by 
examining and giving sufficient reasons for the lack of 
any distinctive character of the sign at issue. I therefore 
consider that it is extremely difficult to accept that 
OHIM can rely on such case-law in order to avoid its 
obligations under, inter alia, Article 7(1)(b) of the regu-
lation.  
60. In my view, therefore, the third part of the single 
plea raised by OHIM is unfounded.  
61. In the light of all the foregoing considerations, I 
propose that the Court declare the single plea raised by 
OHIM, alleging that the General Court misinterpreted 
Article 7(1)(b) of the regulation, unfounded and ac-
cordingly dismiss its appeal.  
VI –  Conclusion 
62. In the light of the foregoing considerations, I pro-
pose that the Court:  
(1) dismiss the appeal; 
(2) order the Office for Harmonisation in the Internal 
Market (Trade Marks and Designs) to pay the costs. 
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