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Court of Justice EC, 11 December 2008, Gateway v

w
I. f
Gateway.

ACTIVY Media Gateway

TRADEMARK LAW

Likelihood of confusion (i) not subject to overall
impression being dominated by earlier mark, (ii)
but subject to signs being similar or identical

e 52 According to the principle of interdepend-
ence noted in particular in paragraph 45 of this
judgment, one of the cumulative conditions which
must be satisfied in order to prove that there is a
likelihood of confusion within the meaning of Arti-
cle 8(1)(b) of Regulation No 40/94 is the similarity or
identity of the signs.

e 53 Although it is true, as is stated in para-
graph 32 of Medion, that the finding that there is a
likelihood of confusion should not be subject to the
condition that the overall impression produced by
the composite sign be dominated by the part of it
which is represented by the earlier mark, it must, on
the other hand, be pointed out that the signs in the
present case are not similar or identical.

54  Therefore, given that, according to paragraph 51
of the judgment under appeal, there is no likelihood of
confusion in the present case, the Court of First In-
stance did not fail to have regard to that paragraph of
Medion. It follows that the third part of the first plea
must be rejected as unfounded.

Degree of renown irrelevant to determine similari-
ties between signs

e Since the assessment of the similarities of the
signs at issue led the Court of First Instance to the
conclusion that the marks at issue are different, the
Court was fully entitled to find, in paragraph 51 of
the judgment under appeal, that it was not neces-
sary to make apparent the degree of renown of the
earlier marks which it took into consideration in
that assessment.

57 Likewise, since the signs at issue are not similar
or identical, Gateway is not justified in claiming that
the Court of First Instance failed to have regard to
SABEL and Canon.
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11 December 2008 (*)

(Appeal — Community trade mark — Regulation (EC)
No 40/94 - Article 8(1)(b) and (5) — Earlier marks in-
cluding the word sign ‘GATEWAY’ — Word sign
‘ACTIVY Media Gateway’ — Absence of similarity of
the signs — Lack of likelihood of confusion — Taking
into account of the renown of earlier marks when car-
rying out a global assessment of opposing signs)

In Case C-57/08 P,

APPEAL under Article 56 of the Statute of the Court of
Justice, brought on 11 February 2008,

Gateway, Inc., established in Irvine (United States),
represented by C.R. Jones, Solicitor,

appellant,

the other parties to the proceedings being:

Office for Harmonisation in the Internal Market (Trade
Marks and Designs) (OHIM), represented by A. Fol-
liard-Monguiral, acting as Agent,

defendant at first instance,

Fujitsu Siemens Computers GmbH, established in Mu-
nich (Germany),

intervener at first instance,

THE COURT (Fifth Chamber),

composed of M. Ilesi¢ (Rapporteur), President of the
Chamber, A. Tizzano and J.-J. Kasel, Judges,
Advocate General: P. Mengozzi,

Registrar: R. Grass,

having regard to the written procedure,

having decided, after hearing the Advocate General, to
proceed to judgment without an Opinion,

gives the following

Judgment

1 By its appeal, Gateway, Inc. (‘Gateway’) seeks to
have set aside the judgment of the Court of First In-
stance of the European Communities of 27 Novem-
ber 2007 in Case T-434/05 Gateway v OHIM — Fu-
jitsu_Siemens Computers (ACTIVY Media Gate-
way) (‘the judgment under _appeal’), by which the
Court dismissed its action brought against the decision
of the First Board of Appeal of the Office for Harmoni-
sation in the Internal Market (Trade Marks and De-
signs) (OHIM) of 14 September 2005 (Case R
1068/2004-1, ‘the contested decision’) rejecting its op-
position to registration of the word sign ‘ACTIVY Me-
dia Gateway’ as a Community trade mark.

Legal context

2 Article 8(1)(b) of Council Regulation (EC) No
40/94 of 20 December 1993 on the Community trade
mark (OJ 1994 L 11, p. 1) is worded as follows:

‘Upon opposition by the proprietor of an earlier trade
mark, the trade mark applied for shall not be registered:

(b) if because of its identity with or similarity to
the earlier trade mark and the identity or similarity of
the goods or services covered by the trade marks there
exists a likelihood of confusion on the part of the public
in the territory in which the earlier trade mark is pro-
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tected; the likelihood of confusion includes the likeli-
hood of association with the earlier trade mark.’

3 Article 8(2) of Regulation No 40/94 is worded as
follows:

‘For the purposes of paragraph 1, “‘Earlier trade
marks’’ means:

(@) trade marks of the following kinds with a date of
application for registration which is earlier than the
date of application for registration of the Community
trade mark, taking account, where appropriate, of the
priorities claimed in respect of those trade marks:

(i) Community trade marks;

4 Article 8(5) of Regulation No 40/94 provides:

‘... upon opposition by the proprietor of an earlier
trade mark within the meaning of paragraph 2, the trade
mark applied for shall not be registered where it is
identical with or similar to the earlier trade mark and is
to be registered for goods or services which are not
similar to those for which the earlier trade mark is reg-
istered, where in the case of an earlier Community
trade mark the trade mark has a reputation in the Com-
munity and, in the case of an earlier national trade
mark, the trade mark has a reputation in the Member
State concerned and where the use without due cause of
the trade mark applied for would take unfair advantage
of, or be detrimental to, the distinctive character or the
repute of the earlier trade mark.’

The facts of the case and the judgment under appeal
5 Gateway is the proprietor of the Community and
national word and figurative marks GATEWAY,
GATEWAY 2000, GATEWAY.NET, GATEWAY
PROFILE and GATEWAY ASTRO (‘the earlier
marks’) in respect of goods and services in Classes 9,
16 and 35 to 38 of the Nice Agreement concerning the
International Classification of Goods and Services for
the Purposes of the Registration of Marks of 15 June
1957, as revised and amended.

6 On 25 April 2001, Fujitsu Siemens Computers
GmbH filed an application with OHIM for registration
of the word sign ‘ACTIVY Media Gateway’ as a
Community trade mark.

7 The goods in respect of which registration was
sought fall within Classes 9, 35, 38 and 42 of the Nice
Agreement and correspond, for each of those classes, to
the following descriptions:

- Class 9: “optical, electrotechnical and electronic
apparatus and equipment (included in class 9); electro-
technical and electric apparatus for recording, broad-
casting, transmission, reception, reproduction and pro-
cessing of sounds, signals and/or images; electrotech-
nical and electric apparatus for the recording, pro-
cessing, sending, transmission, relaying, storage and
output of messages and data; communications comput-
ers, software; optical, electrotechnical and electronic
information technology and communications technolo-
gy apparatus’;

- Class 35: ‘gathering, storage and retrieval of da-
ta, information, images, video and audio sequences’;

- Class 38: ‘forwarding and distribution of data,
information, images, video and audio sequences’; and

- Class 42: “‘consultancy with regard to the con-
struction and operating of apparatus, installations and
other data, information and communications technolo-
gy products; planning, development, consultancy, test-
ing, technical monitoring, systems integration and
product integration in the field of data technology, in-
formation technology and communications technology;
development, creation and rental of computer pro-
grams’.

8 On 11 April 2002, Gateway filed a notice of op-
position to registration of the mark at issue in respect of
all the goods covered by that mark, claiming a likeli-
hood of confusion within the meaning of Article
8(1)(b) of Regulation No 40/94. It also claimed that
Article 8(4) and (5) of that regulation had been in-
fringed.

9 The Opposition Division of OHIM rejected that
opposition in its entirety.

10  On 19 November 2004, Gateway filed a notice of
appeal with OHIM against the Opposition Division’s
decision in so far as it concerned Article 8(1)(b) and (5)
of Regulation No 40/94.

11 By the contested decision, the First Board of Ap-
peal of OHIM dismissed the appeal. It thereby con-
firmed the decision of the Opposition Division by hold-
ing, in essence, that, given the absence of identity or
similarity between the conflicting marks, there was no
likelihood of confusion between them under Article
8(1)(b) of Regulation No 40/94, whatever the reputa-
tion of the earlier marks and irrespective of the degree
of identity or similarity of the goods or services con-
cerned. On the same grounds, the Board of Appeal re-
jected the opposition based on the provisions of Article
8(5) of Regulation No 40/94.

12 By application lodged at the Registry of the
Court of First Instance on 6 December 2005, Gateway
brought an action against the contested decision, rely-
ing on two pleas in law alleging infringement of Article
8(1)(b) and (5) of Regulation No 40/94.

13 The Court of First Instance found, in paragraph
37 of the judgment under appeal, that the relevant pub-
lic was made up of consumers in the Community who
purchase computer goods and services and, in para-
graph 39 of that judgment, that it was appropriate to
examine only the earlier registered marks made up of
the single generic word ‘gateway’.

14 As regards the plea relating to infringement of
Article 8(1)(b) of Regulation No 40/94, the Court of
First Instance, in paragraphs 42 to 48 of the judgment
under appeal, assessed the visual, phonetic and concep-
tual similarities between the signs at issue. It found, in
particular in paragraph 48 of that judgment, first, that
the element ‘gateway’ in the mark applied for is de-
scriptive of the goods and services covered by that
mark and, secondly, that the element ‘activy’ is the
dominant element of the mark.

15 In paragraph 49 of the judgment under appeal,
the Court of First Instance found that, even if it were
accepted that the ‘gateway’ element, without necessari-
ly constituting the dominant element of the mark ap-
plied for, held the attention of the relevant public, it
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could not be concluded that it has an independent dis-
tinctive role. Besides the descriptive character of that
element in the mark applied for, Gateway had not
proved that there was a likelihood of confusion be-
tween the signs at issue.

16  The Court of First Instance held, in paragraph 51
of the judgment under appeal, that there was no likeli-
hood of confusion between those signs. Consequently,
the Court of First Instance found that it was not neces-
sary to rule on the degree of similarity of the goods and
services concerned and that, however well-known the
earlier marks taken into consideration for the purposes
of that assessment, the First Board of Appeal of OHIM
had been correct to conclude that there had been no
infringement of Article 8(1)(b) of Regulation No 40/94.
17 As regards the plea alleging infringement of Ar-
ticle 8(5) of Regulation No 40/94, the Court of First
Instance held that the signs at issue were neither identi-
cal nor similar and that, therefore, one of the conditions
for the application of that provision had not been satis-
fied.

18 Inso doing, the Court of First Instance dismissed
the action in its entirety.

The appeal

19 By its appeal, which is based on two pleas in law
alleging infringement of Article 8(1)(b) and (5) of Reg-
ulation No 40/94, Gateway claims that the Court should
set aside the judgment under appeal and order OHIM to
pay the costs.

20  OHIM contends that the Court should dismiss the
appeal and order Gateway to pay the costs.

The first plea: infringement of Article 8(1)(b) of
Regulation No 40/94

Arguments of the parties

21 By this plea, Gateway submits, in essence, that,
as regards the relevant public in question, the Court of
First Instance erred in holding, in paragraph 37 of the
judgment under appeal, that that public was made up of
consumers who purchase computer goods and services.
According to Gateway, the Court of First Instance
should have held that that public was made up of con-
sumers who purchase all the goods and services cov-
ered by the mark applied for.

22 As regards the similarities between the signs at
issue, according to Gateway, the Court of First Instance
should have held, contrary to its findings in paragraphs
42 to 48 of the judgment under appeal, that there is
some visual, phonetic and conceptual similarity be-
tween those signs, even if their common element
‘gateway’ is not dominant in the mark applied for.

23 According to Gateway, the Court of First In-
stance failed to have regard to paragraph 32 of the
judgment in Case C-120/04 Medion [2005] ECR I-
8551, in which it was held that ‘[t]he finding that there
is a likelihood of confusion should not be subject to the
condition that the overall impression produced by the
composite sign be dominated by the part of it which is
represented by the earlier mark’.

24 Furthermore, Gateway claims in essence that, in
its assessment of the likelihood of confusion between
the signs at issue, the Court of First Instance did not

sufficiently take into account the renown and distinc-
tive character of the earlier marks. According to Gate-
way, the relevant public is likely to recognise the ele-
ment ‘gateway’ in the mark applied for. In addition,
that element is not descriptive of the goods and services
covered by that mark.

25 According to Gateway, the Court of First In-
stance should have found, in accordance with para-
graphs 22 to 24 of Case C-251/95 SABEL [1997]
ECR 1-6191, that, in view of the degree of similarity
between the signs at issue and the identical nature or
similarity of the goods and services concerned, the like-
lihood of confusion was greater because the earlier
marks were more distinctive.

26 Lastly, Gateway submits that the Court of First
Instance should have taken into consideration, in ac-
cordance with paragraphs 18 to 28 of Case C-39/97
Canon [1998] ECR 1-5507, the fact that a high degree
of similarity between the relevant goods and services
may offset a lesser degree of similarity between the
marks.

27  Having regard to the foregoing, the Court of First
Instance should have concluded that the signs at issue
are similar, that there is a likelihood of confusion be-
tween them and that, therefore, the First Board of Ap-
peal of OHIM had infringed Article 8(1)(b) of Regula-
tion No 40/94.

28  According to OHIM, the analysis of the Court of
First Instance concerning the relevant public is a factual
assessment. Furthermore, Gateway has not established
that the present case involves a distortion of the facts.
29 The category of optical, electrotechnical and
electronic goods and services is broad enough to be
able to include computer goods and services as well.
The same is true as regards the transmission and/or re-
ception and/or conversion of data.

30 Furthermore, Gateway does not contest that all
the goods and services covered by the marks at issue
relate to information technology.

31  Likewise, Gateway does not explain why it is of
the opinion, first, that the perception of the element
‘gateway’ on the part of the purchasers of optical, elec-
trotechnical and electronic apparatus and equipment
differs from that of other users of computer goods and
services and, secondly, that that element has no mean-
ing in the context of such apparatus and equipment.

32 Consequently, the Court of First Instance did not
distort the assessment concerning the relevant public.
33 As regards the similarities between the signs at
issue, the assessment as to whether an element of a sign
is dominant or not is, according to OHIM, a factual
analysis. The same is true of the assessment which the
Court of First Instance carried out concerning the com-
parison of the signs and the distinctive character of the
earlier marks. Lastly, Gateway does not claim that the
facts were distorted as regards those points.

34 Likewise, according to OHIM, the Court of First
Instance was right in its finding that, notwithstanding
the possible renown of the earlier marks, the signs at
issue are globally dissimilar.
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35  Asregards Gateway’s argument that the Court of
First Instance failed to have regard to paragraph 32 of
Medion, OHIM maintains that the Court of First In-
stance found that the mark applied for is a ‘logical and
conceptual unit of its own’ or an ‘inseparable whole’ in
which the element ‘gateway’, which it has in common
with the earlier marks, does not hold an independent
distinctive position.

36  Accordingly, the first plea should be rejected as
unfounded, if not inadmissible.

Findings of the Court

37 In support of its first plea, the appellant submits,
first, that the relevant public is not made up solely of
consumers in the Community who purchase computer
goods and services.

38 However, it must be borne in mind that, under
Article 225(1) EC and the first paragraph of Article 58
of the Statute of the Court of Justice, an appeal lies on
points of law only. If it does not contain points of such
a nature, an appeal must therefore be dismissed as man-
ifestly inadmissible. The Court of First Instance has
exclusive jurisdiction to find and appraise the relevant
facts and to assess the evidence. The appraisal of those
facts and the assessment of that evidence thus do not,
save where they distort the facts or evidence, constitute
a point of law which is subject, as such, to review by
the Court of Justice on appeal (see, inter alia, Case
C-214/05 P Rossi v OHIM [2006] ECR 1-7057, par-
agraph 26).

39 It must be pointed out, in that regard, that the
assessment made by the Court of First Instance in para-
graph 37 of the judgment under appeal, which relates to
the definition of the relevant public, namely that it is
made up of consumers in the Community who purchase
computer goods and services, constitutes an assessment
of a factual nature.

40 Gateway does not claim that the facts were dis-
torted with regard to that assessment made by the Court
of First Instance.

41  Consequently, the first part of the first plea must
be rejected as inadmissible.

42 Secondly, Gateway submits that the Court of
First Instance should have held, contrary to its findings
in paragraphs 42 to 48 of the judgment under appeal,
that there is some visual, phonetic and conceptual simi-
larity between the signs at issue, although their com-
mon element ‘gateway’ is not dominant in the mark
applied for.

43 However, it must be pointed out that the assess-
ment of the similarities between the signs at issue is an
analysis of a factual nature which, for the reasons stated
in paragraph 38 of this judgment and having regard to
the fact that Gateway does not claim that there has been
any distortion of the facts in that regard, is not subject
to review by the Court.

44 Consequently, the second part of the first plea
must be rejected as inadmissible.

45  Thirdly, as regards Gateway’s argument that the
Court of First Instance did not sufficiently take into
account, in its assessment of the similarities between
the signs at issue, the distinctive character and the re-

nown of the earlier marks, it must be pointed out that,
according to settled case-law, the existence of a likeli-
hood of confusion presupposes both that the mark ap-
plied for and the earlier mark are identical or similar,
and that the goods or services covered in the applica-
tion for registration are identical or similar to those in
respect of which the earlier mark is registered. Those
conditions are cumulative (see Case C-106/03 P Ve-
dial v OHIM [2004] ECR 1-9573, paragraph 51, and
Case C-234/06 P 1l Ponte Finanziaria v_OHIM
[2007] ECR 1-7333, paragraph 48).

46  The existence of a likelihood of confusion on the
part of the public must therefore be appreciated global-
ly, taking into account all factors relevant to the cir-
cumstances of the case (judgment of 15 March 2007
in Case C-171/06 P T.I.M.E. ART v OHIM, para-
graph 33).

47  That global assessment of a likelihood of confu-
sion implies some interdependence between the factors
taken into account, and in particular the similarity of
the trade marks and that of the goods or services cov-
ered. Accordingly, a low degree of similarity between
those goods or services may be offset by a high degree
of similarity between the marks, and vice versa (see
Canon, paragraph 17, and Case C-342/97 Lloyd
Schuhfabrik Meyer [1999] ECR 1-3819, paragraph
19).

48  That appreciation of the likelihood of confusion,
in relation to the visual, aural or conceptual similarity
of the marks in question, must be based on the overall
impression given by the marks, bearing in mind in par-
ticular their distinctive and dominant components
(T.I.LM.E. ART v OHIM, paragraph 34).

49 In paragraph 48 of the judgment under appeal,
the Court of First Instance found, in the context of the
global assessment of the likelihood of confusion, first,
as regards the distinctive character of the element
‘gateway’ in the mark applied for, that that element is
descriptive and, secondly, that the element ‘activy’ is
dominant in the mark at issue. That constitutes an as-
sessment of a factual nature which, in the absence of a
distortion of the facts, is not subject to review by the
Court, for the reasons stated in paragraph 38 of this
judgment.

50 As is also apparent from paragraph 43 of this
judgment, Gateway does not claim that there has been
any distortion of the facts with regard to the descriptive
and dominant nature of those elements of the mark ap-
plied for.

51 In paragraph 49 of the judgment under appeal,
the Court of First Instance added, referring to Medion,
that, even assuming that the ‘gateway’ element had an
independent distinctive role in the mark at issue, Gate-
way had not proved that there was a likelihood of con-
fusion between the signs at issue.

52 According to the principle of interdependence
noted in particular in paragraph 45 of this judgment,
one of the cumulative conditions which must be satis-
fied in order to prove that there is a likelihood of con-
fusion within the meaning of Article 8(1)(b) of Regula-
tion No 40/94 is the similarity or identity of the signs.
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53  Although it is true, as is stated in paragraph 32
of Medion, that the finding that there is a likelihood of
confusion should not be subject to the condition that
the overall impression produced by the composite sign
be dominated by the part of it which is represented by
the earlier mark, it must, on the other hand, be pointed
out that the signs in the present case are not similar or
identical.

54  Therefore, given that, according to paragraph 51
of the judgment under appeal, there is no likelihood of
confusion in the present case, the Court of First In-
stance did not fail to have regard to that paragraph of
Medion. It follows that the third part of the first plea
must be rejected as unfounded.

55 Fourthly, as regards the taking into account of
the renown of the earlier marks in assessing the similar-
ities of the signs at issue, it must be pointed out that,
having found, in paragraph 48 of the judgment under
appeal, first, that the dominant element of the mark
applied for is the word “activy’ and, secondly, that the
descriptive element of that mark is the word ‘gateway’
— which constitutes, as was stated in paragraph 49 of
this judgment, an assessment of a factual nature — the
Court of First Instance carried out an analysis in which
it took account, in particular, of the distinctive and
dominant elements of the marks at issue.

56 Since the assessment of the similarities of the
signs at issue led the Court of First Instance to the con-
clusion that the marks at issue are different, the Court
was fully entitled to find, in paragraph 51 of the judg-
ment under appeal, that it was not necessary to make
apparent the degree of renown of the earlier marks
which it took into consideration in that assessment.

57 Likewise, since the signs at issue are not similar
or identical, Gateway is not justified in claiming that
the Court of First Instance failed to have regard to
SABEL and Canon.

58 Consequently, the fourth part of the first plea
must be rejected as unfounded.

59 It follows that the first plea must be rejected, in
part, as inadmissible and, in part, as unfounded.

The second plea: infringement of Article 8(5) of
Regulation No 40/94

Arguments of the parties

60 Gateway submits, in essence, that the signs at
issue are similar and that, among the goods and ser-
vices designated, some are identical and others are sim-
ilar or dissimilar. For those reasons, and in view of the
fact that the earlier marks are well-known in the United
Kingdom and, as regards the Community trade marks,
in the Community, the Court of First Instance infringed
Article 8(5) of Regulation No 40/94.

61 OHIM submits that, since Gateway’s arguments
are based on an incorrect premiss, namely that the signs
at issue are similar, the second plea is unfounded.
Findings of the Court

62  As the Court of First Instance rightly pointed out,
in essence, in paragraphs 58 and 59 of the judgment
under appeal, one of the necessary conditions for the
application of Article 8(5) of Regulation No 40/94 is
that the marks at issue are similar or identical.

63 As is apparent from paragraph 53 of this judg-
ment, the signs at issue are different.

64 Therefore, the Court of First Instance was fully
entitled to hold, in paragraph 61 of the judgment under
appeal, that the conditions for the application of Article
8(5) of Regulation No 40/94 have not been satisfied in
the present case, which means that the second plea
must be rejected as unfounded.

65  As none of the pleas in the present appeal is well
founded, the appeal must be dismissed in its entirety.
Costs

66 Under Article 69(2) of the Rules of Procedure,
which applies to appeal proceedings by virtue of Arti-
cle 118 thereof, the unsuccessful party is to be ordered
to pay the costs if they have been applied for in the
successful party’s pleadings. Since OHIM and Fujitsu
Siemens Computers GmbH have applied for costs
against Gateway and the latter has been unsuccessful,
Gateway must be ordered to pay the costs.

On those grounds, the Court (Fifth Chamber) here-
by:

1.  Dismisses the appeal;

2. Orders Gateway, Inc. to pay the costs.
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