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click here to watch the commercial

ADVERTISING - TRADEMARK LAW

Use of a mark in comparative advertisement is not
permitted when there is likelihood of confusion

e Thus, in the case where an advertiser uses, in a
comparative advertisement, a sign identical with, or
similar to, a competitor’s mark, the competitor ei-
ther does not establish the existence of a likelihood
of confusion and, consequently, is not entitled to
prevent the use of that sign on the basis of Article
5(1)(b) of Direc-tive 89/104, or he establishes the ex-
istence _of a likelihood of confusion and,
consequently, the adver-tiser cannot challenge such
prevention under Article 3a(1) of Directive 84/450,
since the advertisement at issue does not satisfy all
the conditions laid down in that provision.

The proprietor of a registered trade mark is not en-
titled to prevent the use of the mark in comparative
advertising where such use does not give rise to a
likelihood of confusion

e The proprietor of a registered trade mark is not
entitled to prevent the use, by a third party, in a
comparative advertisement, of a sign similar to that
mark in relation to goods or services identical with,
or similar to, those for which that mark is registered
where such use does not give rise to a likelihood of
confusion on the part of the public, and that is so
irrespective of whether or not the comparative ad-
vertisement satisfies all the conditions laid down in
Article 3a of Directive 84/450 under which com-
parative advertising is permitted.
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In Case C-533/06,

REFERENCE for a preliminary ruling under Article
234 EC from the Court of Appeal (England and Wales)
(Civil Division), made by decision of 14 December
2006, received at the Court on 28 December 2006, in
the proceedings

02 Holdings Limited,

02 (UK) Limited

v

Hutchison 3G UK Limited,

THE COURT (First Chamber),

composed of P. Jann, President of the Chamber, A.
Tizzano, A. Borg Barthet, M. Ile$i¢ (Rapporteur) and
E. Levits, Judges,

Advocate General: P. Mengozzi,

Registrar: J. Swedenborg, Administrator,

having regard to the written procedure and further to
the hearing on 29 November 2007,

after considering the observations submitted on behalf
of:

- 02 Holdings Limited and O2 (UK) Limited, by
R. Amold, QC, M. Vanhegen, Barrister, and J. Stobbs,
Attorney, instructed by S. Tierney, A. Brodie and S.
Magee, Solicitors,

- Hutchison 3G UK Limited, by G. Hobbs, QC,
and E. Hinsworth, Barrister, instructed by L. Silkin, G.
Crown, N. Walker and S. Jones, Solicitors,

- the Commission of the European Communities,
by W. Wils, acting as Agent,

after hearing the Opinion of the Advocate General at
the sitting on 31 January 2008,

gives the following

Judgment

1 This reference for a preliminary ruling relates to
the interpretation of Article 5(1) of First Council Direc-
tive 89/104/EEC of 21 December 1988 to approximate
the laws of the Member States relating to trade marks
(OJ 1989 L 40, p. 1) and Article 3a(1) of Council Di-
rective 84/450/EEC of 10 September 1984 concerning
misleading and comparative advertising (OJ 1984 L
250, p. 17), as amended by Directive 97/55/EC of the
European Parliament and of the Council of 6 October
1997 (0OJ 1997 L 290, p. 18; ‘Directive 84/450°).

2 The reference was made in the context of a dis-
pute between O2 Holdings Limited and 02 (UK)
Limited (‘O2 and O2 (UK)’) and Hutchison 3G UK
Limited (‘H3G’) concerning the use by H3G, in com-
parative advertising, of marks belonging to O2 and O2
(UK).

Legal context

Community law

3 Article 5 of Directive 89/104, entitled ‘Rights
conferred by a trade mark’, provides:
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‘1. The registered trade mark shall confer on the ‘(13) ... Article 5 of ... Directive 89/104 ... confers

proprietor exclusive rights therein. The proprietor shall
be entitled to prevent all third parties not having his
consent from using in the course of trade:

(a)  any sign which is identical with the trade mark in
relation to goods or services which are identical with
those for which the trade mark is registered;

(b) any sign where, because of its identity with, or
similarity to, the trade mark and the identity or similar-
ity of the goods or services covered by the trade mark
and the sign, there exists a likelihood of confusion on
the part of the public, which includes the likelihood of
association between the sign and the trade mark.

2. Any Member State may also provide that the pro-
prietor shall be entitled to prevent all third parties not
having his consent from using in the course of trade
any sign which is identical with, or similar to, the trade
mark in relation to goods or services which are not
similar to those for which the trade mark is registered,
where the latter has a reputation in the Member State
and where use of that sign without due cause takes un-
fair advantage of, or is detrimental to, the distinctive
character or the repute of the trade mark.

3. The following, inter alia, may be prohibited under
paragraphs | and 2:

(a)  affixing the sign to the goods or to the packaging
thereof;

(b) offering the goods, or putting them on the mar-
ket or stocking them for these purposes under that sign,
or offering or supplying services thereunder;

(c) importing or exporting the goods under the sign;
(d) using the sign on business papers and in adver-
tising.

5. Paragraphs 1 to 4 shall not affect provisions in
any Member State relating to the protection against the
use of a sign other than for the purposes of distinguish-
ing goods or services, where use of that sign without
due cause takes unfair advantage of, or is detrimental
to, the distinctive character or the repute of the trade
mark.’

4 Article 6 of Directive 89/104, entitled ‘Limita-
tion of the effects of a trade mark’, provides in
paragraph 1:

‘The trade mark shall not entitle the proprietor to pro-
hibit a third party from using, in the course of trade,

(a)  his own name or address;

(b) indications concerning the kind, quality, quan-
tity, intended purpose, value, geographical origin, the
time of production of goods or of rendering of the ser-
vice, or other characteristics of goods or services;

(©) the trade mark where it is necessary to indicate
the intended purpose of a product or service, in particu-
lar as accessories or spare parts;

provided he uses them in accordance with honest prac-
tices in industrial or commercial matters.’

5 The provisions on comparative advertising were
inserted in Directive 84/450 by Directive 97/55.
6 Recitals 13 to 15 in the preamble to Directive

97/55 read as follows:

exclusive rights on the proprietor of a registered trade
mark, including the right to prevent all third parties
from using, in the course of trade, any sign which is
identical with, or similar to, the trade mark in relation
to identical goods or services or even, where appropri-
ate, other goods;

(14) ... it may, however, be indispensable, in order
to make comparative advertising effective, to identify
the goods or services of a competitor, making reference
to a trade mark or trade name of which the latter is the
proprietor;

(15) ... such use of another’s trade mark, trade name
or other distinguishing marks does not breach this ex-
clusive right in cases where it complies with the
conditions laid down by this Directive, the intended
target being solely to distinguish between them and
thus to highlight differences objectively.’

7 According to Article 1, the purpose of Directive
84/450 is inter alia to lay down the conditions under
which comparative advertising is permitted.

8 Atrticle 2(2a) of Directive 84/450 defines com-
parative advertising as ‘any advertising which
explicitly or by implication identifies a competitor or
goods or services offered by a competitor’.

9 Article 3a(1) of Directive 84/450 provides:
‘Comparative advertising shall, as far as the compari-
son is concerned, be permitted when the following
conditions are met:

(a) it is not misleading according to Articles 2(2), 3
and 7(1);

(d) it does not create confusion in the market place
between the advertiser and a competitor or between the
advertiser’s trade marks, trade names, other distin-
guishing marks, goods or services and those of a
competitor;

(e) it does not discredit or denigrate the trade marks,
trade names, other distinguishing marks, goods, ser-
vices, activities, or circumstances of a competitor;

(2) it does not take unfair advantage of the reputa-
tion of a trade mark, trade name or other distinguishing
marks of a competitor or of the designation of origin of
competing products;

(h) it does not present goods or services as imita-
tions or replicas of goods or services bearing a
protected trade mark or trade name.’

National legislation

10 The provisions of Directive 89/104 were trans-
posed into national law by the Trade Marks Act 1994.
11 The provisions of Directive 84/450 were trans-

posed into national law by the Control of Misleading
Advertisements Regulations 1988 (SI 1988/915), as
amended in 2003 (SI 2003/3183; ‘the UK Regula-
tions”).

12 The combating of misleading advertising and
compliance with the provisions on comparative adver-
tising, under Article 4 of Directive 84/450, are ensured,
pursuant to the UK Regulations, by an administrative
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authority competent either to decide on complaints or
to initiate appropriate legal proceedings.

13 Regulation 4A(3) of the UK Regulations states:
‘The provisions of this regulation shall not be construed
as

(a)  conferring a right of action in any civil proceed-
ings in respect of any contravention of this regulation
(save as provided for in these Regulations); or

(b)  derogating from any right of action or other rem-
edy (whether civil or criminal) in proceedings instituted
otherwise than by virtue of these Regulations.’

The dispute in the main proceedings and the questions
referred for a preliminary ruling

14 02 and O2 (UK) carry on business as suppliers
of mobile telephone services.

15 They use bubble images in a host of ways to ad-
vertise their services. It is established that, in the
context of mobile phones, consumers associate images
of bubbles in water (particularly against a graduated
blue background) with O2 and O2 (UK).

16 02 and O2 (UK) are proprietors in particular of
two national figurative trade marks, each of which con-
sists of a static picture of bubbles, registered in the
United Kingdom in respect of telecommunications ap-
paratus and services (‘the bubbles trade marks’).

17 H3G is also a provider of mobile telephone ser-
vices marketed under the sign ‘3’. It offers in particular
a pay-as-you-go service known as ‘Threepay’.

18  During 2004, H3G launched an advertising cam-
paign. To that end, it broadcast in particular a television
advertisement in which it compared the price of its ser-
vices with those of O2 and O2 (UK). This televised
advertisement (‘the disputed advertisement’) began by
using the name ‘O2’ and moving black-and-white bub-
ble imagery, followed by ‘Threepay’ and ‘3’ imagery,
together with a message that H3G’s services were
cheaper in a specific way.

19 02 and O2 (UK) brought proceedings against
H3G for infringement of their bubbles trade marks be-
fore the High Court of Justice of England and Wales,
Chancery Division.

20  They accepted, for the purposes of the main pro-
ceedings, that the price comparison in the disputed
advertisement was true and that that advertisement, as a
whole, was not misleading. In particular it did not sug-
gest any form of trade connection between O2 and O2
(UK), on the one hand, and H3G, on the other.

21 That action for infringement was dismissed by
judgment of 23 March 2006. Essentially, the High
Court held that the use of the bubbles images in the
disputed advertisement fell within Article 5(1)(b) of
Directive 89/104, but since that advertisement com-
plied with Article 3a of Directive 84/450, such
compliance provided H3G with a defence under Article
6(1)(b) of Directive 89/104.

22 02 and O2 (UK) brought an appeal against that
judgment before the Court of Appeal (England and
Wales) (Civil Division).

23 The referring court asks, in the first place, for an
interpretation of Article 5(1) of Directive 89/104.

24 It seeks to ascertain, first, whether the use re-
ferred to in that provision is solely use for the purposes
of distinguishing the trade origin of the goods or ser-
vices marketed by the third party. In its opinion, an
affirmative answer would mean that use of a competi-
tor’s trade mark in the context of comparative
advertising does not fall within Article 5(1) of Direc-
tive 89/104, because the trade mark is not being used
there to indicate the origin of the advertiser’s goods.

25 Second, it seeks to know, for the purposes of as-
sessing the existence of a likelihood of confusion
within the meaning of Article 5(1)(b) of Directive
89/104, whether consideration should be limited exclu-
sively to a comparison between the trade mark and the
disputed sign and between the goods or services for
which the mark is registered and those for which the
sign is used, or whether, on the other hand, it is appro-
priate to take account of the factual context in which
the sign is used.

26 The referring court considers, in the second
place, that the conformity with Article 3a of Directive
84/450 of a comparative advertisement in which a
competitor’s trade mark is used constitutes a defence
against the action brought by the competitor against
such use of his mark.

27 Thus, should the Court interpret Article 5(1) of
Directive 89/104 to the effect that, in a case such as that
in the main proceedings, that provision enables the
proprietor of a registered mark to prohibit the use of his
mark in comparative advertising, the referring court
asks for an interpretation of Article 3a(1) of Directive
84/450 for the purposes of ascertaining whether, in or-
der for a comparative advertisement in which a sign
identical with, or similar to, a competitor’s mark is
used to be permitted, use of that sign must be ‘indis-
pensable’ to a comparison between the goods or
services of the competitor and those of the advertiser.
28 It is in those circumstances that the Court of Ap-
peal (England and Wales) (Civil Division) decided to
stay proceedings and to refer the following questions to
the Court for a preliminary ruling:

‘1. Where a trader, in an advertisement for his own
goods or services, uses a registered trade mark owned
by a competitor for the purpose of comparing the char-
acteristics (and in particular the price) of goods or
services marketed by him with the characteristics (and
in particular the price) of the goods or services mar-
keted by the competitor under that mark in such a way
that it does not cause confusion or otherwise jeopardise
the essential function of the trade mark as an indication
of origin, does his use fall within either (a) or (b) of Ar-
ticle 5[(1)] of Directive 89/104?

2. Where a trader uses, in a comparative advertise-
ment, the registered trade mark of a competitor, in
order to comply with Article 3a[(1)] of Directive
84/450 ... must that use be “indispensable” and if so
what are the criteria by which indispensability is to be
judged?

3. Inparticular, if there is a requirement of indispen-
sability, does the requirement preclude any use of a
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sign which is not identical to the registered trade mark
but is closely similar to it?’

The questions referred to the Court

Preliminary observations

29 By its questions the referring court asks the Court
of Justice to interpret both Article 5(1) of Directive
89/104 and Article 3a(1) of Directive 84/450.

30  The case in the main proceedings is characterised
by the fact that O2 and O2 (UK) claim that the use, by
H3G, of a sign similar to their bubbles trade marks in a
comparative advertisement jeopardises the exclusive
right granted to them by those marks.

31 It is thus necessary, before examining the ques-
tions referred for a preliminary ruling, to clarify the
relationship between Directives 89/104 and 84/450.

32  In accordance with Article 5(1) and (2) of Direc-
tive 89/104, the registered trade mark is to confer on
the proprietor exclusive rights therein, by virtue of
which he is to be entitled, under certain conditions, to
prevent all third parties not having his consent from us-
ing in the course of trade, any sign which is identical
with, or similar to, his trade mark. Under Article
5(3)(d) of that directive, he may, inter alia, prevent all
third parties from using such a sign in advertising.

33 Use by an advertiser, in a comparative adver-
tisement, of a sign identical with, or similar to, a
competitor’s mark may constitute use within the mean-
ing of Article 5(1) and (2) of Directive 89/104.

34 First, Article 5(1) and (2) of Directive 89/104
must be interpreted as covering the use of a sign identi-
cal with, or similar to, the trade mark in respect of
goods marketed or services supplied by the third party
(see, to that effect, as regards Article 5(1)(a) of Direc-
tive 89/104, Case C-48/05 Adam Opel [2007] ECR I-
1017, paragraph 28).

35 Second, an advertisement in which the advertiser
compares the goods and services which he markets
with those of a competitor is aimed, evidently, at pro-
moting the goods and services of that advertiser. With
such an advertisement the advertiser seeks to distin-
guish his goods and services by comparing their
characteristics with those of competing goods and ser-
vices. That analysis is confirmed by recital 15 in the
preamble to Directive 97/55, in which the Community
legislature pointed out that the aim of comparative ad-
vertising is to distinguish between the goods and
services of the advertiser and those of his competitor
(see Case C-112/99 Toshiba Europe [2001] ECR I-
7945, paragraph 53).

36  Therefore, the use by an advertiser, in a compara-
tive advertisement, of a sign identical with, or similar
to, the mark of a competitor for the purposes of identi-
fying the goods and services offered by the latter can be
regarded as use for the advertiser’s own goods and ser-
vices for the purposes of Article 5(1) and (2) of
Directive 89/104.

37  Such use may therefore be prevented, where nec-
essary, by virtue of those provisions.

38 However, as is apparent from recitals 2 to 6 in
the preamble to Directive 97/55, the Community legis-

advertising, stating, inter alia, in recital 2, that com-
parative advertising ‘can also stimulate competition
between suppliers of goods and services to the con-
sumer’s advantage’ and, in recital 5, that it ‘may be a
legitimate means of informing consumers of their ad-
vantage’.

39  According to recitals 13 to 15 in the preamble to
Directive 97/55, the Community legislature considered
that the need to promote comparative advertising re-
quired that the right conferred by the mark be limited to
a certain extent.

40 Such a limitation of the effects of the mark for
the purposes of promoting comparative advertising ap-
pears necessary not only in the case of use, by the
advertiser, of a competitor’s actual mark, but also in the
case of use of a sign similar to that mark.

41 Under Article 2(2a) of Directive 84/450, ‘com-
parative advertising’ means any advertising which
explicitly or by implication identifies a competitor or
goods or services offered by a competitor.

42 According to settled case-law, that is a broad
definition covering all forms of comparative advertis-
ing, so that, in order for there to be comparative
advertising, it is sufficient for there to be a statement
referring even by implication to a competitor or to the
goods or services which he offers (see Toshiba
Europe, paragraphs 30 and 31; Case C-44/01 Pippig
Augenoptik [2003] ECR 1-3095, paragraph 35; and
Case C-381/05 De Landtsheer Emmanuel [2007]
ECR 1-3115, paragraph 16).

43 The test for determining whether an advertise-
ment is comparative in nature is thus whether it
identifies, explicitly or by implication, a competitor of
the advertiser or goods or services which the competi-
tor offers (Toshiba Europe, paragraph 29, and De
Landtsheer Emmanuel, paragraph 17).

44 Therefore, when the use, in an advertisement, of
a sign similar to the mark of a competitor of the adver-
tiser is perceived by the average consumer as a
reference to that competitor or to the goods and ser-
vices which he offers — as in the case in the main
proceedings — there is comparative advertising within
the meaning of Article 2(2a) of Directive 84/450.

45  Consequently, in order to reconcile the protection
of registered marks and the use of comparative adver-
tising, Article 5(1) and (2) of Directive 89/104 and
Article 3a(1) of Directive 84/450 must be interpreted to
the effect that the proprietor of a registered trade mark
is not entitled to prevent the use, by a third party, of a
sign identical with, or similar to, his mark, in a com-
parative advertisement which satisfies all the
conditions, laid down in Article 3a(1) of Directive
84/450, under which comparative advertising is permit-
ted.

46 It must, however, be pointed out that, where the
conditions required under Article 5(1)(b) of Directive
89/104 to prevent the use of a sign identical with, or
similar to, a registered mark are met, a comparative ad-
vertisement in which that sign is used cannot satisfy the
condition, laid down in Article 3a(1)(d) of Directive

lature was intending to promote comparative
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84/450, under which comparative advertising is permit-
ted.

47 First, in the case of similarity between the mark
and the sign and between the goods or services, the
likelihood of confusion constitutes the specific condi-
tion for protection. Article 5(1)(b) of Directive 89/104
is thus designed to apply only if, by reason of the iden-
tity or similarity both of the marks and of the goods or
services which they designate, there exists a likelihood
of confusion on the part of the public (Case C-120/04
Medion [2005] ECR 1-8551, paragraphs 24 and 25).
48 Second, it is apparent from Article 3a(1)(d) of
Directive 84/450 that comparative advertising is not
permitted if there is a likelihood of confusion between
the advertiser and a competitor or between the adver-
tiser’s trade marks, goods or services and those of a
competitor.

49 In the light of recitals 13 to 15 of Directive
97/55, the same interpretation must be given to the term
‘confusion’ used in both Article 5(1)(b) of Directive
89/104 and Article 3a(1)(d) of Directive 84/450.

50 Thus, in the case where an advertiser uses, in a
comparative advertisement, a sign identical with, or
similar to, a competitor’s mark, the competitor either
does not establish the existence of a likelihood of con-
fusion and, consequently, is not entitled to prevent the
use of that sign on the basis of Article 5(1)(b) of Direc-
tive 89/104, or he establishes the existence of a
likelihood of confusion and, consequently, the adver-
tiser cannot challenge such prevention under Article
3a(l) of Directive 84/450, since the advertisement at
issue does not satisfy all the conditions laid down in
that provision.

51 As a preliminary point, Article 5(1) and (2) of
Directive 89/104/EEC and Article 3a(1) of Directive
84/450 must be interpreted as meaning that the proprie-
tor of a registered trade mark is not entitled to prevent
the use by a third party of a sign identical with, or simi-
lar to, his mark, in a comparative advertisement which
satisfies all the conditions, laid down in Article 3a(1) of
Directive 84/450, under which comparative advertising
is permitted.

However, where the conditions required in Article
5(1)(b) of Directive 89/104 to prevent the use of a sign
identical with, or similar to, a registered trade mark are
met, a comparative advertisement in which that sign is
used cannot satisfy the condition, laid down in Article
3a(1)(d) of Directive 84/450, under which comparative
advertising is permitted.

The first question, concerning the interpretation of
Article 5(1) of Directive 89/104

52 It is established, in the case in the main proceed-
ings, that H3G did not use the bubbles trade marks as
registered by O2 and O2 (UK), but a sign similar to
those marks.

53 Article 5(1)(a) of Directive 89/104 applies only
in the case of the use of a sign which is identical with
the trade mark in relation to goods or services which
are identical with those for which the trade mark is reg-
istered.

54 Since that provision is not applicable in the case
in the main proceedings it does not need to be inter-
preted.

55 Consequently, the first question must be under-
stood as meaning that the referring court seeks to
ascertain whether Article 5(1)(b) of Directive 89/104 is
to be interpreted to the effect that the proprietor of a
registered trade mark is entitled to prevent the use by a
third party, in a comparative advertisement, of a sign
similar to that mark in relation to goods or services
identical with, or similar to, those for which that mark
was registered, where such use does not give rise to a
likelihood of confusion on the part of the public.

56  According to settled case-law, in order to prevent
the protection which is afforded to the proprietor vary-
ing from one Member State to another, the Court must
give a uniform interpretation to Article 5(1) of Direc-
tive 89/104, in particular the term ‘use’ which appears
there (Case C-206/01 Arsenal Football Club [2002]
ECR 1-10273, paragraph 45; Adam Opel, paragraph
17, and Case C-17/06 Céline [2007] ECR 1-7041,
paragraph 15).

57 As is apparent from the Court’s case-law
(Arsenal Football Club; C-245/02 Anheuser-Busch
[2004] ECR 1-10989; Medion; Adam Opel; and
Céline), the proprietor of a registered mark may pre-
vent the use of a sign by a third party which is identical
with, or similar to, his mark under Article 5(1)(b) of
Directive 89/104 only if the following four conditions
are satisfied:

- that use must be in the course of trade;

— it must be without the consent of the proprietor
of the mark;

- it must be in respect of goods or services which
are identical with, or similar to, those for which the
mark is registered, and

- it must affect or be liable to affect the essential
function of the trade mark, which is to guarantee to
consumers the origin of the goods or services, by rea-
son of a likelihood of confusion on the part of the
public.

58 As regards more particularly the fourth condi-
tion, first, as pointed out in paragraph 47 above, Article
5(1)(b) of Directive 89/104 is designed to apply only if,
by reason of the identity or similarity both of the marks
and of the goods or services which they designate, there
exists a likelihood of confusion on the part of the pub-
lic.

59  Second, it is settled case-law that the risk that the
public might believe that the goods or services in ques-
tion come from the same undertaking or, as the case
may be, from economically-linked undertakings, con-
stitutes a likelihood of confusion within the meaning of
that provision (see, inter alia, Case C-342/97 Lloyd
Schuhfabrik Meyer [1999] ECR 1-3819, paragraph
17, and Medion, paragraph 26). Thus, use of a sign
which is identical with, or similar to, the trade mark
which gives rise to a likelihood of confusion on the part
of the public affects or is liable to affect the essential
function of the mark.

www.ip-portal.eu

Page 5 of 15


http://www.ippt.eu/files/2005/IPPT20051006_ECJ_Medion_v_Thomson.pdf
http://www.ippt.eu/files/2005/IPPT20051006_ECJ_Medion_v_Thomson.pdf
http://www.ippt.eu/files/2002/IPPT20021112_ECJ_Arsenal.pdf
http://www.ippt.eu/files/2002/IPPT20021112_ECJ_Arsenal.pdf
http://www.ippt.eu/files/2007/IPPT20070125_ECJ_Opel.pdf
http://www.ippt.eu/files/2007/IPPT20070125_ECJ_Opel.pdf
http://www.ippt.eu/files/2007/IPPT20070911_ECJ_Celine.pdf
http://www.ippt.eu/files/2007/IPPT20070911_ECJ_Celine.pdf
http://www.ippt.eu/files/2002/IPPT20021112_ECJ_Arsenal.pdf
http://www.ippt.eu/files/2004/IPPT20041116_ECJ_Anheuser_Busch.pdf
http://www.ippt.eu/files/2004/IPPT20041116_ECJ_Anheuser_Busch.pdf
http://www.ippt.eu/files/2005/IPPT20051006_ECJ_Medion_v_Thomson.pdf
http://www.ippt.eu/files/2007/IPPT20070125_ECJ_Opel.pdf
http://www.ippt.eu/files/2007/IPPT20070911_ECJ_Celine.pdf
http://www.ippt.eu/files/1999/IPPT19990622_ECJ_Lloyd_v_Loints.pdf
http://www.ippt.eu/files/1999/IPPT19990622_ECJ_Lloyd_v_Loints.pdf
http://www.ippt.eu/files/1999/IPPT19990622_ECJ_Lloyd_v_Loints.pdf
http://www.ippt.eu/files/2005/IPPT20051006_ECJ_Medion_v_Thomson.pdf

www.ippt.eu

IPPT20080612, ECJ, O2 v Hutchinson 3G

60 It is clear that, in the case in the main proceed-
ings, H3G used the sign similar to the bubbles trade
marks in the course of a commercial activity with a
view to gain and not as a private matter. The mark was
therefore being used in the course of trade (see, by
analogy, Céline, paragraph 17).

61 It is also clear that H3G used that sign without
the consent of O2 and O2 (UK), the proprietors of the
bubbles trade marks.

62 Furthermore, that sign was used for services
identical with those for which those marks are regis-
tered.

63 By contrast, in accordance with the the referring
court’s own findings, the use by H3G, in the adver-
tisement in question, of bubble images similar to the
bubbles trade marks did not give rise to a likelihood of
confusion on the part of consumers. The advertisement,
as a whole, was not misleading and, in particular, did
not suggest that there was any form of commercial link
between O2 and O2 (UK) on the one hand, and H3G,
on the other.

64 In that regard, contrary to the submission of O2
and O2 (UK), the referring court was right to limit its
analysis to the context in which the sign similar to the
bubbles trade marks was used by H3G, for the purpose
of assessing the existence of a likelihood of confusion.
65 It is true that the notion of likelihood of confu-
sion is the same in Articles 4(1)(b) and 5(1)(b) of
Directive 89/104 (see, to that effect, Case C-425/98
Marca Mode [2000] ECR 1-4861, paragraphs 25 to
28).

66 Article 4(1)(b) of Directive 89/104, however,
concerns the application for registration of a mark.
Once a mark has been registered its proprietor has the
right to use it as he sees fit so that, for the purposes of
assessing whether the application for registration falls
within the ground for refusal laid down in that provi-
sion, it is necessary to ascertain whether there is a
likelihood of confusion with the opponent’s earlier
mark in all the circumstances in which the mark ap-
plied for might be used if it were to be registered.

67 By contrast, in the case provided for in Article
5(1)(b) of Directive 89/104, the third-party user of a
sign identical with, or similar to, a registered mark does
not assert any trade mark rights over that sign but is us-
ing it on an ad hoc basis. In those circumstances, in
order to assess whether the proprietor of the registered
mark is entitled to oppose that specific use, the assess-
ment must be limited to the -circumstances
characterising that use, without there being any need to
investigate whether another use of the same sign in dif-
ferent circumstances would also be likely to give rise to
a likelihood of confusion.

68 Thus, the fourth condition required before the
proprietor of a registered mark is authorised to prevent
the use of a sign similar to his trade mark for goods and
services identical with, or similar to, those for which
that mark is registered is not satisfied 19in the case in
the main proceedings.

69 Consequently, the answer to the first question
must be that Article 5(1)(b) of Directive 89/104 is to be

interpreted as meaning that the proprietor of a regis-
tered trade mark is not entitled to prevent the use, by a
third party, in a comparative advertisement, of a sign
similar to that mark in relation to goods or services
identical with, or similar to, those for which that mark
is registered where such use does not give rise to a like-
lihood of confusion on the part of the public, and that is
so irrespective of whether or not the comparative ad-
vertisement satisfies all the conditions laid down in
Article 3a of Directive 84/450 under which compara-
tive advertising is permitted.

The second and third questions, concerning the in-
terpretation of Article 3a(1) of Directive 84/450

70 By its second and third questions, the referring
court asks whether Article 3a(1) of Directive 84/450
must be interpreted as meaning that a comparative ad-
vertisement in which the advertiser uses the trade mark
of a competitor or a sign similar to that mark is permit-
ted only if that use is indispensable in order to make a
comparison between the advertiser’s goods or services
and those of the competitor and, as the case may be,
whether the use of a sign similar to the competitor’s
mark may be regarded as indispensable.

71 However, the referring court has requested the
interpretation of that provision only in the event that
the Court answers the first question referred in the af-
firmative.

72 Therefore, there is no need to examine the sec-
ond and third questions referred.

Costs

73 Since these proceedings are, for the parties to the
main proceedings, a step in the action pending before
the national court, the decision on costs is a matter for
that court. Costs incurred in submitting observations to
the Court, other than the costs of those parties, are not
recoverable.

On those grounds,

the Court (First Chamber) hereby rules:

1. Article 5(1) and (2) of First Council Directive
89/104/EEC of 21 December 1988 to approximate the
laws of the Member States relating to trade marks and
Article 3a(1) of Council Directive 84/450/EEC of 10
September 1984 concerning misleading and compara-
tive advertising, as amended by Directive 97/55/EC of
the European Parliament and of the Council of 6 Octo-
ber 1997, must be interpreted to the effect that the
proprietor of a registered trade mark is not entitled to
prevent the use by a third party of a sign identical with,
or similar to, his mark, in a comparative advertisement
which satisfies all the conditions, laid down in Article
3a(l) of Directive 84/450, under which comparative
advertising is permitted.

However, where the conditions required in Article
5(1)(b) of Directive 89/104 to prevent the use of a sign
identical with, or similar to, a registered trade mark are
met, a comparative advertisement in which that sign is
used cannot satisfy the condition, laid down in Article
3a(1)(d) of Directive 84/450, as amended by Directive
97/55, under which comparative advertising is permit-
ted.
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2. Atrticle 5(1)(b) of Directive 89/104 is to be inter-
preted as meaning that the proprietor of a registered
trade mark is not entitled to prevent the use by a third
party, in a comparative advertisement, of a sign similar
to that mark in relation to goods or services identical
with, or similar to, those for which that mark was regis-
tered where such use does not give rise to a likelihood
of confusion on the part of the public, and that is so ir-
respective of whether or not the comparative
advertisement satisfies all the conditions laid down in
Article 3a of Directive 84/450, as amended by Direc-
tive 97/55, under which comparative advertising is
permitted.

OPINION OF ADVOCATE GENERAL

MENGOZZ1

delivered on 31 January 2008 1(1)

Case C-533/06

02 Holdings Limited & O2 (UK) Limited

v

Hutchison 3G UK Limited

(Reference for a preliminary ruling from the Court of
Appeal (England and Wales))

(Directive 84/450/EEC — Comparative advertising —
Use of a competitor’s trade mark or of a sign similar to
a competitor’s trade mark in comparative advertising —
Applicability of Article 5(1) of Directive 89/104/EEC —
Conditions on which comparative advertising is permit-
ted — Whether reference to the competitor’s trade mark
indispensable)

1. By the present reference for a preliminary rul-
ing, the Court of Appeal (England and Wales) puts to
the Court questions concerning the interpretation of
provisions contained in First Council Directive
89/104/EEC of 21 December 1988 to approximate the
laws of the Member States relating to trade marks (2)
and in Council Directive 84/450/EEC of 10 September
1984 concerning misleading and comparative advertis-
ing (3) as amended by Directive 97/55/EC of the
European Parliament and of the Council of 6 October
1997. (4)

2. These questions were raised in the context of
proceedings between companies operating in the mo-
bile phone sector, O2 Holdings Limited and O2 (UK)
Limited (together ‘O2’), of the one part, and Hutchison
3G Limited (‘H3G’), of the other, concerning a televi-
sion advertising campaign run by the latter in the
United Kingdom to promote its mobile telephone ser-
vices.

Legal framework

3. Article 5 of Directive 89/104, under the heading
‘Rights conferred by a trade mark’, reads as follows:

‘1. The registered trade mark shall confer on the pro-
prietor exclusive rights therein. The proprietor shall be
entitled to prevent all third parties not having his con-
sent from using in the course of trade:

(b) any sign where, because of its identity with, or
similarity to, the trade mark and the identity or similar-
ity of the goods or services covered by the trade mark
and the sign, there exists a likelihood of confusion on
the part of the public, which includes the likelihood of
association between the sign and the trade mark.

2. Any Member State may also provide that the pro-
prietor shall be entitled to prevent all third parties not
having his consent from using in the course of trade
any sign which is identical with, or similar to, the trade
mark in relation to goods or services which are not
similar to those for which the trade mark is registered,
where the latter has a reputation in the Member State
and where use of that sign without due cause takes un-
fair advantage of, or is detrimental to, the distinctive
character or the repute of the trade mark.

3. The following, inter alia, may be prohibited under
paragraphs | and 2:

(a)  affixing the sign to the goods or to the packaging
thereof;

(b) offering the goods, or putting them on the mar-
ket or stocking them for these purposes under that sign,
or offering or supplying services thereunder;

(c) importing or exporting the goods under the sign;
(d) using the sign on business papers and in adver-
tising.

5. Paragraphs 1 to 4 shall not affect provisions in any
Member State relating to the protection against the use
of a sign other than for the purposes of distinguishing
goods or services, where use of that sign without due
cause takes unfair advantage of, or is detrimental to, the
distinctive character or the repute of the trade mark.’

4. Atrticle 6(1) of Directive 89/104, under the head-
ing ‘Limitation of the effects of a trade mark’,
establishes that:

‘The trade mark shall not entitle the proprietor to pro-
hibit a third party from using, in the course of trade:

(a)  his own name or address;

(b) indications concerning the kind, quality, quan-
tity, intended purpose, value, geographical origin, the
time of production of goods or of rendering of the ser-
vice, or other characteristics of goods or services;

(©) the trade mark where it is necessary to indicate
the intended purpose of a product or service, in particu-
lar as accessories or spare parts;

provided he uses them in accordance with honest prac-
tices in industrial or commercial matters.’

5. Directive 97/55 introduced a number of provi-
sions on comparative advertising into Directive 84/450,
which originally related only to misleading advertising.
6. Article 2(2a) of Directive 84/450, as amended
by Directive 97/55 (‘Directive 84/450”), (5) defines
‘comparative advertising’, for the purposes of the direc-
tive, as ‘any advertising which explicitly or by
implication identifies a competitor or goods or services
offered by a competitor’.

(a)  any sign which is identical with the trade mark in 7. Article 3a(1) of Directive 84/450 provides as
relation to goods or services which are identical with ~ follows:

those for which the trade mark is registered;
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‘Comparative advertising shall, as far as the compari-
son is concerned, be permitted when the following
conditions are met:

(a) it is not misleading according to Articles 2(2), 3
and 7(1);

(b) it compares goods or services meeting the same
needs or intended for the same purpose;
(©) it objectively compares one or more material,

relevant, verifiable and representative features of those
goods and services, which may include price;

(d) it does not create confusion in the market place
between the advertiser and a competitor or between the
advertiser’s trade marks, trade names, other distin-
guishing marks, goods or services and those of a
competitor;

(e) it does not discredit or denigrate the trade
marks, trade names, other distinguishing marks, goods,
services, activities, or circumstances of a competitor;

® for products with designation of origin, it relates
in each case to products with the same designation;

(2) it does not take unfair advantage of the reputa-
tion of a trade mark, trade name or other distinguishing
marks of a competitor or of the designation of origin of
competing products;

(h) it does not present goods or services as imita-
tions or replicas of goods or services bearing a
protected trade mark or trade name.’

The main proceedings and the questions referred for a
preliminary ruling

8. For the purpose of promoting its mobile phone
services, in particular, O2 uses images of bubbles in
various ways. It is the proprietor, inter alia, of trade
marks consisting of the combination of the letter O and
the number 2 (‘the O2 trade marks’) and also of two
pictorial trade marks, both consisting of static pictures
of bubbles, registered in the United Kingdom for tele-
communications apparatus and services (‘the bubbles
trade marks’). It is apparent from the order for refer-
ence that it is established that consumers associate
images of bubbles in water (particularly against a
graduated blue background) in the context of mobile
phones exclusively with O2.

9. H3G started providing mobile phone services in
the United Kingdom, under the mark 3’, only in March
2003 when four other providers, including O2, were
well established in the market. In March 2004 H3G
launched a pay-as-you-go service called ‘Threepay’
and, in the same year, started their comparative adver-
tising campaign using TV advertisements to make a
price comparison with their competitors’ services.

10. 02 brought an action against H3G before the
High Court of Justice of England and Wales, Chancery
Division, for infringement of the O2 trade marks and
the bubbles trade marks in respect of a TV advertise-
ment put out by H3G, in which the term ‘O2’ and
moving pictures of bubbles were used, together with a
stylised animated picture of a 3, and which implied es-
sentially that the ‘Threepay’ service was cheaper than
the similar service provided by O2 (‘the advertisement
at issue”’).

11. In the course of the proceedings, O2 subse-
quently abandoned the claim of infringement of the O2
trade marks (6) and accepted that the price comparison
was true and that as a whole, the advertisement at issue
was not misleading in any way and that, in particular, it
did not suggest any form of trade connection between
02 and 3. The average member of the public would see
the use of 02 and the bubbles as a reference to 02 and
its imagery and realise that this was an advertisement
by a trade rival, 3, claiming that its own service cost
less. (7)

12. The action for infringement, now directed only
against the use of the bubbles images in the advertise-
ment at issue, was dismissed by judgment of 23 March
2006. In essence, the court before which the action was
brought held that the use of the bubbles images in the
advertisement fell within Article 5(1)(b) of Directive
89/104, but that the advertisement complied with Arti-
cle 3a(1) of Directive 84/450 and so the conditions for
application of the defence referred to in Article 6(1)(b)
of Directive 89/104 were satisfied.

13. 02 brought an appeal against that judgment be-
fore the Court of Appeal, contending that the defence
referred to did not apply. H3G for its part disputed the
judgment in so far as it ruled that the advertisement at
issue fell within Article 5(1)(b) of Directive 89/104 and
called for O2’s appeal to be dismissed.

14. In order to settle the dispute, the Court of Ap-
peal, by decision of 14 December 2006, considered it
necessary to refer the following questions to the Court
for a preliminary ruling:

‘(1)  Where a trader, in an advertisement for his own
goods or services uses a registered trade mark owned
by a competitor for the purpose of comparing the char-
acteristics (and in particular the price) of goods or
services marketed by him with the characteristics (and
in particular the price) of the goods or services mar-
keted by the competitor under that mark in such a way
that it does not cause confusion or otherwise jeopardise
the essential function of the trade mark as an indication
of origin, does his use fall within either (a) or (b) of Ar-
ticle 5[(1)] of Directive 89/104?

(2)  Where a trader uses, in a comparative advertise-
ment, the registered trade mark of a competitor, in
order to comply with Article 3a of Directive 84/450 as
amended must that use be “indispensable” and if so
what are the criteria by which indispensability is to be
judged?

3) In particular, if there is a requirement of indis-
pensability, does the requirement preclude any use of a
sign which is not identical to the registered trade mark
but is closely similar to it?’

Proceedings before the Court of Justice

15. Pursuant to Article 23 of the Statute of the
Court, 02, H3G and the Commission submitted written
observations to the Court and their representatives also
presented oral observations at the hearing held on 29
November 2007.

Legal analysis

The first question referred
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16. By the first question, the referring court seeks
essentially to ascertain whether the use of the registered
trade mark (simply, ‘the trade mark’) of a competitor in
a comparative advertisement for the purpose of com-
paring the characteristics of the advertiser’s goods or
services with those of the competitor’s goods or ser-
vices falls within Article 5(1)(a) or (b) of Directive
89/104 where that use does not cause confusion or oth-
erwise jeopardise the essential function of the trade
mark, which is to guarantee the origin of the goods or
services.

17.  This question is raised because the national court
of first instance held that the advertisement at issue fell
within the ambit of Article 5(1)(b) of Directive 89/104
and that it was permitted solely on the ground that it
complied with Article 3a(1) of Directive 84/450 and
was therefore covered by the defence referred to in Ar-
ticle 6(1)(b) of Directive 89/104, whereas H3G
contends that it does not in fact fall within the scope of
Article 5(1)(b) of that directive.

18. It is scarcely necessary to point out first that, ac-
cording to settled case-law, a directive cannot of itself
impose obligations on an individual and cannot there-
fore be relied upon as such against an individual but
that, when applying domestic law, whether adopted be-
fore or after the directive, the national court which has
to interpret that law must do so, as far as possible, in
the light of the wording and the purpose of the directive
so as to achieve the result it has in view and thereby
comply with the third paragraph of Article 249 EC. (8)
That is the context in which the references to the provi-
sions of Directives 89/104 and 84/450 are to be
understood for the purposes of the present reference for
a preliminary ruling.

19. In raising the abovementioned question, the re-
ferring court probably expected the Court to clarify the
conditions on which the provisions of Article 5(1)(a)
and (b) of Directive 89/104 apply and to explain in par-
ticular whether the prohibitions contained in those
provisions apply even when the use in an advertisement
of a sign identical or similar to another’s trade mark is
intended not to distinguish the advertiser’s goods or
services but to distinguish the goods or services of the
proprietor of that trade mark. (9)

20. A detailed reply to the question thus raised by
the referring court would require an examination of the
case-law relating to Article 5(1)(a) and (b) of Directive
89/104, which does not appear, at least at first sight, to
be at all consistent as to the conditions on which those
provisions apply. I note in particular, in this connec-
tion, the difficulty of reconciling the approach adopted
by the Court in BMW, (10) from which it seems to fol-
low that the use by a third party of another’s trade
mark, not to distinguish that party’s own goods or ser-
vices but to distinguish the goods or services of the
proprietor of the trade mark, does not of itself escape
Article 5(1)(a) of Directive 89/104, with the approach
adopted in more recent judgments, which tend rather to
favour the opposite solution.

21.  In BMW, the Court held that the use in an adver-
tisement of another’s trade mark to distinguish the

goods of the proprietor of the trade mark as the subject
of the services provided by the advertiser fell within the
ambit of Article 5(1)(a) of Directive 89/104, subject to
the provisions of Article 6 or Article 7 of that directive.
)

22. In Hélterhoff, (12) the Court held that the pro-
prietor of a trade mark cannot rely on his exclusive
right under Article 5(1) of Directive 89/104 where a
third party, in the course of commercial negotiations,
reveals the origin of goods which he has produced him-
self and uses the sign in question solely to denote the
particular characteristics of the goods he offers for sale,
(13) so that there can be no question of the trade mark
used being perceived as a sign indicative of the under-
taking of origin.

23. In Arsenal Football Club, (14) the Court ruled
that the exclusive right under Article 5(1)(a) of Direc-
tive 89/104 was conferred ‘in order to enable the trade
mark proprietor to protect his specific interests as pro-
prietor, that is, to ensure that the trade mark can fulfil
its functions’ and that ‘[t]he exercise of that right must
therefore be reserved to cases in which a third party’s
use of the sign affects or is liable to affect the functions
of the trade mark, in particular its essential function of
guaranteeing to consumers the origin of the goods’.
(15)

24, In the same judgment, the Court noted that, in
that particular case, the use of the sign in question was
obviously not intended for purely descriptive purposes,
which would otherwise be excluded from the scope of
the abovementioned provision, but was such as to cre-
ate the impression that there was a material link in the
course of trade between the goods concerned and the
trade mark proprietor and was therefore liable to jeop-
ardise the guarantee of origin which constitutes the
essential function of the mark. The Court held that it
was consequently a use which the trade mark proprietor
might prevent in accordance with Article 5(1) of Direc-
tive 89/104. (16)

25. In Adam Opel (17) the Court held that, ‘[a]part
from [the] specific case of use of a trade mark by a
third-party provider of services having as subject-
matter the products bearing that trade mark’, such as
the case examined in the judgment in BMW, ‘Article
5(1)(a) of the directive [Directive 89/104] must be in-
terpreted as covering the use of a sign identical to the
trade mark in respect of goods marketed or services
supplied by the third party which are identical to those
in respect of which the trade mark is registered’. Again
in Adam Opel, it stated that ‘it was having regard to
[the] specific and indissociable link between the prod-
ucts bearing the trade mark and the services provided
by the third party that the Court held that, in the spe-
cific circumstances of the BMW case, use by the third
party of the sign identical to the trade mark in respect
of goods marketed not by the third party but by the
holder of the trade mark fell within Article 5(1)(a) of
the directive’.

26.  Thus, the use of another’s trade mark by a third
party to distinguish the goods or services supplied by
the proprietor of the trade mark, which does not cause
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confusion regarding the origin of those goods or ser-
vices and the third party’s goods or services, may
apparently fall within the ambit of Article 5(1) of Di-
rective 89/104 on the basis of BMW, and may escape it
on the basis of Holterhoff and Adam Opel, while, on
the basis of the case-law cited in point 23 above, in or-
der to determine whether or not the said use is caught
by that provision, it must be ascertained whether it is
liable to affect a function of the trade mark other than
the essential function of providing a guarantee of ori-
gin.

27. 02 emphasises this last point in its written ob-
servations submitted in the course of the present
proceedings, referring in particular to the ‘advertising
function’ of the trade mark and the detriment to that
function of its own bubbles trade marks allegedly re-
sulting from the advertisement at issue.

28. I consider however that, in the light of the provi-
sions of Directive 84/450 concerning comparative
advertising, the question formulated by the referring
court may easily be answered in the negative and that
there is no need to pursue the examination, bristling
with difficulties, of the conditions on which Article
5(1)(a) and (b) of Directive 89/104 apply.

29. It must first of all be borne in mind that the in-
tention in Directive 97/55 was that ‘the basic provisions
governing the form and content of comparative adver-
tising should be uniform and the conditions of the use
of comparative advertising in the Member States
should be harmonised’ (second recital in the preamble),
in particular by establishing ‘conditions under which
comparative advertising is permitted’ (recital 18).

30.  In that connection, that directive, by introducing
Article 3a into Directive 84/450, specifies the condi-
tions on which comparative advertising is permitted,
(18) in the light of which, as explained in the seventh
recital in the preamble to Directive 97/55, it is possible
‘to determine which practices relating to comparative
advertising may distort competition, be detrimental to
competitors and have an adverse effect on consumer
choice’. As the Court has already noted, the objective
was ‘the establishment of conditions in which compara-
tive advertising must be regarded as lawful in the
context of the internal market’. (19) It follows, accord-
ing to the Court, that ‘Directive 84/450 carried out an
exhaustive harmonisation of the conditions under
which comparative advertising in Member States might
be lawful’, and that ‘[s]Juch harmonisation implies by
its nature that the lawfulness of comparative advertis-
ing throughout the Community is to be assessed solely
in the light of the criteria laid down by the Community
legislature’. (20)

31. To that end, Article 3a of Directive 84/450 lists
the cumulative conditions that must be met, as far as
the comparison is concerned, for comparative advertis-
ing to be permitted. (21)

32. It should accordingly be noted that at least four
of the eight provisions contained in Article 3a(l) are
designed to protect the trade mark, trade name or other
distinguishing marks of a competitor in the context of
comparative advertising. As the Court has found, ‘un-

der certain conditions, Directive 84/450 allows an
advertiser to state in comparative advertising the brand
of a competitor’s product’. (22) In particular it provides
that comparative advertising must not create confusion
in the market place between the advertiser’s trade
marks, trade names or other distinguishing marks and
those of a competitor (subparagraph (d)); discredit or
denigrate the trade marks, trade names or other distin-
guishing marks of a competitor (subparagraph (e)); take
unfair advantage of the reputation of a trade mark, trade
name or other distinguishing marks of a competitor
(subparagraph (g)); present goods or services as imita-
tions or replicas of goods or services bearing a
protected trade mark or trade name (subparagraph (h)).
It follows, according to the Court, that, ‘where the
comparison does not have the intention or effect of giv-
ing rise to such situations of unfair competition, the use
of a competitor’s brand name is permitted in Commu-
nity law’. (23)

33. Recital 14 in the preamble to Directive 97/55
notes that ‘it may, however, be indispensable, in order
to make comparative advertising effective, to identify
the goods or services of a competitor, making reference
to a trade mark or trade name of which the latter is the
proprietor’. The following recital adds that ‘such use of
another’s trade mark, trade name or other distinguish-
ing marks does not breach this exclusive right in cases
where it complies with the conditions laid down by this
Directive, the intended target being solely to distin-
guish between them and thus to highlight differences
objectively’.

34, The use of a competitor’s trade mark in an ad-
vertisement which compares the characteristics of
goods or services marketed by him under that mark
with those of the advertiser is therefore specifically and
exhaustively covered by Article 3a of Directive 84/450.
It is prohibited only if does not comply with the condi-
tions laid down in that article. In that case, it is
prohibited under that article and not under Article
5(1)(a) or (b) of Directive 89/104. Conversely, if it
complies with those conditions, it cannot be held to be
prohibited under the provisions contained in Article
5(1)(a) or (b) of Directive 89/104.

35. Those provisions, like the provisions contained
in Article 6(1) of Directive 89/104, do not, therefore,
come into consideration for the purpose of determining
whether that use is lawful. There is little point in won-
dering whether that conclusion would also have been
reached in the absence of Directive 97/55 — because, as
H3G and the Commission argue, that use does not in
any case fall within the scope of application of Article
5(1)(a) and (b) of Directive 89/104 (24) — or whether
on the contrary it follows from the introduction, with
the addition of Article 3a to Directive 84/450 by Direc-
tive 97/55, of a system which, being presented as a lex
specialis in cases where another’s trade mark is used in
a comparative advertisement, therefore derogates from
the system contained in Article 5(1)(a) and (b) of Di-
rective 89/104.

36.  That question is purely hypothetical for the pur-
poses of the dispute assigned to the referring court and
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so there is no need to resolve it in the present prelimi-
nary ruling proceedings.

37. I also note that, as O2 points out, (25) the first
question as formulated in the order for reference turns
on the use by an advertiser of another’s trade mark (or,
to be more precise, a sign identical to another’s trade
mark) whereas, following O2’s decision to reduce the
scope of its claim of infringement as initially proposed,
(26) the subject of the dispute pending before the refer-
ring court is now the use by an advertiser (H3G) not of
another’s trade marks (O2 or the bubbles trade marks)
but of signs (pictures of bubbles) which are closely
similar to another’s trade marks (the bubbles trade
marks).

38. I consider however that this does not substan-
tially alter the terms of the problem examined above.
39.  The use in an advertisement of a sign similar to
a competitor’s trade mark may be one of the ways of
identifying that competitor or that competitor’s goods
or services, at least by implication, within the meaning
of Article 2(2a) of Directive 84/450. An advertisement
which makes such use of a sign and which is intended
to establish a comparison between the advertiser and
his competitor or between the goods or services con-
cerned will be subject to the system contained in
Article 3a of Directive 84/450. As we have seen, that
article provides, within a more extensive set of rules
establishing an exhaustive list of the conditions on
which comparative advertising may be permitted, spe-
cific rules intended to protect the trade mark against
that type of advertisement. Consequently, where the
proprictor of a trade mark seeks to contest the use in
comparative advertising of a sign similar to that trade
mark, he must base his own claim on the breach of one
of the conditions laid down in Article 3a of Directive
84/450 (27) and, conversely, such use does not, like the
use of another’s trade mark in the same context, fall
within the ambit of Article 5(1) of Directive 89/104.

40. I therefore consider that the first question may
be answered as follows:

‘The use of a sign identical or similar to the registered
trade mark of a competitor in an advertissment which
compares the characteristics of goods or services mar-
keted by that competitor under that trade mark with the
characteristics of goods or services supplied by the ad-
vertiser is covered exhaustively by Article 3a of
Directive 84/450 and is not subject to the application of
Article 5(1)(a) or (b) of Directive 89/104.

The second and third questions

41. By the second and third questions, the referring
court seeks to ascertain, first, whether the use of a
competitor’s trade mark in a comparative advertisement
must be ‘indispensable’ in order to be permitted within
the meaning of Article 3a of Directive 84/450. If so, the
referring court would like to know the criteria by which
such indispensability is to be judged and whether that
requirement precludes any use of a sign which is not
identical to the competitor’s trade mark but is closely
similar to it.

42. 02 claims, on the basis of recitals 14 and 15 in
the preamble to Directive 97/55, the preparatory work

for that directive and the case-law of the Court, in par-
ticular Toshiba (28) and Siemens, (29) that the
advertiser’s use of a competitor’s trade mark in a com-
parative advertisement, if it is not indispensable in
order to identify the competitor or the goods or services
concerned, takes unfair advantage of the reputation of
the trade mark in breach of Article 3a(1)(g) of Direc-
tive 84/450. O2 argues that since, for the purposes of
the comparative advertisement in question, H3G made
use of the O2 trade mark which is perfectly suitable for
identifying the advertiser’s competitor, there was no
need for it to use the pictures of bubbles, especially as
they represented a distorted version of O2’s bubbles
trade mark.

43. However, I agree with the view taken by H3G
and the Commission that Article 3a of Directive 84/450
does not demand that the use of another’s trade mark
for the purpose of identifying the competitor or the
products or services concerned should meet a require-
ment of indispensability.

44. Such a conclusion cannot however be reached
simply on the basis of the Court’s ruling, in paragraphs
83 and 84 of the judgment in Pippig Augenoptik cited
by H3G, concerning the problem of the reproduction in
an advertising message of the competitor’s logo and a
picture of its shop front, in addition to the competitor’s
name. The Court concluded in that case, from an ex-
amination of recital 15 in the preamble to Directive
97/55, that ‘Article 3a(1)(e) of Directive 84/450 does
not prevent comparative advertising, in addition to cit-
ing the competitor’s name, from reproducing its logo
and a picture of its shop front, if that advertising com-
plies with the conditions for lawfulness laid down by
Community law’.

45. Consequently, since that provision is intended
solely to prohibit comparative advertising that ‘dis-
credit[s] or denigrate[s]’ trade marks or other elements
connected with a competitor, that conclusion reached
by the Court can only mean, objectively, that the repro-
duction in an advertising message of the competitor’s
logo and a picture of its shop front, in addition to the
competitor’s name, — i.e. of elements which are proba-
bly not indispensable for the purpose of identifying a
competitor who has already been mentioned by name —
does not in itself discredit or denigrate that competitor.
That does not however eliminate the possibility that, as
02 has pointed out, a requirement of indispensability
with respect to the use of another’s trade mark or dis-
tinguishing marks in comparative advertising may be
deduced from other provisions of Article 3a. However,
I shall not omit to mention the ambiguity and vague-
ness of the Court’s ruling which I quoted in point 44
above, in so far as it appears to make compliance with
Article 3a(1)(e) of Directive 84/450 dependent upon
compliance with all the other conditions for the lawful-
ness of comparative advertising laid down by
Community law, conditions which are not however
concerned with the discrediting or denigrating aspect of
such advertising addressed by that provision.

46. For the purpose of determining whether Article
3a of Directive 84/450 prescribes a requirement of in-
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dispensability with respect to the use of another’s trade
mark in comparative advertising, I recall first that that
article effects an exhaustive harmonisation of the con-
ditions under which such advertising might be lawful
(see paragraph 30 above) and I note that none of its
provisions expressly lays down a requirement of indis-
pensability with respect to the use of another’s trade
mark or other distinguishing marks.

47. Nor does it seem to me that, as O2 contends,
such a requirement can be deduced by implication from
Article 3a(1)(g) of that directive, a provision which
prohibits taking unfair advantage of the reputation of a
trade mark or other distinguishing marks of a competi-
tor or of the designation of origin of competing
products.

48. 02’s reference to recital 14 in the preamble to
Directive 97/55 does not serve to substantiate its inter-
pretation of that provision. As the Commission rightly
observes, in that recital the Community legislature
seems merely to have wished to make it clear that, in
general, for comparative advertising to be effective ref-
erence will inevitably be made to a competitor’s trade
mark or trade name, but has not prescribed a condition
subject to which such a reference might be lawful.
Moreover, the conditions on which such a reference
might be permitted are mentioned separately in the fol-
lowing recital 15 (‘where it complies with the
conditions laid down by this Directive”) which, when it
mentions ‘such use of another’s trade mark’, is refer-
ring to use of a trade mark to identify the goods or
services of a competitor, not to use of a trade mark
which is indispensable for that purpose.

49. The Court has already had occasion to interpret
Article 3a(1)(g) of Directive 84/450.

50. In Toshiba it was asked by the national court,
among other things, to clarify the criteria to be used
when assessing whether comparative advertising takes
unfair advantage of the reputation of a distinguishing
mark of a competitor within the meaning of that provi-
sion.

51. Advocate General Léger suggested to the Court
a line of reasoning by which to establish, in the context
of Article 3a(1)(g) of Directive 84/450, ‘the point be-
yond which an advertiser should be considered to be
acting unfairly’. He suggested, first, that that is the case
where a step is taken by the advertiser only with a view
to taking advantage of the reputation of his competitor
for the benefit of his own activities, but that there could
not truly be considered to be an unfair advantage where
the content of the comparative advertising can be justi-
fied by reference to certain conditions. (30)

52.  In this connection, Advocate General Léger held
that it follows from recitals 14 and 15 in the preamble
to Directive 97/55 that ‘a competitor may use an eco-
nomic operator’s exclusive right to his trade mark or
other distinguishing marks if the reference in question
is justified by the requirements of comparative adver-
tising’ and that ‘[tlhe advertiser may make these
references if the comparison of the merits and deficien-
cies of the competing products is made impossible or,
more simply, would be impaired by a failure to identify

the competitor’. As to ‘the ways in which it is permis-
sible to use the distinguishing marks of the competitor’,
he observed that ‘[s]ince exceptions must be interpreted
narrowly, derogations from the protected rights of pro-
prietors should only be allowed within limits which are
strictly necessary to achieve the object of the directive,
which is to make possible a comparison of the objec-
tive characteristics of the products’. ‘It follows’,
continues the Advocate General, ‘that unfair advantage
is taken of a competitor’s reputation when the reference
to the competitor or the manner in which he is referred
to is not necessary in order to inform customers of the
respective qualities of the goods compared. Conversely,
this complaint cannot be upheld where the matters to
which the comparison relates cannot be described
without the advertiser making reference to his competi-
tor, even though the advertiser may at the same time
take some advantage of it’. ‘It is therefore this test of
necessity that in [his] view forms the basis of an under-
standing of the lawfulness of comparative advertising
under Article 3a(1)(g) of the Directive.” (31)

53. In my view, however, those last considerations,
which support the interpretation advocated by 02, were
disregarded by the Court in Toshiba. Paragraph 54 of
that judgment, cited by O2, does not really support that
interpretation since, although the Court stated in that
paragraph that ‘an advertiser cannot be considered as
taking unfair advantage of the reputation attached to
distinguishing marks of his competitor if effective
competition on the relevant market is conditional upon
a reference to those marks’, there is no indication that it
also meant to imply that, conversely, where effective
competition on that market is not conditional upon a
reference to those marks, a reference to them would
necessarily imply that the advertiser was taking unfair
advantage of their reputation. In Toshiba, the Court
held on the contrary that use of the distinguishing
marks of a competitor enables the advertiser ‘to take
unfair advantage of the reputation attached to those
marks only if the effect of the reference to them is to
create, in the mind of the persons at whom the advertis-
ing is directed, an association between the
manufacturer whose products are identified and the
competing supplier, in that those persons associate the
reputation of the manufacturer’s products with the
products of the competing supplier’. (32)

54. In the light of those statements in Toshiba, Ad-
vocate General Tizzano took the view, in his Opinion
in Pippig Augenoptik, (33) that ‘indication of the brand
name of a competitor’s products is not contrary to Arti-
cle 3a(1)(g) where such indication is justified by the
objective requirement to identify the competitor’s
products and highlight the qualities of the products that
are being advertised (if necessary by a direct compari-
son between them) and that its sole aim is not therefore
to take advantage of the reputation of the trade mark,
trade name or other distinguishing marks of a competi-
tor ... unless, in view of the peculiarities of the case at
issue, it is clear that such information is given in a
manner that is likely to create an association in the pub-
lic between the advertiser and his competitor,
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conferring the reputation of the latter’s products on the
former’s’.

55.  The Court did not take a position on the interpre-
tation of Article 3a(1)(g) in Pippig Augenoptik, but
returned to it later in Siemens, from which it is to be
deduced that in determining whether an advertiser’s use
of a competitor’s trade mark or other distinguishing
marks in comparative advertising takes unfair advan-
tage of the reputation of the trade mark or other
distinguishing marks, it is necessary, on the one hand,
to determine whether such use could cause the public at
whom the advertising is directed to associate the com-
petitor with the advertiser, since the public might
associate the reputation of the former’s products with
the products distributed by the latter (34) and, on the
other, to take into account the benefit to consumers of
the comparative advertising in question. (35)

56.  If, as legal commentators generally observe, the
subject-matter of comparative advertising is in most
cases a comparison with a more established competitor
and therefore involves the establishment of a certain
‘link” with the competitor’s reputation or the reputation
of the distinguishing marks concerned, the advantage
gained by the establishment of such a link would be
unfair, on the basis of Toshiba and Siemens, only if it
results, in the minds of the persons to whom it is ad-
dressed, in an association between the advertiser and
his competitor that might cause the public to associate
the reputation of the former’s products with the latter’s.
This is, according to those judgments, a matter that
must be determined in each specific case, a process that
clearly excludes considerations relating to the indispen-
sability of a reference to the competitor’s
distinguishing marks.

57. The criterion chosen by the Court in those
judgments, based on an analysis of the impressions cre-
ated in the public as to the relations between the
undertakings identified in the advertising, tends to fa-
vour the advertiser by permitting a reference to
another’s distinguishing marks, even where it does not
appear to serve any legitimate requirement connected
with the advertisement, if it does not actually create in
the minds of the public that association with the trans-
fer of reputation mentioned in those judgments. |
personally take the view that an approach that calls for
the existence of such a requirement, as Advocate Gen-
eral Léger too appeared to foreshadow in the
introduction to the line of reasoning reported in point
51 above, may achieve a more balanced reconciliation
between the conflicting interests of the advertiser and
his competitor, in that it would prohibit reference to
another’s distinguishing marks where it is clear that
comparative advertising is in reality merely a pretext to
exploit the reputation of that mark in a parasitical man-
ner, quite apart from creating the aforesaid association.
58. In any case, for the purposes of the present ref-
erence for a preliminary ruling there is no need for a
general explanation of the criteria to be used when ap-
plying Article 3a(1)(g) of Directive 84/450; it is enough
to say that Toshiba and Siemens do not admit, but on
the contrary exclude by implication, the criterion of in-

dispensability (or necessity) with regard to the use of a
competitor’s trade mark or other distinguishing mark in
comparative advertising. That is to say, it cannot be
maintained, as O2 argues, that when such use is not in-
dispensable for the purpose of identifying the
competitor or the goods or services concerned, the
comparative advertising is ipso facto such as to enable
the advertiser to take unfair advantage of the reputation
of that trade mark or distinguishing mark. As the
Commission points out, it would instead have to be es-
tablished whether or not such unfair advantage had
been taken, which cannot be assumed to follow from
the fact that the reference to that trade mark or distin-
guishing mark in the comparative advertising is not
indispensable.

59.  Moreover, as rightly observed both by H3G and
by the Court of Appeal in the order for reference, the
requirement that the conditions required of comparative
advertising must be interpreted in the sense most fa-
vourable to it argues against asserting that there exists a
condition of indispensability of that kind. (36)

60. The foregoing considerations regarding the use
of a competitor’s trade mark in comparative advertising
naturally apply also to the use in that context of a sign
which is not identical but similar to that trade mark. In
my view, the question put to the Court whether, on the
basis of Article 3a of Directive 84/450, the use of a sign
to identify a competitor is subject to a condition of in-
dispensability arises in the same terms, irrespective of
whether it concerns the use of a sign which is identical
or a sign which is merely similar to the competitor’s
trade mark.

61. I would, moreover, add that as a matter of fact
going, however, far beyond what is necessary to answer
the first part of the second question, (37) it is difficult
to imagine that H3G can have taken unfair advantage
of the use in the advertisement at issue of bubbles simi-
lar to O2’s bubbles trade marks, in view of the fact that
the advertising in question also explicitly identifies the
competitor by means of references to the O2 trade
mark, the lawfulness of the use of which is no longer
disputed by O2, and that, as is clear from the order for
reference, consumers associate images of bubbles in the
context of mobile phones with O2. So if a link with the
competitor is already established by means of the refer-
ence to O2’s trade mark, without any objection on the
subject from O2, I do not see what unfair advantage
H3G could gain from the additional use in the adver-
tisement at issue of signs similar to the bubbles trade
marks likewise owned by O2.

62.  As I consider that the use of a competitor’s trade
mark or of a sign similar to a competitor’s trade mark
in comparative advertising is not prohibited under Arti-
cle 3a of Directive 84/450 solely on the ground that it is
not indispensable for the purpose of identifying the
competitor or the goods or services concerned, there is
no need to examine the second part of the second ques-
tion or the third question, which assume a solution
other than that which I have just suggested.

63. 1 would also point out, since O2 has laid special
emphasis, particularly at the hearing, on the fact that
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the advertisement at issue presented a distorted version
of its bubbles trade marks, thereby causing detriment to
the distinctive character and repute of those trade
marks, that the alleged distortion is irrelevant in the
sense of rendering the said advertisement unlawful
unless it does not comply with one of the conditions
laid down in Article 3a of Directive 84/450.

64.  Those conditions include conditions intended to
protect the repute of the trade mark, such as that con-
tained in Article 3a(1)(e), prohibiting the discrediting
or denigration of a trade mark, and the condition, just
examined, laid down in Article 3a(1)(g), which prohib-
its taking unfair advantage of the reputation of a trade
mark. In particular, if the distortion of the bubbles trade
marks in the advertisement at issue were such as to pre-
sent those trade marks or the image of their proprietor
in a negative light, O2 could complain, citing the na-

tional provision transposing Article 3a(l)(e) of
Directive 84/450.
65. On the other hand, the conditions contained in

Article 3a do not include the separate requirement that
the distinctive character of the trade mark should be
protected. That requirement, covered in its dual aspect
of prohibition of causing detriment to that character and
of taking unfair advantage of it, both in Article 5(2) of
Directive 89/104 and in Article 8(5) of Council Regula-
tion (EC) No 40/94 of 20 December 1993 on the
Community trade mark, (38) as amended, with refer-
ence to trade marks with a reputation, was not included
— unlike the requirement to protect the repute of the
trade mark, which was also protected, again with refer-
ence to trade marks with a reputation, under the
abovementioned provisions — in Article 3a of Directive
84/450 which, as we have seen (see paragraph 59
above), is to be interpreted narrowly. This must repre-
sent a deliberate choice by the Community legislature,
which clearly considered that it had a duty to prefer the
interest in effective comparative advertising which acts
as an instrument to inform consumers and a stimulus to
competition between suppliers of goods and services
(see, in particular, the second recital in the preamble to
Directive 97/55) to the interest of protecting the distinc-
tive character of trade marks.

66. In the light of the foregoing considerations, I
suggest that the Court should answer the second ques-
tion as follows:

‘Article 3a of Directive 84/450 is not to be interpreted
as permitting the use, in a comparative advertisement,
of a sign identical or similar to the registered trade
mark of a competitor only when that use is indispensa-
ble for the purpose of identifying the competitor or the
goods or services concerned.’

Conclusion

67. In conclusion, I propose that the Court give the
following answer to the questions referred by the Court
of Appeal (England and Wales):

(1)  The use of a sign identical or similar to the regis-
tered trade mark of a competitor in an advertisement
which compares the characteristics of goods or services
marketed by that competitor under that trade mark with
the characteristics of goods or services supplied by the

advertiser is covered exhaustively by Article 3a of
Council Directive 84/450/EEC of 10 September 1984
concerning misleading and comparative advertising, as
amended by Directive 97/55/EC of the European Par-
liament and of the Council of 6 October 1997, and is
not subject to the application of Article 5(1)(a) or (b) of
First Council Directive 89/104/EEC of 21 December
1988 to approximate the laws of the Member States re-
lating to trade marks.

(2)  Article 3a of Directive 84/450 is not to be inter-
preted as permitting the use, in a comparative
advertisement, of a sign identical or similar to the regis-
tered trade mark of a competitor only when that use is
indispensable for the purpose of identifying the com-
petitor or the goods or services concerned.
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