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European Court of Justice, 22 November 2007, Fin-
cas Taragona

Tarragona

TRADEMARK LAW

Well known trade mark

e The earlier trade mark must be well known
throughout the territory of the Member State of
registration or in a substantial part of it.

In that regard, since the Community provision being
interpreted lacks a definition to that effect, a trade mark
certainly cannot be required to be well known
‘throughout’ the territory of the Member State and it is
sufficient for it to be well known in a substantial part of
it (see, by analogy, Case C-375/97 General Motors
[1999] ECR 1-5421, paragraph 28, concerning the kin-
dred concept of the ‘reputation’ of a trade mark for
which Article 5(2) of the Directive refers also to an as-
sessment ‘in the Member State’). However, the
customary meaning of the words used in the expression
‘in a Member State’ preclude the application of that
expression to a situation where the fact of being well
known is limited to a city and to its surrounding area
which, together, do not constitute a substantial part of
the Member State. Article 4(2)(d) of First Council Di-
rective 89/104/EEC of 21 December 1988 to
approximate the laws of the Member States relating to
trade marks is to be inter-preted as meaning that the
earlier trade mark must be well known throughout the
territory of the Member State of registration or in a
substantial part of it.

Source: curia.europa.eu

European Court of Justice, 22 November 2007
(C.W.A. Timmermans, L. Bay Larsen, J. Makarczyk, P.
Kiris and J.-C. Bonichot)

JUDGMENT OF THE COURT (Second Chamber)

22 November 2007 (*)

(Trade marks — Directive 89/104/EEC — Article 4(2)(d)
— ‘Well-known’ marks in a Member State within the
meaning of Article 6 bis of the Paris Convention —
Knowledge of the trade mark — Geographical area)

In Case C-328/06,

REFERENCE for a preliminary ruling under Article
234 EC from the Juzgado de lo Mercantil 3 de Barce-
lona (Spain), made by decision of 17 July 2006,
received at the Court on 27 July 2006, in the proceed-
ings

Alfredo Nieto Nuiio

v
Leonci Monlle6 Franquet,

THE COURT (Second Chamber),

composed of C.W.A. Timmermans, President of the
Chamber, L. Bay Larsen (Rapporteur), J. Makarczyk,
P. Karis and J.-C. Bonichot, Judges,

Advocate General: P. Mengozzi,

Registrar: R. Grass,

having regard to the written procedure,

after considering the observations submitted on behalf
of:
- Mr Monlled Franquet, by C. Arcas Hernandez,
procurador, and C. Cardelts de Balle, abogado,
- the French Government, by G. de Bergues and J.-
C. Niollet, acting as Agents,
- the Italian Government, by .M. Braguglia, acting
as Agent, and P. Gentili, avvocato dello Stato,
- the Commission of the European Communities,
by R. Vidal Puig and W. Wils, acting as Agents,

after hearing the Opinion of the Advocate General at
the sitting on 13 September 2007,

gives the following

Judgment

| This reference for a preliminary ruling concerns
the interpretation of Article 4 of First Council Directive
89/104/EEC of 21 December 1988 to approximate the
laws of the Member States relating to trade marks (OJ
1989 L 40, p. 1) (‘the Directive’).

2 The reference was made in the context of pro-
ceedings between Mr Nieto Nufio, proprietor of a
registered trade mark FINCAS TARRAGONA, cover-
ing various activities in the property field and Mr
Monlle6 Franquet, estate agent in Tarragona (Spain),
concerning the use by the latter, for his business, of the
earlier non-registered mark FINCAS TARRAGONA,
in Spanish, or FINQUES TARRAGONA, in Catalan.
Legal context

Community legislation

3 Article 4 of the Directive, entitled ‘Further
grounds for refusal or invalidity concerning conflicts
with earlier rights’, provides:

‘1. A trade mark shall not be registered or, if registered,
shall be liable to be declared invalid:

(a) if it is identical with an earlier trade mark, and
the goods or services for which the trade mark is ap-
plied for or is registered are identical with the goods or
services for which the earlier trade mark is protected;
(b) if because of its identity with, or similarity to,
the earlier trade mark and the identity or similarity of
the goods or services covered by the trade marks, there
exists a likelihood of confusion on the part of the pub-
lic, which includes the likelihood of association with
the earlier trade mark.

2. “Earlier trade marks” within the meaning of para-
graph 1 means:

(d)  trade marks which, on the date of application for
registration of the trade mark, or, where appropriate, of
the priority claimed in respect of the application for
registration of the trade mark, are well known in a
Member State, in the sense in which the words “well
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known” are used in Article 6 bis of the Paris Conven-
tion.

4.  Any Member State may furthermore provide that
a trade mark shall not be registered or, if registered,
shall be liable to be declared invalid where, and to the
extent that:

(b) rights to a non-registered trade mark or to an-
other sign used in the course of trade were acquired
prior to the date of application for registration of the
subsequent trade mark, or the date of the priority
claimed for the application for registration of the sub-
sequent trade mark and that non-registered trade mark
or other sign confers on its proprietor the right to pro-
hibit the use of a subsequent trade mark;

4 Article 6(2) of the Directive, entitled ‘Limitation
of the effects of a trade mark’, states:

‘The trade mark shall not entitle the proprietor to pro-
hibit a third party from using, in the course of trade, an
earlier right which only applies in a particular locality
if that right is recognised by the laws of the Member
State in question and within the limits of the territory in
which it is recognised.’

The Paris Convention

5 Article 6 bis of the Convention for the Protection
of Industrial Property signed in Paris on 20 March
1883, last revised at Stockholm on 14 July 1967 and
amended on 28 September 1979 (United Nations
Treaty Series, Vol. 828, No 11851, p. 305) (‘the Paris
Convention’), which binds all the Member States of the
Community, states:

‘Marks: Well-Known Marks

(1)  The countries of the Union undertake, ex officio
if their legislation so permits, or at the request of an in-
terested party, to refuse or to cancel the registration,
and to prohibit the use, of a trademark which consti-
tutes a reproduction, an imitation, or a translation,
liable to create confusion, of a mark considered by the
competent authority of the country of registration or
use to be well known in that country as being already
the mark of a person entitled to the benefits of this
Convention and used for identical or similar goods.
These provisions shall also apply when the essential
part of the mark constitutes a reproduction of any such
well-known mark or an imitation liable to create confu-
sion therewith.

2) A period of at least five years from the date of
registration shall be allowed for requesting the cancel-
lation of such a mark. The countries of the Union may
provide for a period within which the prohibition of use
must be requested.

(€) No time-limit shall be fixed for requesting the
cancellation or the prohibition of the use of marks reg-
istered or used in bad faith.’

National legislation

6 Article 6 of Spanish Trade Mark Law No
17/2001 (Ley de Marcas Espaiiola 17/2001) of 7 De-
cember 2001, provides:

‘1. A sign may not be registered as a trade mark:

(a)  ifit is identical with an earlier trade mark which
covers identical goods or services;

(b) if, because of its identity with, or similarity to,
the earlier trade mark and the identity or similarity of
the goods or services covered by the trade marks, there
exists a likelihood of confusion on the part of the pub-
lic, which includes the likelihood of association with
the earlier trade mark.

2. “Earlier trade marks” within the meaning of para-
graph 1 means:

(d)  non-registered trade marks which, on the date of
filing or priority of the application for registration of
the trade mark under consideration, are well known in
Spain, in the sense in which the words “well known”
are used in Article 6 bis of the Paris Convention.’

The main proceedings and the question referred for
a preliminary ruling

7 Mr Nieto Nuilo is the proprietor of the trade
mark FINCAS TARRAGONA, registered for services
corresponding to Class 36, defined by the Nice Agree-
ment concerning the International Classification of
Goods and Services for the Purposes of the Registration
of Marks of 15 June 1957, as revised and amended, as
relating to the activities of management of property in
sole or joint ownership, letting of property, sale of
property, legal advice and property development.

8 Mr Monlle6 Franquet, an estate agent in Tar-
ragona, has publicly and continuously used the name
FINCAS TARRAGONA, in Spanish, or FINQUES
TARRAGONA, in Catalan, for the purpose of desig-
nating his business.

9 On the basis of Spanish national trade mark leg-
islation, Mr Nieto Nufio brought proceedings before the
Juzgado de lo Mercantil 3 de Barcelona (Commercial
Court 3 of Barcelona) (Spain) against Mr Monlle6
Franquet for a finding that the latter had infringed the
registered trade mark FINCAS TARRAGONA.

10 Mr Monlle6 Franquet maintained in his defence
that the name under which he carried on his business
was a well-known earlier trade mark, which he had
been using since 1978 at least. He counterclaimed for
the annulment of the registration of Mr Nieto Nufio’s
trade mark.

11 The national court observes that the defendant in
the main proceedings uses his non-registered mark only
in the city of Tarragona and its surrounding area, mean-
ing that the relevant sector of the public, of the
clientele, of the consumers and of the competitors is not
the whole of Spain, nor a significant part of it.

12 Against that background, the Juzgado de lo Mer-
cantil 3 de Barcelona decided to stay the proceedings
and to refer the following question to the Court of Jus-
tice for a preliminary ruling:

‘Must the concept of trade marks which are “well
known” in a Member State, referred to in Article 4 of
[the Directive] be taken to indicate solely and exclu-
sively the degree of knowledge and establishment in a
Member State or in a significant part of the territory of
that State, or may the determination of whether a mark
is well known be linked to a territorial scope which

3
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does not coincide with that of the territory of a State
but rather with an autonomous community, region, dis-
trict or city, depending on the goods or services which
the mark covers and the persons to whom the mark is
actually addressed, in short, depending on the market in
which the mark is used?’

The question referred for a preliminary ruling

13 The question referred for a preliminary ruling is
limited to the geographical area in which an earlier
mark is well known and not to the criteria for assessing
whether it is indeed well known, considered in terms of
the degree of knowledge of the mark among the public.

14 As regards the geographical area in which the
mark is well known, it should be noted that, under Arti-
cle 4(2)(d) of the Directive, the existence of ‘well-
known marks’ within the meaning of Article 6 bis of
the Paris Convention is to be assessed ‘in a Member
State’.

15 By its question, the national court seeks to de-
termine the scope of the expression ‘in a Member
State’.

16 In the light of the facts in the main proceedings,
the national court essentially asks whether Article
4(2)(d) of the Directive is to be interpreted as meaning
that the earlier trade mark must be well known
throughout the territory of the Member State of regis-
tration or in a substantial part of it, or whether the
protection granted by that provision also covers a situa-
tion in which the area in which the earlier trade mark is
well known is confined to a city and its surrounding
area.

17 In that regard, since the Community provision
being interpreted lacks a definition to that effect, a
trade mark certainly cannot be required to be well
known ‘throughout’ the territory of the Member State
and it is sufficient for it to be well known in a substan-
tial part of it (see, by analogy, Case C-375/97 General
Motors [1999] ECR 1-5421, paragraph 28, concerning
the kindred concept of the ‘reputation’ of a trade mark
for which Article 5(2) of the Directive refers also to an
assessment ‘in the Member State”).

18 However, the customary meaning of the words
used in the expression ‘in a Member State’ preclude the
application of that expression to a situation where the
fact of being well known is limited to a city and to its
surrounding area which, together, do not constitute a
substantial part of the Member State.

19 In any event, it should be noted that an earlier
non-registered mark may, where appropriate, be cov-
ered in particular by:

- Article 4(4)(b) of the Directive, which allows a
Member State to provide that a trade mark is not to be
registered or, if registered, is not to be liable to be de-
clared invalid where and to the extent that the rights of
a non-registered trade mark were acquired earlier and
that that non-registered mark confers on its proprietor
the right to prohibit the use of a subsequent trade mark;

- Article 6(2) of the Directive which entitles a
Member State to authorise the using of an earlier right
which only applies in a particular locality, within the
limits of the territory in which it is recognised.

20 Without prejudice to the respective scopes of
those two provisions, the answer to the question re-
ferred for a preliminary ruling must therefore be that
Article 4(2)(d) of the Directive is to be interpreted as
meaning that the earlier trade mark must be well known
throughout the territory of the Member State of regis-
tration or in a substantial part of it.

Costs

21  Since these proceedings are, for the parties to the
main proceedings, a step in the action pending before
the national court, the decision on costs is a matter for
that court. Costs incurred in submitting observations to
the Court, other than the costs of those parties, are not
recoverable.

On those grounds, the Court (Second Chamber)
hereby rules:

Article 4(2)(d) of First Council Directive 89/104/EEC
of 21 December 1988 to approximate the laws of the
Member States relating to trade marks is to be inter-
preted as meaning that the earlier trade mark must be
well known throughout the territory of the Member
State of registration or in a substantial part of it.

OPINION OF ADVOCATE GENERAL
MENGOZZI

delivered on 13 September 2007 (1)

Case C-328/06

Alfredo Nieto Nuilo

v

Leonci Monlled Franquet

(Reference for a preliminary ruling from Juzgado Mer-
cantil No 3 de Barcelona )

(Trade-marks — Meaning of ‘well-known trade-marks’
— Extent of the geographical area in which they are
well known)

1. In this case, the national court seeks from the
Court of Justice a preliminary ruling on the interpreta-
tion of Article 4 of the First Council Directive
89/104/EEC of 21 December 1988 to approximate the
laws of the Member States relating to trade marks. (2)
2. The question was raised in proceedings brought
by the proprietor of a Spanish registered trademark
against an existing user of an unregistered trademark
that is identical to the registered one and is used for the
same services, seeking a finding that the defendant had
infringed his rights in respect of the registered mark
and an order that the conduct constituting that in-
fringement and the harm complained of should be
brought to an end.

I — Legislative background

A - International legislation

3. Signed in Paris on 20 March 1883 by 11 States,
the Paris Convention (3) for the protection of industrial
property (‘the Paris Convention’) was the first of the
great multilateral conventions adopted in this area and
at present is the one with the largest number of signato-
ries (171 contracting States (4), including all the
Member States of the Community). Under Article 1(1),
the Convention establishes among the countries to
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which it applies a union, endowed with legal personal-
ity separate from that of its members (hereinafter also
referred to as ‘Convention countries’) and having its
own organs, (5) the aim pursued being the protection of
all aspects of industrial property (6).

4, Article 6 bis, inserted in the text of the Conven-
tion by the 1925 revision conference at The Hague, (7)
provides as follows in paragraph 1:

‘The countries of the Union undertake, ex officio if
their legislation so permits, or at the request of an inter-
ested party, to refuse or to cancel the registration, and
to prohibit the use, of a trademark which constitutes a
reproduction, an imitation, or a translation, liable to
create confusion, of a mark considered by the compe-
tent authority of the country of registration or use to be
well known in that country as being already the mark of
a person entitled to the benefits of this Convention and
used for identical or similar goods. These provisions
shall also apply when the essential part of the mark
constitutes a reproduction of any such well-known
mark or an imitation liable to create confusion
therewith.’

5. Article 16(1) and (2) of the TRIPS Agreement
(Agreement on Trade Related Aspects of Intellectual
Property Rights) of the World Trade Organisation (8)
provides as follows:

‘1. The owner of a registered trademark shall have the
exclusive right to prevent all third parties not having
the owner’s consent from using in the course of trade
identical or similar signs for goods or services which
are identical or similar to those in respect of which the
trademark is registered where such use would result in
a likelihood of confusion. ...

2. Article 6 bis of the Paris Convention (1967) shall
apply, mutatis mutandis, to services. In determining
whether a trademark is well known, Members shall
take account of the knowledge of the trademark in the
relevant sector of the public, including knowledge in
the Member concerned which has been obtained as a
result of the promotion of the trademark.’

6. In order to clarify, unify and supplement the in-
ternational provisions on the protection of well-known
trademarks contained in the abovementioned Article 6
bis of the Paris Convention and Article 16 of TRIPS,
the Standing Committee on the Law of Trade Marks of
the World Intellectual Property Organisation (WIPO)
(9) drew up, at a joint meeting held in Geneva from 8
to 12 June 1999, a resolution (10) for the adoption of a
joint recommendation concerning the provisions on the
protection of well-known trademarks. That recommen-
dation was adopted during the joint session of the
Assembly of the Paris Union and the Assembly of
WIPO of 20 to 29 September 1999.

7. Article 2 of that recommendation set out the
guidelines to be followed in determining whether a
trademark is well known in a Member State of the Paris
union or of WIPO:

‘1 [Factors for Consideration]

(a) In determining whether a mark is a well-known
mark, the competent authority shall take into account

any circumstances from which it may be inferred that
the mark is well known.

(b) In particular, the competent authority shall con-
sider information submitted to it with respect to factors
from which it may be inferred that the mark is, or is
not, well known, including, but not limited to, informa-
tion concerning the following:

6] the degree of knowledge or recognition of the
mark in the relevant sector of the public;

(il)  the duration, extent and geographical area of any
use of the mark;

(iii) the duration, extent and geographical area of any
promotion of the mark, including advertising or public-
ity and the presentation, at fairs or exhibitions, of the
goods and/or services to which the mark applies;

(iv)  the duration and geographical area of any regis-
trations, and/or any applications for registration, of the
mark, to the extent that they reflect use or recognition
of the mark;

(v)  the record of successful enforcement of rights in
the mark, in particular, the extent to which the mark
was recognised as well known by competent authori-
ties;

(vi)  the value associated with the mark.

(¢)  The above factors, which are guidelines to assist
the competent authority to determine whether the mark
is a well-known mark, are not preconditions for reach-
ing that determination. Rather, the determination in
each case will depend upon the particular circum-
stances of that case. In some cases all of the factors
may be relevant. In other cases some of the factors may
be relevant. In still other cases none of the factors may
be relevant, and the decision may be based on addi-
tional factors that are not listed in subparagraph (b),
above. Such additional factors may be relevant, alone,
or in combination with one or more of the factors listed
in subparagraph (b), above.

(2) [ Relevant Sector of the Public]

(a) Relevant sectors of the public shall include, but
shall not necessarily be limited to:

(1) actual and/or potential consumers of the type of
goods and/or services to which the mark applies;

(i1) persons involved in channels of distribution of
the type of goods and/or services to which the mark ap-
plies;

(iii) business circles dealing with the type of goods
and/or services to which the mark applies.

(b)  Where a mark is determined to be well known in
at least one relevant sector of the public in a Member
State, the mark shall be considered by the Member
State to be a well-known mark.

(c) Where a mark is determined to be known in at
least one relevant sector of the public in a Member
State, the mark may be considered by the Member State
to be a well-known mark.

(d) A Member State may determine that a mark is a
well-known mark, even if the mark is not well known
or, if the Member States applies subparagraph (c),
known, in any relevant sector of the public of the
Member State.

(3) [Factors Which Shall Not Be Required]
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(a) A Member State shall not require, as a condition
for determining whether a mark is a well-known mark:
6] that the mark has been used in, or that the mark
has been registered or that an application for registra-
tion of the mark has been filed in or in respect of, the
Member State;

(i)  that the mark is well known in, or that the mark
has been registered or that an application for registra-
tion of the mark has been filed in or in respect of, any
jurisdiction other than the Member State; or

(iii) that the mark is well known by the public at large
in the Member State.

(b)  Notwithstanding subparagraph (a)(ii), a Member
State may, for the purpose of applying paragraph
(2)(d), require that the mark be well known in one or
more jurisdictions other than the Member State.’

B - The Community legislation

8. According to its preamble, the aim of Directive
89/104 is to approximate the laws of the Member States
on trade marks, but only in relation to those national
legal provisions which most directly affect the func-
tioning of the internal market by impeding the free
movement of goods and freedom to provide services
and distorting competition (see the first and third recit-
als).

9. In accordance with that approach, that Directive
first of all subjects the acquisition and retention of
rights to registered trademarks to the same conditions
in all the Member States, specifying the signs of which
a trade mark may consist (Article 2), identifying in a
manner intended to be exhaustive the grounds for re-
fusal of registration or grounds of invalidity relating to
the mark itself or to conflicts with earlier rights (Arti-
cles 3 and 4) and for revocation (Article 12).

10. For the purposes of the present case, particular
importance attaches to Article 4 of the Directive, enti-
tled ‘Further grounds for refusal or invalidity
concerning conflicts with earlier rights’, paragraph 1 of
which states:

‘A trade mark shall not be registered or, if registered,
shall be liable to be declared invalid:

(a) if it is identical with an earlier trade mark, and
the goods or services for which the trade mark is ap-
plied for or is registered are identical with the goods or
services for which the earlier trade mark is protected,
(b) if because of its identity with, or similarity to,
the earlier trade mark and the identity or similarity of
the goods or services covered by the trade marks, there
exists a likelihood of confusion on the part of the pub-
lic, which includes the likelihood of association with
the earlier trade mark.” (11)

11.  Article 4(2)(d) provides as follows:

“Earlier trade marks” within the meaning of paragraph
1 means:

(d)  trade marks which, on the date of application for
registration of the trade mark, or, where appropriate, of
the priority claimed in respect of the application for
registration of the trade mark, are well known in a
Member State, in the sense in which the words “well

known” are used in Article 6 bis of the Paris Conven-
tion.” (12)

12.  Article 4(b) provides:

‘Any Member State may furthermore provide that a
trade mark shall not be registered or, if registered, shall
be liable to be declared invalid where, and to the extent
that:

(b) rights to a non-registered trade mark or to an-
other sign used in the course of trade were acquired
prior to the date of application for registration of the
subsequent trade mark, or the date of the priority
claimed for the application for registration of the sub-
sequent trade mark and that non-registered trade mark
or other sign confers on its proprietor the right to pro-
hibit the use of a subsequent trade mark. (13)

13. Directive 89/104 also lays down provisions to
guarantee for registered trade marks the same protec-
tion under all national laws, without prejudice to the
right of the Member States to grant at their option more
extensive protection to those trade marks which have a
reputation (see ninth recital).

14. Article 6, entitled ‘Limitation of the effects of a
trade mark’, provides in paragraph 2:

‘The trade mark shall not entitle the proprietor to pro-
hibit a third party from using, in the course of trade, an
earlier right which only applies in a particular locality
if that right is recognised by the laws of the Member
State in question and within the limits of the territory in
which it is recognised.’

15. Finally, it should be borne in mind that the 12th
recital in the preamble to the Directive mentions the
requirement that its provisions must be entirely consis-
tent with those of the Paris Convention, to which all the
Member States are contracting parties.

C - National legislation

16. Atrticle 6(1) and (2) of Law No 17 of 7 Decem-
ber 2001 (the Spanish trade mark law) provide as
follows:

‘1. A sign may not be registered as a trade mark:

(a)  ifit is identical with an earlier trade mark which
covers identical goods or services;

(b) if because of its identity with, or similarity to,
the earlier trade mark and the identity or similarity of
the goods or services covered by the trade marks, there
exists a likelihood of confusion on the part of the pub-
lic, which includes the likelihood of association with
the earlier trade mark.

2. “Earlier trade marks” within the meaning of para-
graph 1 means:

(a) registered trade marks of the following kinds
where the date of filing or priority of the application for
registration is earlier than the date of the application
under consideration:

(1)  Spanish trade marks;

(i1) trade marks that are the subject of international
registration which is effective in Spain;

(ii1) Community trade marks;

(b)  registered Community trade marks which validly
claim priority, in accordance with the Regulation on the
Community trade mark, over a trade mark referred to in
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(a)(i) and (ii), even when the latter trade mark has been
surrendered or allowed to lapse;

(c)  applications for the trade marks referred to in (a)
and (b), provided that the marks are ultimately regis-
tered;

(d)  non-registered trade marks which, on the date of
filing or priority of the application for registration of
the trade mark under consideration, are well known in
Spain in the sense in which the words “well known” are
used in Article 6 bis of the Paris Convention.’(14)

Il — The main proceedings and the questions re-
ferred to the Court

17. The facts of the main proceedings, as set out in
the order for reference and the file, may be summarised
as follows.

18.  The claimant in the main proceedings, Mr Nieto
Nuflo, is the proprietor of the Spanish word mark FIN-
CAS TARRAGONA, registered for services
corresponding to the description ‘real-estate business;
management of property in sole or joint ownership; let-
ting of property, sale of property; legal advice, and
property development’ falling within Class 36 of the
Nice Agreement. (15)

19.  Mr Leonci Monlle6 Franquet is the owner of an
estate agency established in Tarragona, which, since
1978, when it was set up, has provided various agency
services, buying, selling and managing property under
the name FINCAS TARRAGONA, in Castilian Span-
ish, or FINQUES TARRAGONA, in Catalan. (16)

20.  In proceedings brought against him for an order
requiring cessation of use of the name FINCAS TAR-
RAGONA (or FINQUES TARRAGONA), on the
ground that such use infringed rights associated with
the claimant’s trade mark, Mr Monlle6 Franquet, as
well as contending that the action should be dismissed,
counter-claimed for cancellation of the claimant’s reg-
istration, cessation of use by the claimant of the sign
covered by that registration, and compensation for
damage.

21. The defendant’s action for annulment of the
claimant’s trade mark is based on two grounds. First,
he contends that the distinctive sign used by him is ear-
lier and is well known within the meaning of Article 6
bis of the Paris Convention, seeking on that basis pro-
tection for his mark as provided by Article 6(2) of the
Trade mark law, which transposes into Spanish law Ar-
ticle 4 of Directive 89/104. Second, he calls for the
application of Article 51(1)(b) of the Spanish Trade
mark law, under which the registration of a mark may
be declared void and cancelled where the applicant
acted in bad faith when applying for registration.

22.  According to the order for reference, it has been
established in the main proceedings that the distinctive
sign claimed by the defendant has been used in an area
comprising the city of Tarragona and its environs. The
order for reference also seems to imply that the sign in
question has become well known as a result of the use
made of it, but only within the geographical area in
which it is used.

23. In order to give a decision, the national court
considered it necessary to seek a preliminary ruling

from the Court of Justice on the following question
concerning the interpretation of Article 4 of Directive
89/104, in relation to the first ground of annulment put
forward by the defendant:

‘Must the concept of trade marks which are “well
known” in a Member State, referred to in Article 4 of
First Council Directive 89/104/EEC of 21 December
1988 to approximate the laws of the Member States re-
lating to trade marks (OJ 1989 L 40, p. 1), be taken to
indicate solely and exclusively the degree of knowl-
edge and establishment in a Member State or in a
significant part of the territory of that State, or may the
determination of whether a mark is well known be
linked to a territorial scope which does not coincide
with that of the territory of a State but rather with an
autonomous community, region, district or city, de-
pending on the goods or services which the mark
covers and the persons to whom the mark is actually
addressed, in short, depending on the market in which
the mark is used?’.

111 — Procedure before the Court of Justice

24, Under Article 23 of the Statute of the Court of
Justice, the defendant in the main proceedings, the
French and Italian Governments and the Commission
submitted written observations to the Court.

IV — Legal analysis

A — Brief comments on the order for reference and
the observations submitted under Article 23 of the
Statute of the Court of Justice

25. The national court relies on the assumption that
the distinctive sign that is the subject of the counter-
claim for annulment pursued by the defendant can be
classified in the category of marks described in Article
4(2)(d) of Directive 89/104. It has doubts as to the in-
terpretation of the phrase used in that provision, ‘trade
mark ... well known in a Member State, in the sense in
which the words “well known” are used in Article 6 bis
of the Paris Convention’, in particular as regards the
requirements concerning the extent of the area in which
the mark is well known. The national court observes
that there is a prevalent trend in Spanish case-law to the
effect that, for the purpose of applying the provision of
the Trade mark law which transposed Article 4(2)(d) of
Directive 89/104, the fact that a mark is well known
must necessarily be proved regarding the entire terri-
tory of the State or a substantial part of it, whereas the
guidelines adopted by WIPO advocate a more flexible
and segmented approach, which links knowledge of the
mark not so much to the territory as to the market for
the products or services in relation to which the mark is
used.

26.  The defendant in the main proceedings observes
that to require that a mark be well known throughout
the territory of a Member State or a substantial part of
it discriminates against undertakings that carry on busi-
ness in a smaller geographical area. He also contends
that, for the purpose of the decision to be given in the
main proceedings, the Court of Justice must rule on the
question submitted by the national court having regard
to the fact that, in the present case, the registered mark
is used in the same area as the earlier mark and that the
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conflict between the two marks in question is confined
to a purely local context, namely the territory of a
Spanish province.

27. Putting forward broadly similar arguments, the
French and Italian Governments and the Commission
on the other hand suggest that the Court of Justice
should answer the question submitted to the effect that
the concept of a ‘well-known trade mark’ appearing in
Article 4(2)(d) of Directive 89/104 refers to the extent
to which the mark is known in the territory of a Mem-
ber State (the view of the French Government) or a
substantial part of it (the view of the Italian Govern-
ment and the Commission).

B - Assessment

28. Article 4(2)(d) of Directive 89/104 refers, as
seen earlier, to Article 6 bis of the Paris Convention.
However, that reference implies not only the embodi-
ment in Community legislation of a concept of ‘a well-
known trade mark’ developed at international level — of
which, moreover, Article 6 bis of the Paris Convention
contains no definition — but also a reference to a clearly
defined category of legal situations in which the provi-
sion of the Convention, and consequently the Directive,
seek to grant protection. In other words, the reference
made in the abovementioned provision of the Directive
must in my opinion be deemed to refer to the substan-
tive scope of the international provision referred to,
with which the scope of the Community provision mak-
ing the reference coincides.

29. It is therefore necessary to turn first of all to the
provision of the Convention.

30.  Article 6 bis of the Paris Convention constitutes
an exception to the principle of territoriality — on which
the form of protection provided for in the Convention is
based — by virtue of which entitlement to the trade
mark, acquired under a given legal order following
completion of the requisite formalities, is protected
only within the confines of that system of law. (17) The
aim of the provision in question is to allow a proprietor
of a mark registered or used in a Convention country to
oppose its registration (or to have it invalidated if al-
ready registered) and its use in another Convention
country in which the mark has become well known,
even if it has not yet been registered. The basis for this
is the idea that entitlement to the mark may arise, and
must therefore be protected, by reason solely of the fact
that the mark has become well known under a given
national legal order. The intention is clearly to discour-
age unfair practices made attractive by the reputation of
the mark, so as to ensure that third parties are not able
to appropriate it by registering or using it in a country
where it is not yet protected, the result of which would
be to prevent the proprietor from having access to the
market in question or to make him feel that he should
pay for the trade mark right to be transferred to him.

31.  The present wording of Article 6 bis, read in the
light of Article 1(2) of the Convention, refers solely to
trade marks and not to service marks. Moreover, al-
though use of the mark in the State in which protection
is sought is not expressly laid down as a condition for
its application, the provision in question does not

oblige the Convention countries to protect well-known
marks that are not used in that country. (18) Finally,
that provision does not constitute a derogation from the
principle of specificity (or relativity) nor is it an anti-
dilution provision: the scope of the protection it pro-
vides is limited to cases of conflict between marks in
relation to identical or similar goods and its application
is subject to the existence of some likelihood of confu-
sion. (19)

32. Article 6 bis of the Paris Convention thus de-
fines the minimum content of the international
protection granted to well-known marks.

33, As we have seen, that provision is applicable to
marks registered or used in a Convention country — or
in any event belonging to persons who are entitled to
benefit from the provisions of the Convention — which
are well known beyond the boundaries of the country
of origin as a result of the use made of them in other
Convention countries, for example by the marketing of
products bearing the mark or the effects of advertising
campaigns.

34. On the other hand, it is not clear whether Article
6 bis and, more generally, the provisions of the Con-
vention which, supplementing the principle of national
treatment, (20) lay down the minimum standards of
protection for industrial property governed by it, are
also applicable to purely internal situations, in which
protection is provided by a Convention country for one
of its own nationals, (21) as appears to be the case in
the dispute pending before the national court.

35. That question is answered by academic writers
differently according to the nature and the purpose they
attribute to the Paris Convention. According to some,
the Convention pursues minimum harmonisation of the
laws of the Convention countries from the substantive
point of view and thus lays down uniform legal provi-
sions which apply regardless of the nationality of the
persons seeking protection. According to others, on the
contrary, it is an international convention concerned
solely with the treatment of foreigners and guarantees
foreigners minimum protection beyond the scope of the
principle of national treatment.

36. According to the first approach, the Convention
countries are required, by virtue of the international ob-
ligations they have entered into, to amend their
domestic legislation in order to give effect for their
own citizens as well to the provisions of the Conven-
tion which define the minimum levels of protection.
According to that approach, the impediment to registra-
tion and the ground of annulment provided for in
Article 4(2)(d) of Directive 89/104 operate even where
the well-known mark claimed to constitute an earlier
right belongs to a national of the State in which protec-
tion is applied for (the ‘protection State’).

37. According to the second approach, on the other
hand, the Convention countries are required to grant so-
called ‘Convention treatment’ only to nationals of other
Member States or third countries where situations exist
of the kind envisaged in Article 3 of the Convention.
On that basis, the Convention operates only as the force
driving the process of legislative harmonisation within
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the Union, encouraging, but not requiring, the Conven-
tion countries to extend to their own nationals the rights
enjoyed by foreigners under the Convention, in order to
avoid discrimination detrimental to the former. If this
thesis were accepted, a necessary consequence would
be to rule out any entitlement on the part of nationals of
the protection State, regardless of any national provi-
sion extending the benefits of the Convention to them,
to rely on the impediment to registration or the ground
of invalidity provided for in Article 4(2)(d) of Directive
89/104.

38. I do not think it appropriate for the Community
Court to give a ruling, even if only implicitly, on the
question outlined above, which essentially amounts to
determining the extent of the obligations incumbent on
the Member States under an international convention to
which the Community is not a contracting party, not-
withstanding that the choice of one approach or the
other ultimately depends, by virtue of the reference to
the international provision which it contains, on the
scope of a provision of secondary Community law. It is
the responsibility of each Member State, in the absence
of a clear indication in the Convention, to determine
whether and on what basis — in compliance with an ob-
ligation deriving from the Convention or by virtue of a
legislative choice designed to avoid reverse discrimina-
tion (22)- to grant ‘Convention treatment’, and
therefore the special protection provided for in Article
6 bis of the Convention, to its own nationals.

39, I do not think moreover that it can be stated,
whatever scope may be accorded to Article 6 bis of the
Paris Convention, that the obligation to protect marks
that are well known, within the meaning of that provi-
sion, even in purely internal situations attaches to the
Member States by operation of Community law, given
that the rules on non-registered trade marks — the cate-
gory to which the marks at issue here belong — have not
to date been made the subject of harmonisation.

40.  Also, it seems to me that the answer to the ques-
tion outlined in point 34 above is likewise not strictly
necessary in the light of the aims and the scheme of Di-
rective 89/104.

41.  In that regard, it must be borne in mind as a pre-
liminary point that Article 6 bis of the Paris
Convention, at least within the scope attributed to it by
Article 16 of the TRIPS agreement, applies both where
the mark has become well known following its use in
the territory of the protection State, (23) and where it
has become well known without being used in the strict
sense but rather as a result of promotional campaigns
conducted in the territory of the protection State or out-
side that State (“spill-over advertising’) or more simply
as a result of the reputation of the mark acquired
abroad. (24)

42. In the first case, the mark in question is a mark
used in the territory of the State but not registered
there.

43. Such marks (known as de facto marks) are cov-
ered by a specific provision of Directive 89/104,
namely Article 4(4)(b), on the basis of which any
Member State may direct that the existence of rights in

respect of an earlier non-registered mark constitute
grounds for preventing registration of a later mark, or
invalidity thereof, where the legal order of the State in
question grants exclusive rights to its proprietor.

44, Under the scheme of the Directive, a mark not
registered in a Member State but used there may there-
fore impede or render invalid registration at the same
time by virtue of being a mark that is well known
within the meaning of Article 6 bis of the Paris Con-
vention, in accordance, where the conditions for its
application are fulfilled, (25) with Article 4(2)(d) and
by virtue of being a non-registered mark within the
meaning of Article 4(4)(b) where the legislation of the
Member State in question grants exclusive rights to that
category of marks.

45, However, under Article 4(4)(b) of Directive
89/104, and consistently with the terms of the fourth
recital in its preamble, according to which the Directive
‘does not deprive the Member States of the right to
continue to protect trademarks acquired through use’,
each Member State is free not only to grant protection
for non-registered marks, thus recognising that the use
of a sign gives rise to an exclusive right, but also to de-
fine the extent, scope and conditions of such protection.
46. The protection may, for example, be available
only if knowledge of the mark has achieved a certain
level or if its use has taken on a particular geographical
dimension, or indeed may be available without any re-
quirement as to a minimum level of awareness of the
sign on the part of the public or the territorial extent of
its use.

47. It follows that, in principle, even an earlier non-
registered mark which, as a result of use, has become
well known in a Member State at purely local level
may constitute a valid impediment to registration of a
mark, or grounds for its cancellation, if there is provi-
sion to that effect in the legislation of that Member
State. (26)

48. In those circumstances, I think it may be con-
cluded that where the courts of a Member State
interpret the national provision transposing Article
4(2)(d) of Directive 89/104 to the effect that an earlier
mark used in the territory of that State may constitute a
valid impediment to registration of a later mark or be a
basis for it to be declared invalid even where that ear-
lier mark is not well known throughout the territory of
the State or in a substantial part of it but only in a more
limited territorial area, that interpretation would not be
incompatible with the scheme and objectives of the Di-
rective, in view of the latitude available to the Member
States in determining the extent of the protection of so-
called de facto marks within their own law. (27)

49. It does not seem to me that the references in Ar-
ticle 4(2)(d) of the Directive to Article 6 bis of the Paris
Convention can be seen as invalidating the conclusion
suggested above, since, as has been noted carlier, that
provision — even if it were to be interpreted as relating
solely to marks that are well known at national or inter-
regional level — merely provides for a minimum stan-
dard of protection. (28)
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50. Nor do I think that that conclusion can be un-
dermined by the mere observation that it is an obstacle
to uniform interpretation and application of the grounds
for refusal or invalidation of the registration of a mark,
because it is the Directive itself which authorises such
an outcome where it to defers to the legislation of the
Member States for definition of the scope of the protec-
tion to be granted to non-registered marks in the event
of a conflict with marks for which registration has been
obtained or applied for. It seems to me, rather, that to
adopt a uniform interpretation at Community level in
order a priori to preclude an interpretation of national
scope which allows application of the impediment to
registration and grounds of invalidity provided for in
the provision in question even for de facto trade marks
(29) which are well known in a less than substantial
part of national territory would ultimately mean that
due account was not taken of the limits of the harmoni-
sation of laws brought about by Directive 89/104.

51. In my opinion, therefore, in the light of the
scheme and the aims of Directive 89/104, Article
4(2)(d) thereof does not, for the interpretation and ap-
plication of the national provision transposing that
article, raise any obstacle to regarding as well known
within the meaning of Article 6 bis of the Paris Con-
vention in the Member State in question a mark used in
that State which is not well known throughout national
territory or a substantial part of it but only in a smaller
geographical area.

V — Conclusion

52. In the light of the foregoing considerations, I
suggest that the Court give the following answer to the
question submitted to it by Juzgado Mercantil No 3 de
Barcelona:

Article 4(2)(d) of the First Council Directive
89/104/EEC of 21 December 1988 to approximate the
laws of the Member States relating to trade marks must
be interpreted as not precluding the application of the
grounds for refusal of registration of a mark and the
grounds of invalidity of a mark provided for therein
even where the earlier mark in question, used but not
registered in a Member State, is well known not
throughout the territory of the State or a substantial part
of it but only in a more limited geographical area.

1 — Original language: Italian.

2-0J 1989 L 40, p. 1.

3 — The Paris Convention, as amended since 1883, is in
fact a series of conventions incorporated in texts
adopted by the revision conferences provided for in Ar-
ticle 14, known as ‘Acts’ since the 1911 Washington
conference. The text now in force derived from the re-
vision carried out at the 1967 Stockholm conference.

4 — See: http://www.wipo.int.

5 —Namely: the Assembly of the Union (Article 13), its
Executive Committee (Article 14), the International
Bureau of Intellectual Property (Article 15, ‘the Inter-
national Bureau’), the Revision Conferences (Article
18(2)) and the International Court of Justice (Article
28).

6 — Under Article 1(2) of the Convention, such protec-
tion of industrial property has as its object patents,
utility models, industrial designs, trademarks, service
marks, trade names, indications of source or appella-
tions of origin, and the repression of unfair
competition. A similar convention on copyright was
signed in Berne in 1886 (Berne Convention for the Pro-
tection of Literary and Artistic Works).

7 — That article was successively amended by the revi-
sion conferences of London, 1934, Lisbon, 1958, and
Stockholm, 1967.

8 — Annex 1C to the Agreement establishing the World
Trade Organisation.

9 — WIPO is a specialised United Nations agency estab-
lished by an international convention signed in
Stockholm in 1967, whose task is to protect intellectual
property through cooperation between States and col-
laboration with other international organisations. It
owes its origin to the structures created by the Paris and
Berne Conventions, whose international bureaux (one
for industrial property and the other for copyright)
merged in 1893, giving rise first to BIRPI (United In-
ternational Bureaux for the Protection of Intellectual
Property) and then, after its headquarters was moved
from Berne to Geneva in 1960, to WIPO.

10 — That resolution was adopted under one of the pro-
cedures set up by WIPO in order to expedite the
drawing up of common and harmonised international
rules and principles so as to take account of the rapid
evolution of industrial property. Those procedures
complement the traditional method of laying down in-
ternational rules by means of treaties. Whilst not
legally binding, the resolutions adopted by the Standing
Committee on Trade Mark Law are an important in-
strument of persuasion.

11— A similar provision is contained in Article 8(1)
of Council Regulation (EC) 40/94 of 20 December
1993 on the Community trade mark.

12— To similar effect, see Article 8(2)(c) of Regula-
tion No 40/94.

13— See Article 8(4) pf Regulation No 40/94.

14— Unofficial translation.

15 — Nice Agreement Concerning the International
Classification of Goods and Services for the Purposes
of the Registration of Marks, revised in Stockholm on
14 July 1967. Class 36 comprises: ‘Insurance; financial
affairs; monetary affairs; real estate affairs.’

16 — Mr Leonci Monlleé tried to register the mark used
under the previous 1988 Spanish law on trade marks
but his application was refused.

17 — Insertion of the article in question in the body of
the Convention was decided upon at the 1925 Hague
revision conference specifically in order to avoid the
problems of rigid application of that principle. Earlier,
at the 1905 Washington revision conference, there had
been discussion of the need to grant nationals of Con-
vention countries the right to continue to use their own
distinctive sign in another Convention country notwith-
standing the appropriation of that sign by a third party
in that country. Subsequently, the question was the sub-
ject of a recommendation of the Economic Committee
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of the League of Nations, which appeared on the pro-
gramme for the 1925 Hague revision conference. In its
initial version, Article 6 bis placed an obligation on
Convention countries to refuse registration of a sign, or
to cancel registration, where that sign was well known
in the country of registration as a sign of a third party
entitled to benefit from the Convention. Following the
1958 Lisbon revision conference, the possibility was
also included of prohibiting use of the sign by a third
party.

18 — A proposal for amendment of the text of Article 6
bis to extend it to cases in which the mark has not been
used in the State in which protection is sought was dis-
cussed and rejected at the 1958 Lisbon revision
conference.

19 — Article 16(2) of TRIPS significantly extends the
scope of protection of well-known trade marks beyond
that of Article 6 bis of the Paris Convention. On the ba-
sis of that provision, such protection extends to service
marks, is granted even in cases of well-known marks
acquired without use thereof and is not limited by the
principle of specificity.

20 — Article 2(1) of the Paris Convention provides that
nationals of any Convention country are to enjoy in all
the other Convention countries the advantages that their
respective laws grant, or may in the future grant, to na-
tionals. That principle, which overrides the principle of
reciprocity, is the basis for the whole system of the
Convention.

21 — As seen above, on the basis of Articles 2 and 3 of
the Convention, the range of persons to whom it applies
is defined by reference to the criterion of nationality (or
domicile or place of establishment in the case of na-
tionals of States not party to the Union).

22 — A number of States, when ratifying the Paris Con-
vention or subsequently, expressly extended its
application to their own nationals, thereby showing that
they considered its scope to be limited to the treatment
of foreigners. As regards more particularly Spanish
law, on the basis of the combined provisions of Article
3(1) and (3) of the Trade mark law, natural or legal per-
sons possessing Spanish nationality or who ordinarily
reside or have a genuine and operational industrial or
commercial establishment within Spanish territory or
who enjoy benefits under the Paris Convention may
claim the application to them of the provisions of that
Convention, in so far as it is directly applicable, when-
ever the latter are more favourable to them than those
of the Trade mark law. It must however be pointed out
that, in the preamble to the Trade mark law, the legisla-
ture expressed the intention, in providing for the
protection of unregistered trade names, to resolve ‘the
problem of equal treatment for foreigners who may in-
voke Article 8 of the Paris Convention ... or the
principle of reciprocity for those to whom the law af-
fords the same protection (‘se resuelve asi el problema
de la equiparacion de trato de los extranjeros que
puedan invocar el art. 8 del Convenio de Paris ... o el
principio de reciprocidad, a los que la Ley dispensa la
misma proteccion’).

23 — It falls to the State concerned to determine what is
to be understood by use within its own territory: for ex-
ample, use of a mark in connection with products
intended for export and therefore not released onto the
domestic market could be classified as such where the
mark is in fact affixed in the State in question. Even
mere promotional activities carried out in a State may
be regarded as ‘use’.

24 — Mobility and modern communications technology
of course contribute to the transnational use of marks,
at least as between technologically advanced countries.

25 — Relating to the nationality of the proprietor, where
it is accepted that the scope of the provisions of the
Convention is limited to the treatment of foreigners and
to knowledge of the mark in the State of protection.

26 — In my view no other conclusion can be reached in
view of the fact that Article 6(2) of the Directive grants
to the proprietor of a mark used earlier in a particular
locality the right to continue to use it, because that pro-
vision merely legitimises the exclusive right conferred
on the registered trade mark in the event that the legis-
lation of a Member State allows cohabitation of the
latter with an earlier right of local scope, but it does not
operate as a limitation on the power granted to the
Member States by Article 4(4)(b) to protect an earlier
non-registered mark, even if it is of purely local scope,
in the event of a conflict with a later mark that has been
registered or for which an application has been filed. In
addition, if the Directive had intended to exclude any
right of a Member State to grant a power of cancella-
tion based on a non-registered local mark, it would be
hard to understand the clarification in Article 8(4) of
Regulation No 40/94 according to which, in order to
serve as a basis for opposition to an application for reg-
istration of a sign as a Community mark, an earlier
non-registered mark, protected in a Member State, must
not be of merely local significance.

27 — It is then incumbent on those courts to assess
whether that interpretation can be reconciled with the
choices made by the national legislature when deciding
on the domestic system for the protection of marks,
particularly as regards the modalities for acquisition of
the right to the mark. So far as Spain is concerned, the
introduction of the new Trade mark law seems to be
based on a rigid application of the principle of registra-
tion. It should however be noted that the rules on well-
known marks occupied a different place within the
normative system of the previous Spanish Trade mark
law (Law 32/1988 of 10 November 1988), in particular
Article 3, under the heading ‘General provisions’,
which defined the ways of acquiring rights to a mark.
In particular Article 3(1) provided that such a right is
acquired through registration. ('El derecho sobre la
marca se adquiere por el registro validamente efectuado
de conformidad con las disposiciones de la presente
Ley’), whereas Article 3(2) provided that earlier marks
well known in Spain to the relevant sector of the public
could serve as a basis for securing cancellation of the
registration of a later mark liable to give rise to likeli-
hood of confusion (‘Sin embargo, el usuario de una
marca anterior notoriamente conocida en Espafia por
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los sectores interesados podra reclamar ante los Tribu-
nales la anulacion de una marca registrada para
productos idénticos o similares que pueda crear con-
fusiéon con la marca notoria, siempre que ejercite la
accion antes de que transcurran cinco afios desde la
fecha de publicacion de la concesion de la marca regis-
trada, a no ser que ésta hubiera sido solicitada de mala
fe, en cuyo caso la accion de anulacion sera imprescrip-
tible’). It should also be noted that the latter provision,
formulated in general terms, made no specific mention
of Article 6 bis of the Paris Convention.

28 — Moreover, according to the WIPO guidelines, for
the purposes of the protection granted to well-known
marks, the actual territorial dimension of the recogni-
tion of the mark ultimately becomes unimportant in so
far as it is indicated that States may grant the protection
provided for by Article 6 bis of the Convention even
where the mark in question is not well known or known
in national territory but only abroad. (see point 7
above).

29 — That does not apply therefore, as has already be-
come apparent from the considerations set out above, in
the event that that impediment or ground of nullity is
invoked for the benefit of an earlier mark that is well
known in the Member State in question in the absence
of any use of that mark in the territory of the State.
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