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European Court of Justice, 12 June 2007, Li-
monchelo

limoncell

Amalfitana

TRADEMARK LAW

Likelihood of confusion

e Economically-linked undertakings

In this regard, it is settled case-law that the risk that the
public might believe that the goods or services in ques-
tion come from the same undertaking or, as the case
may be, from economically-linked undertakings, con-
stitutes a likelihood of confusion within the meaning of
Article 8(1)(b) of Regulation No 40/94.

e Must be appreciated globally, taking into account
all factors relevant to the circumstances of the case
Moreover, the existence of a likelihood of confusion on
the part of the public must be appreciated globally, tak-
ing into account all factors relevant to the
circumstances of the case.

e Based on the overall impression, bearing in mind,
in_particular, their distinctive and dominant com-
ponents, in the perception by the average consumer
which normally perceives a mark as a whole and
does not proceed to analyse its various details.
According to further settled case-law, the global as-
sessment of the likelihood of confusion, in relation to
the visual, aural or conceptual similarity of the marks in
question, must be based on the overall impression
given by the marks, bearing in mind, in particular, their
distinctive and dominant components. The perception
of the marks by the average consumer of the goods or
services in question plays a decisive role in the global
appreciation of that likelihood of confusion. In this re-
gard, the average consumer normally perceives a mark
as a whole and does not proceed to analyse its various
details.

o Degree of visual, aural or conceptual similarity

It should be added that in order to assess the degree of
similarity between the marks concerned, it is necessary
to determine the degree of visual, aural or conceptual
similarity between them and, where appropriate, to as-
sess the importance to be attached to those various
factors, taking account of the category of goods or ser-
vices in question and the circumstances in which they
are marketed.

Composite trade mark
e The comparison _must be made by examining
each of the marks as a whole, which does not mean

that the overall impression conveyed to the relevant
public by a composite trade mark may not, in cer-
tain circumstances, be dominated by one or more of
its components

However, it stated in paragraph 54 of the judg-ment
under appeal that, if the trade mark claimed was a
complex mark which was visual in nature, the assess-
ment of the overall impression created by that mark and
the determination as to whether there was a dominant
element had to be carried out on the basis of a visual
analysis. It added that, in such a case, it was only to the
extent to which a potentially dominant element in-
cluded non-visual semantic aspects that it might be-
come necessary to compare that element with the
earlier mark, also taking into account those other se-
mantic aspects, such as for example phonetic factors or
relevant abstract concepts. On the basis of those con-
siderations, the Court of First Instance, in the context of
the analysis of the signs at issue, firstly held that the
mark for which registration was sought contained a
dominant element comprising the representation of a
round dish decorated with lem-ons. It then inferred, in
paragraphs 62 to 64 of the judgment under appeal, that
it was not necessary to ex-amine the phonetic or con-
ceptual features of the other elements of that mark. It
finally concluded, in para-graph 66 of the judgment,
that the dominance of the figurative representation of a
round dish decorated with lemons in comparison with
the other components of the mark prevented any likeli-
hood of confusion arising from the visual, phonetic or
conceptual similarities be-tween the words ‘li-
monchelo’ and ‘limoncello’ which appear in the marks
at issue. However, in so doing, the Court of First In-
stance did not carry out a global assessment of the
likelihood of confusion of the marks at issue. It is im-
portant to note that, according to the case-law of the
Court, in the context of consideration of the likelihood
of confusion, assessment of the similarity between two
marks means more than taking just one component of a
composite trade mark and comparing it with another
mark. On the contrary, the comparison must be made
by examining each of the marks in question as a whole,
which does not mean that the overall impression con-
veyed to the relevant public by a com-posite trade mark
may not, in certain circumstances, be dominated by one
or more of its components.
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In Case C-334/05 P,

APPEAL pursuant to Article 56 of the Statute of the
Court of Justice, brought on 9 September 2005,

Office for Harmonisation in the Internal Market (Trade
Marks and Designs) (OHIM), represented by O.
Montalto and P. Bullock, acting as Agents,

applicant,

the other parties to the proceedings being:

Shaker di L. Laudato & C. Sas, established in Vietri sul
Mare (Italy), represented by F. Sciaudone, avvocato,
applicant at first instance,

Limifiana y Botella, SL, established in Monforte del
Cid (Spain),

the other party to the proceedings before the Board of
Appeal of OHIM,

THE COURT (Third Chamber),

composed of A. Rosas, President of the Chamber, J.
Klucka, (Rapporteur), J.N. Cunha Rodrigues, U. Loh-
mus and A. O Caoimh, Judges,

Advocate General: J. Kokott,

Registrar: B. Fiilop, Administrator,

having regard to the written procedure and further to
the hearing on 24 January 2007,

after hearing the Opinion of the Advocate General at
the sitting on 8 March 2007

gives the following

Judgment

1 By its appeal, the Office for Harmonisation in the
Internal Market (Trade Marks and Designs) (OHIM)
seeks annulment of the judgment of the Court of First
Instance of the European Communities of 15 June 2005
in Case T-7/04 Shaker v OHIM - Limifana y Botella
(Limoncello della Costiera Amalfitana shaker) [2005]
ECR 1I-2305 (‘the judgment under appeal’), by which
the Court of First Instance upheld an appeal by Shaker
di L. Laudato & C. Sas (‘Shaker’), annulling the deci-
sion of the Second Board of Appeal of OHIM of 24
October 2003 (‘the disputed decision’), which had re-
fused the registration of a figurative Community trade
mark containing the word elements ‘Limoncello della
Costiera Amalfitana’ and ‘shaker’.

Legal context

2 The seventh recital of Council Regulation (EC)
No 40/94 of 20 December 1993 on the Community
trade mark (OJ 1994 L 11, p. 1) provides:

¢ the protection afforded by a Community trade
mark, the function of which is in particular to guarantee
the trade mark as an indication of origin, is absolute in
the case of identity between the mark and the sign and
the goods or services; ... the protection applies also in
cases of similarity between the mark and the sign and
the goods or services; ... an interpretation should be
given of the concept of similarity in relation to the like-
lihood of confusion; ... the likelihood of confusion, the
appreciation of which depends on numerous elements
and, in particular, on the recognition of the trade mark
on the market, the association which can be made with
the used or registered sign, the degree of similarity be-
tween the trade mark and the sign and between the
goods or services identified, constitutes the specific
condition for such protection’.

3 Article 8(1)(b) of that regulation provides:
‘Upon opposition by the proprietor of an earlier trade
mark, the trade mark applied for shall not be registered:

(b)  if because of its identity with or similarity to the
earlier trade mark and the identity or similarity of the
goods or services covered by the trade marks there ex-
ists a likelihood of confusion on the part of the public
in the territory in which the earlier trade mark is pro-
tected; the likelihood of confusion includes the
likelihood of association with the earlier trade mark.’
The background to the dispute

4 On 20 October 1999 Shaker filed an application
for a Community trade mark with OHIM for the fol-
lowing figurative mark:

imonc.e”o
dellnCoStiera
i Amalfitana

5 The goods in respect of which registration has
been sought fall within Classes 29, 32 and 33 of the
Nice Agreement concerning the Classification of
Goods and Services for the Purposes of the Registration
of Marks of 15 June 1957, as revised and amended
(“the Nice Agreement’).

6 Following the action taken by OHIM, the appli-
cant limited its application, as regards goods in Class
33, to lemon liqueurs from the Amalfi Coast, which
corresponds to ‘Alcoholic beverages (except beers)’.

7 On 1 June 2000 Limifiana y Botella, SL filed a
notice of opposition pursuant to Article 42(1) of Regu-
lation No 40/94. The ground relied on in support of the
opposition was the likelihood of confusion referred to
in Article 8(1)(b) of Regulation No 40/94, as between,
on the one hand, the mark applied for in so far as it
concerns goods in Class 33 of the Nice Agreement and,
on the other hand, the opponent’s word mark also per-
taining to goods in Class 33, registered in 1996 at the
Oficina Espafiola de Patentes y Marcas (Spanish pat-

ents and trade marks office) and called
‘LIMONCHELO’.
8 By decision of 9 September 2002, the OHIM

Opposition Division upheld the opposition and conse-
quently refused registration of the mark claimed.

9 In the disputed decision the Second Board of
Appeal of OHIM, to which Shaker had referred, re-
jected the latter’s application. In essence, the Board
considered that the dominant element of the mark for
which registration was sought was the term ‘Limon-
cello’ and that that mark and the earlier trade mark
were visually and phonetically very similar to one an-
other, so that there was a likelihood of confusion.

The proceedings before the Court of First Instance
and the judgment under appeal

10 On 7 January 2004 Shaker brought an action be-
fore the Court of First Instance seeking annulment of
the disputed decision, pleading, firstly, an infringement
of Article 8(1)(b) of Regulation No 40/94, secondly, a
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misuse of powers and, thirdly, an infringement of the
duty to provide reasons.

11 Asregards the first plea in law, the Court of First
Instance, after establishing the similarity between the
products at issue, held in paragraphs 53 and 54 of the
judgment under appeal, concerning the opposing signs:

‘53 [T]he Board of Appeal had to consider which
component of the trade mark claimed was apt, by virtue
of its visual, phonetic or conceptual characteristics, to
convey, by itself, an impression of that mark which the
relevant public keeps in mind, with the result that all
the other components of the mark are negligible in that
respect ... .

54  However, if the trade mark claimed is a complex
mark which is visual in nature, the assessment of the
overall impression created by that mark and the deter-
mination as to whether there is any dominant element
must be carried out on the basis of a visual analysis.
Accordingly, in such a case, it is only to the extent to
which a potentially dominant element includes non-
visual semantic aspects that it may become necessary to
compare that element with the earlier mark, also taking
into account those other semantic aspects, such as for
example phonetic factors or relevant abstract concepts.’
12 Following this approach, the Court of First In-
stance held, at paragraph 59 of the judgment under
appeal, that the representation of the round dish deco-
rated with lemons was clearly the dominant component
of the mark for which registration was sought. It estab-
lished that the word elements of that mark were not
dominant on a visual level and held that there was no
need to analyse the phonetic and conceptual character-
istics of those elements.

13 Consequently, at paragraph 65 of that judgment,
it held that the representation of the round dish had
nothing in common with the earlier trade mark which is
purely a word mark.

14 In paragraphs 66 to 69 of the judgment the Court
of First Instance held:

‘66 There is therefore no likelihood of confusion
between the trade marks in question. The dominance of
the figurative representation of a round dish decorated
with lemons in comparison with the other components
of the mark claimed prevents any likelihood of confu-
sion arising from visual, phonetic or conceptual
similarities between the words “limonchelo” and “li-
moncello” which appear in the marks at issue.

67 In the context of the global assessment of the
likelihood of confusion, it should also be observed that
the average consumer has only occasionally the oppor-
tunity to carry out a direct comparison of the various
trade marks but must rely on his imperfect mental im-
age of them ... Thus, the dominant element of the trade
mark claimed (the round dish decorated with lemons) is
of major importance in the overall assessment of the
sign because the consumer looking at a label for a
strong alcoholic drink takes notice of, and remembers,
the dominant element of the sign, which enables him to
repeat the experience on the occasion of a subsequent
purchase.

68 The dominance of the figurative component (a
round dish decorated with lemons) in the mark claimed
means that in this instance the assessment of the dis-
tinctive elements of the earlier trade mark does not
affect the application of Article 8(1)(b) of Regulation
No 40/94. Although the degree of distinctiveness of an
earlier word mark may affect the assessment of the
likelihood of confusion ... that requires that there be, at
the very least, some likelihood of confusion between
the earlier trade mark and the mark claimed. However,
it is clear from the overall assessment of the likelihood
of confusion between the trade marks at issue that the
dominance, in the case of the mark claimed, of a round
dish decorated with lemons prevents there being any
likelihood of confusion with the earlier trade mark.
Consequently, there is no need to adjudicate on the dis-
tinctiveness of the earlier trade mark ...

69 In the light of those considerations, the Court
must hold that, notwithstanding the fact that the goods
concerned are identical, there is not a sufficiently high
degree of similarity between the trade marks in ques-
tion for a finding that the Spanish reference public
might believe that the goods in question come from the
same undertaking or, as the case may be, from eco-
nomically-linked undertakings. Accordingly, contrary
to OHIM’s finding in the contested decision, there is no
likelihood of confusion between them within the mean-
ing of Article 8(1)(b) of Regulation No 40/94.

15 Therefore, the Court of First instance accepted
the first plea, held that there was no need to examine
the other pleas in law and annulled the disputed deci-
sion. It also altered it, holding the appeal by Shaker
before OHIM to be justified, so that the opposition had
to be rejected.

The appeal

16  In support of its appeal OHIM raised two pleas in
law but withdrew the second in the course of the pro-
ceedings before the Court following a rectification by
order of 12 June 2006 by the Court of First Instance. It
is therefore necessary to examine only one plea in law.
Arguments of the parties

17  The plea in law maintained by OHIM in the con-
text of its appeal alleges an error in the interpretation
and application of Article 8(1)(b) of Regulation No
40/94.

18  OHIM complains that the Court of First Instance
excluded all likelihood of confusion by basing its as-
sessment on only the visual perception of the mark for
which registration was sought, without proceeding to a
phonetic and conceptual analysis of all the component
elements of the marks at issue. That approach fails to
apply the principle of a global assessment of the likeli-
hood of confusion, such as emerges, in particular, from
Case C-251/95 SABEL [1997] ECR 1-6191.

19 Furthermore, OHIM criticises the judgment un-
der appeal concerning its determination of the
distinctive and dominant components of the signs. The
Court of First Instance attributed an exclusive and deci-
sive value to the representation of the round dish
decorated with lemons without recognising that the
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other components might have a certain distinctive
value.

20 OHIM considers that the Court of First Instance
should have assessed the real effect of the term °Li-
moncello’ on the average consumer’s perception of the
products at issue, and taken into account the relevant
public in this particular case. As regards alcoholic
drinks the average consumer gives greater attention to
the word component, insofar as it deals with a category
of goods usually identified by the name of the product,
rather than graphic elements printed on the label.

21 In failing to assess the distinctive intrinsic char-
acteristics of the earlier trade mark, the judgment under
appeal reversed the process which should lead to the
assessment of the likelihood of confusion. The Court of
First Instance limited itself to a simple analysis of the
signs without continuing with a global assessment.

22 On the other hand, Shaker considers, firstly, that
the appeal is based on a misreading of the SABEL case.
Regulation No 40/94 does not provide for the examina-
tion of each of the visual, phonetic and conceptual
elements of the marks at issue.

23 Furthermore, it argues, the judgment of the Court
of First Instance in Case T-169/02 Cerveceria Modelo v
OHIM — Modelo Continente Hipermercados (NEGRA
MODELO) [2005] ECR II-505, relied upon by OHIM,
and in which it was held, at paragraph 40, that the aural
and conceptual identity between the dominant compo-
nent of the mark proposed for registration and the
earlier mark neutralised the visual differences deriving
from the graphic particularities, is not relevant. That
judgment dealt with two figurative marks and the neu-
tralising value of the phonetic and conceptual
similarities was the same as the dominant element of
the aural and conceptual components common to the
two marks. According to Shaker the approach proposed
by OHIM leads to the result that a phonetic and con-
ceptual similarity can neutralise the dominant visual
element, the dominant element thereby being deprived
of any use in the assessment of the likelihood of confu-
sion.

24 Secondly, Shaker argues that, in claiming that the
Court of First Instance attributed an exclusive and deci-
sive value to the representation of the round dish
decorated with lemons, OHIM is in reality asking the
Court to review the factual examination carried out by
the Court of First Instance, whereas such an examina-
tion cannot be subject to review by the Court.

25 That argument is, Shaker submits, consequently
inadmissible and, in any case, unfounded, insofar as
OHIM cannot criticise the Court of First Instance for a
partial assessment of the factual elements, while itself
pursuing such an assessment. The assessment must be
carried out in light of Case T-6/01 Matratzen Concord
v OHIM - Hukla Germany (MATRATZEN) [2002]
ECR 11-4335 confirmed by order of the Court in Case
C-3/03 P Matratzen Concord v OHIM [2004] ECR
1-3657, which did not rule out that the overall impres-
sion created in the memory of the relevant public by a
complex mark might, in certain circumstances, be
dominated by one or more components of that mark.

26 Thirdly, Shaker pleads the inadmissibility of
OHIM’s arguments relating to the inadequate consid-
eration given to the average consumer and to the
principle of interdependence, as those arguments seek
to ask the Court to carry out a fresh assessment of the
facts examined by the Court of First Instance. Shaker
argues, moreover, that the judgments of the Court of
First Instance relied upon by OHIM are irrelevant, the
circumstances in which the judgments were given not
being the same as those in the present case.

27 As regards the relevant public, Shaker submits
that the Court of First Instance correctly identified av-
erage Spanish consumers, referring to them specifically
in considering the likelihood of confusion.

Findings of the Court

Admissibility

28 As regards the plea of inadmissibility raised by
Shaker, it should be noted that, pursuant to Article
225(1) EC and the first paragraph of Article 58 of the
Statute of the Court of Justice, an appeal lies on points
of law only. The Court of First Instance thus has exclu-
sive jurisdiction to find and appraise the relevant facts
and assess the evidence. The appraisal of those facts
and the assessment of that evidence thus do not, save
where the facts and evidence are distorted, constitute a
point of law which is subject, as such, to review by the
Court of Justice on appeal (see, in particular, Case C-
104/00 P DKV v OHIM [2002] ECR 1-7561, para-
graph 22; Case C-173/04 P Deutsche SiSi-Werke v
OHIM [2006] ECR 1-551, paragraph 35; Case C-
25/05 P Storck v OHIM [2006] ECR 1-5719, para-
graph 40).

29 In the present case, the pleas raised by OHIM
concern a question of law, in that it seeks to demon-
strate that the Court of First Instance misinterpreted the
scope of Article 8(1)(b) of Regulation No 40/94, inso-
far as it limited itself to a visual analysis of the marks at
issue and did not proceed to a phonetic and conceptual
assessment of those marks.

30  This plea in law must therefore be held admissi-
ble.

Merits

31 As regards the merits of the plea arising from a
mistaken interpretation and application of Article
8(1)(b) of Regulation No 40/94, it should be recalled
that, pursuant to this provision, upon application by the
owner of an earlier trade mark, the trade mark applied
for is refused registration when, by reason of its identi-
cal nature or its similarity with the earlier trade mark
and by reason of the identical nature or similarity of the
goods or services covered by the two trade marks, there
is a likelihood of confusion on the part of the public in
the territory where the earlier trade mark is protected.
Such a risk of confusion includes the risk of association
with the earlier trade mark.

32 On this point, the Community legislature ex-
plained, in the seventh recital of Regulation No 40/94,
that the appreciation of the likelihood of confusion de-
pends on numerous elements and, in particular, on the
recognition of the trade mark on the market, the asso-
ciation which can be made with the used or registered
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sign, the degree of similarity between the trade mark
and the sign and between the goods or services identi-
fied.

33 In this regard, it is settled case-law that the risk
that the public might believe that the goods or services
in question come from the same undertaking or, as the
case may be, from economically-linked undertakings,
constitutes a likelihood of confusion within the mean-
ing of Article 8(1)(b) of Regulation No 40/94 (see First
Council Directive 89/104/EEC of 21 December 1988 to
approximate the laws of the Member States relating to
trade marks (OJ 1989 L 40, p. 1); Case C-342/97
Lloyd Schuhfabrik Meyer [1999] ECR 1-3819, para-
graph 17; and Case C-120/04 Medion [2005] ECR I-
8551, paragraph 26).

34  Moreover, the existence of a likelihood of confu-
sion on the part of the public must be appreciated
globally, taking into account all factors relevant to the
circumstances of the case (see SABEL, paragraph 22;
Lloyd Schuchfabrik Meyer, paragraph 18; Case C-
425/98 Marca Mode [2000] ECR 1-4861, paragraph
40; order in Matratzen v_OHIM, paragraph 28;
Medion, paragraph 27; and Case C-206/04 P Miilhens
v OHIM [2006] ECR I-2717, paragraph 18).

35 According to further settled case-law, the global
assessment of the likelihood of confusion, in relation to
the visual, aural or conceptual similarity of the marks in
question, must be based on the overall impression
given by the marks, bearing in mind, in particular, their
distinctive and dominant components. The perception
of the marks by the average consumer of the goods or
services in question plays a decisive role in the global
appreciation of that likelihood of confusion. In this re-
gard, the average consumer normally perceives a mark
as a whole and does not proceed to analyse its various
details (see SABEL, paragraph 23; Lloyd Schuhfabrik
Meyer, paragraph 25; Medion, paragraph 28; Miilhens
v OHIM, paragraph 19; and order in Matratzen Con-
cord v OHIM, paragraph 29).

36 It should be added that in order to assess the de-
gree of similarity between the marks concerned, it is
necessary to determine the degree of visual, aural or
conceptual similarity between them and, where appro-
priate, to assess the importance to be attached to those
various factors, taking account of the category of goods
or services in question and the circumstances in which
they are marketed (see Lloyd Schuhfabrik Meyer, para-
graph 27).

37  In the present case the Court of First Instance, at
paragraph 49 of the judgment under appeal, noted the
case-law mentioned in paragraph 35 of the present
judgment according to which the global appreciation of
the likelihood of confusion must be based on the over-
all impression created by the signs at issue.

38 However, it stated in paragraph 54 of the judg-
ment under appeal that, if the trade mark claimed was a
complex mark which was visual in nature, the assess-
ment of the overall impression created by that mark and
the determination as to whether there was a dominant
element had to be carried out on the basis of a visual
analysis. It added that, in such a case, it was only to the

extent to which a potentially dominant element in-
cluded non-visual semantic aspects that it might
become necessary to compare that element with the
earlier mark, also taking into account those other se-
mantic aspects, such as for example phonetic factors or
relevant abstract concepts.

39  On the basis of those considerations, the Court of
First Instance, in the context of the analysis of the signs
at issue, firstly held that the mark for which registration
was sought contained a dominant element comprising
the representation of a round dish decorated with lem-
ons. It then inferred, in paragraphs 62 to 64 of the
judgment under appeal, that it was not necessary to ex-
amine the phonetic or conceptual features of the other
elements of that mark. It finally concluded, in para-
graph 66 of the judgment, that the dominance of the
figurative representation of a round dish decorated with
lemons in comparison with the other components of the
mark prevented any likelihood of confusion arising
from the visual, phonetic or conceptual similarities be-
tween the words ‘limonchelo’ and ‘limoncello’ which
appear in the marks at issue.

40  However, in so doing, the Court of First Instance
did not carry out a global assessment of the likelihood
of confusion of the marks at issue.

41 It is important to note that, according to the case-
law of the Court, in the context of consideration of the
likelihood of confusion, assessment of the similarity
between two marks means more than taking just one
component of a composite trade mark and comparing it
with another mark. On the contrary, the comparison
must be made by examining each of the marks in ques-
tion as a whole, which does not mean that the overall
impression conveyed to the relevant public by a com-
posite trade mark may not, in certain circumstances, be
dominated by one or more of its components (see order
in Matratzen Concord v OHIM, paragraph 32; Medion,
paragraph 29).

42 As the Advocate General pointed out in point 21
of her Opinion, it is only if all the other components of
the mark are negligible that the assessment of the simi-
larity can be carried out solely on the basis of the
dominant element.

43 It follows that the Court of First Instance incor-
rectly applied Article 8(1)(b) of Regulation No 40/94.
44 In those circumstances, OHIM is right to main-
tain that the judgment under appeal is vitiated by an
error in law.

45 It follows from the foregoing that the judgment
under appeal must be set aside.

46  Pursuant to the second sentence of the first para-
graph of Article 61 of the Statute of the Court of
Justice, the Court may, in cases where it sets aside the
decision of the Court of First Instance, refer the case
back to the Court of First Instance for judgment.

47 In the present action, it is necessary to refer the
case back to the Court of First Instance and to reserve
the costs.

On those grounds,

the Court (Third Chamber) hereby:
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l. Sets aside the judgment of the Court of First In-
stance of the European Communities of 15 June 2005,
Case T-7/04 Shaker v OHIM - Limifana y Botella
(Limoncello della Costiera Amalfitana shaker);

2. Refers the case back to the Court of First Instance
of the European Communities;

3. Reserves the costs.

OPINION OF ADVOCATE GENERAL

delivered on 8 March 2007 1(1)

Case C-334/05 P

Office for Harmonisation in the Internal Market (Trade
Marks and Designs)

v

Shaker di L. Laudato & C. Sas

(Appeal — Community trade mark — Complex word and
figurative mark ‘Limoncello della Costiera Amalfitana’
— Opposition by the proprietor of the Spanish word
mark ‘LIMONCHELO’ — Refusal of registration)

I - Introduction

1. By the present appeal the Office for Harmonisa-
tion in the Internal Market (Trade Marks and Designs)
(‘OHIM”) challenges the judgment of the Court of First
Instance delivered on 15 June 2005 in Shaker v OHIM.
(2) The principal issue is how the likelihood of confu-
sion between a word mark and a complex word and
figurative mark should be assessed.

2. The Court found that there was no likelihood of
confusion between the marks concerned, as the domi-
nant component of the complex trade mark is a
figurative representation, and there is therefore insuffi-
cient similarity to the word mark. OHIM on the other
hand contends that, considered globally (taking into
account also the phonetic and conceptual aspects), there
is a likelihood of confusion.

Il — Legal framework

3. Article 8(1)(b) of Council Regulation (EC) No
40/94 of 20 December 1993 on the Community trade
mark (3) (‘Regulation No 40/94’) governs the likeli-
hood of confusion as a relative ground for refusal of
registration:

‘Upon opposition by the proprietor of an earlier trade
mark, the trade mark applied for shall not be registered:
(a)

(b) if because of its identity with or similarity to the
earlier trade mark and the identity or similarity of the
goods or services covered by the trade marks there ex-
ists a likelihood of confusion on the part of the public
in the territory in which the earlier trade mark is pro-
tected; the likelihood of confusion includes the
likelihood of association with the earlier trade mark.’

4. The seventh recital in the preamble to Regula-
tion No 40/94 explains the concept of the likelihood of
confusion in the case of similarity of goods or services:
‘the likelihood of confusion, the appreciation of which
depends on numerous elements and, in particular, on
the recognition of the trade mark on the market, the as-
sociation which can be made with the used or
registered sign, the degree of similarity between the
trade mark and the sign and between the goods or ser-

vices identified, constitutes the specific condition for
such protection’.

Il — Facts and judgment of the Court of First In-
stance

5. The Court describes the facts in paragraphs 1 to
13 of the judgment under appeal as follows: (4)

‘1 On 20 October 1999 the applicant [Shaker di L.
Laudato & C. Sas (‘Shaker’)] filed an application for a
Community trade mark at the Office for Harmonisation
in the Internal Market (Trade Marks and Designs)
(OHIM), pursuant to Council Regulation (EC) No
40/94 of 20 December 1993 on the Community trade
mark (OJ 1994 L 11, p. 1), as amended (‘Regulation
No 40/94°).

2 The trade mark for which registration has been
sought is the figurative sign reproduced below:

itﬂﬂﬁ&%!lo
Amalfitana

3 The goods in respect of which registration has
been sought fall within Classes 29, 32 and 33 of the
Nice Agreement concerning the Classification of
Goods and Services for the Purposes of the Registration
of Marks of 15 June 1957, as revised and amended
(‘the Nice Agreement’) and correspond to the follow-
ing descriptions for each of those classes:

—  Class 29: “Meat, fish, poultry and game; meat ex-
tracts; preserved, dried and cooked fruits and
vegetables; jellies, jams, compotes; eggs, milk and milk
products; edible oils and fats™;

- Class 32: “Beers; mineral and aerated waters and
other non-alcoholic drinks; fruit drinks and fruit juices;
syrups and other preparations for making beverages”;

—  Class 33: “Alcoholic beverages (except beers)”.

4

5 .

6 Following the [request] ... by OHIM, the appli-
cant limited its application, as regards goods in Class
33, to lemon liqueurs from the Amalfi Coast [and with-
drew the application for registration in respect of Class
32].

7  The application for a Community trade mark was
published in Community Trade Marks Bulletin No
30/00 on 17 April 2000.

8 On 1 June 2000 Limifiana y Botella, SL (‘the op-
ponent’) filed a notice of opposition pursuant to Article
42(1) of Regulation No 40/94 against the registration of
the mark applied for.

9 The ground relied on in support of the opposition
was the likelihood of confusion provided for by Article
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8(1)(b) of Regulation No 40/94, as between, on the one
hand, the mark applied for in so far as it concerns
goods in Class 33 of the Nice Agreement and, on the
other hand, the opponent’s word mark also pertaining
to goods in Class 33, registered in 1996 at the Oficina
Espafiola de Patentes y Marcas of the Ministerio de
ciencia y tecnologia (Spanish patents and trade marks
office):

“LIMONCHELO”

10 By decision of 9 September 2002, the OHIM
Opposition Division upheld the opposition and conse-
quently refused registration of the mark claimed [in
respect of Class 33].

11 The Opposition Division justified its decision by
stating, in essence, that there was a likelihood of confu-
sion on the Spanish market, within the meaning of
Article 8(1)(b) of Regulation No 40/94, as between the
trade mark applied for and the earlier mark, given the
identity of the goods in question and the similarity be-
tween the marks. The Opposition Division concluded
that the marks at issue were similar following an as-
sessment of their visual, phonetic and conceptual
similarities, from which it was clear, in OHIM’s view,
that there were visual and phonetic similarities between
the dominant element of the mark claimed, which con-
sists of the term ‘limoncello’, and the earlier trade
mark.

12 On 7 November 2002 the applicant filed an ap-
peal at OHIM under Articles 57 to 62 of Regulation No
40/94 against the Opposition Division’s decision.

13 By decision of 24 October 2003 (‘the contested
decision’), the Second Board of Appeal dismissed the
applicant’s appeal. In essence, the Board of Appeal
found, having stated that the goods covered by the ear-
lier mark encompassed those covered by the mark
claimed, that the dominant element of the mark claimed
was the word ‘limoncello’ and that the trade mark
claimed and the earlier trade mark were visually and
phonetically very close to one another and that there
was consequently a likelihood of confusion between
the two marks.’

6. The Court annulled the decision of the Second
Board of Appeal of OHIM of 24 October 2003 and al-
tered it so that the appeal brought before OHIM by the
applicant was well founded and consequently the oppo-
sition had to be rejected.

7. The Court proceeded on the basis that the goods
in question are identical.

8. As regards the similarity of the marks, the Court
stated that a particularly noteworthy feature of this case
was the fact that a complex word and figurative mark
was in conflict with a word mark. A complex trade
mark, one of whose components is identical or similar
to another mark, could not be regarded as being similar
to that other mark, unless the identical or similar com-
ponent formed the dominant element within the overall
impression created by the complex mark.

9. So far as the trade mark applied for was con-
cerned, the representation of the round dish decorated
with lemons had to be regarded as being clearly the
dominant component. That component had nothing in

common with the earlier mark. Therefore, there was no
likelihood of confusion between the two marks by the
Spanish reference public. The position was not altered
by the visual, phonetic or conceptual similarity of the
words ‘limoncello’ or ‘limonchelo’ in the trade marks.
10.  As there was no likelihood of confusion between
the marks, there was no need to assess the distinctive-
ness of the earlier trade mark.

IV — Appeal

1. OHIM’s appeal was based originally on two
grounds:

12. First, it is claimed that the Court of First In-

stance has interpreted and applied Article 8(1)(b) of
Regulation No 40/94 incorrectly by denying any likeli-
hood of confusion by reference to an exclusively visual
assessment of the trade mark applied for.

13. In addition, the second ground of appeal com-
plained of an obvious contradictoriness and
‘illogicality’ of the judgment. That complaint related to
a passage in the Italian version of the judgment, which,
due to a translation error, contained contradictory
wording. After the ‘obvious slip’ in the judgment had
been rectified in that respect by order of 26 January
2006 pursuant to Article 84 of the Rules of Procedure
of the Court of First Instance, OHIM withdrew the ap-
peal in relation to the second ground upon enquiry by
the Court of Justice.

14.  OHIM claims that the Court should

1. setaside the judgment under appeal;

2. order Shaker di L. Laudato & C. Sas to pay the
costs.

15. Shaker submits that the assessment of the facts
is a matter solely for the Court of First Instance, which
had made an appropriate assessment. Shaker therefore
contends that the Court should

1. dismiss the appeal;

2. order the applicant to pay the costs.

V — Assessment

16. OHIM raises a number of objections to the
judgment under appeal. What appears to me to be cru-
cial, however, is the criticism of the Court’s
comparison of the trade marks.

17. It is clear from the seventh recital in the pream-
ble to Regulation No 40/94 that the appreciation of the
likelihood of confusion ‘depends on numerous ele-
ments and, in particular, on the recognition of the trade
mark on the market, the association which can be made
with the used or registered sign, the degree of similarity
between the trade mark and the sign and between the
goods or services identified’. The likelihood of confu-
sion must therefore be appreciated globally, taking into
account all factors relevant to the circumstances of the
case. (5)

18. The Court of First Instance recognised the need
for a global comparison of both trade marks in para-
graph 49 of the judgment under appeal, but went on to
state in paragraph 50:

‘Consequently, it must be held that a complex trade
mark, one of whose components is identical or similar
to another mark, cannot be regarded as being similar to
that other mark, unless that component forms the
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dominant element within the overall impression created
by the complex mark.’

19. The Court established this premiss in MA-
TRATZEN (6) and has since applied it in a whole
series of judgments. (7) The question arises, however,
as to how to proceed if a trade mark does not have a
dominant component or if several components have a
dominating effect.

20.  The Court therefore already qualified its premiss
in MATRATZEN. It stated that this approach does not
mean that only one component of a complex trade mark
is to be taken into consideration and compared with an-
other mark. On the contrary, such a comparison must
be made by examining the marks in question, each con-
sidered as a whole. However, that does not mean that
the overall impression created in the mind of the rele-
vant public by a complex trade mark may not, in
certain circumstances, be dominated by one or more of
its components. (8)

21. Those qualifications were relied upon by the
Court of Justice also, when it dismissed the appeal
against the judgment in MATRATZEN. (9) The pre-
miss that two marks may be regarded as similar only if
they correspond as to the dominant component accord-
ingly covers only a particular category of cases. (10)
That category of cases is established by the definition
of the dominant component of a trade mark in para-
graph 50 of the judgment under appeal. Such a
component must be ‘likely to dominate, by itself, the
image of that mark which the relevant public keeps in
mind, with the result that all the other components of
the mark are negligible within the overall impression
created by it’. It is only if all other components of the
mark are negligible that the dominant component alone
can be assessed as to similarity.

22. If the basic premiss is thus confined to those
cases in which complex marks are dominated solely by
a dominant component to the exclusion of all other
components, it is not inconsistent with the judgment
which the Court of Justice delivered subsequently in
Medion. (11) In that case the Court found that a likeli-
hood of confusion arose from a mnon-dominant
component.

23.  That judgment was based on the combination of
an earlier trade mark (LIFE) with a manufacturer’s
name (THOMSON LIFE), whereby the manufacturer’s
name was regarded as the dominant component of the
complex mark. In such cases there is a likelihood, par-
ticularly where the manufacturer’s name is widely
known, that the origin of the goods covered by the
complex sign will be attributed by the public also to the
goods bearing the earlier trade mark. (12) The likeli-
hood of confusion which was considered possible in
Medion arose, therefore, from the fact that, in addition
to the dominant component, there was a perception of a
further component which was identical to the earlier
mark. Thus, given the overall impression of the mark,
that second component was not at all negligible. In
such a case, the premiss referred to in paragraph 50 of
the judgment under appeal would therefore not apply.

24, What is decisive as far as the present case is
concerned is, therefore, whether the Court did in fact —
on the basis of its own definition — identify a dominant
component of the trade mark applied for which was
such that all other components were negligible. How-
ever, the Court makes no such finding.

25.  On the contrary, in paragraph 57 of the judgment
under appeal the Court describes the plate as dominant
in relation to the other elements and, in paragraph 58, it
finds that the plate covers most of the lower two thirds
of the mark claimed, whilst the word ‘limoncello’ cov-
ers only a large part of the upper third. In its subsequent
comparison of the various elements of the trade mark
applied for, in paragraph 60 et seq. of the judgment un-
der appeal, the Court confines itself to denying that
those other elements are dominant. None of those
stages in its assessment, however, leads to the conclu-
sion that the plate dominates the trade mark applied for
to such an extent that all other elements are negligible.
26. Consequently, according to the findings of the
Court of First Instance, the trade mark applied for does
not contain a component that would justify restricting —
in accordance with the approach it has developed — the
comparison of the marks, in terms of the likelihood of
confusion, to that particular component. Instead, a
global assessment of the likelihood of confusion should
have been made with regard to both marks. As that did
not happen, the judgment under appeal contains an er-
ror of law and should be set aside.

VI — Consequences of setting aside the judgment
under appeal

27. According to the second sentence of the first
paragraph of Article 61 of the Statute of the Court of
Justice, the Court may, where a decision of the Court of
First Instance is quashed, itself give judgment in the
matter where the state of the proceedings so permits.
Alternatively, it may refer the case back to the Court of
First Instance for judgment.

28.  If the Court wished to give judgment in the pre-
sent case, it would have to undertake its own
assessment of the facts (namely, the comparison of the
two trade marks) without any basis in the judgment un-
der appeal upon which to do so. Assessment of the
facts is, however, the responsibility of the Court of
First Instance. Furthermore, the parties have made no
submissions to the Court of Justice in relation to those
factual issues. The Court of Justice could, at most, take
account of their written pleadings at first instance,
without being able to refer back to any responses given
in the oral hearing before the Court of First Instance.
Consequently, it is my opinion that the state of the pre-
sent proceedings does not permit judgment to be given.
Accordingly, the Court should refer the case back to the
Court of First Instance for judgment.

VII - Costs

29. Where the Court refers the case back to the
Court of First Instance for judgment, there is no basis
for a decision as to costs to be made under Article 122
of the Rules of Procedure and that decision is reserved
for the final judgment.
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30.  Any other decision as to costs appears to be pos-
sible in principle only in relation to the second ground
of appeal. OHIM withdrew that ground of appeal, as it
was based on a translation error in the judgment of the
Court of First Instance which was rectified by order of
26 January 2006 pursuant to Article 84 of the Rules of
Procedure of the Court of First Instance only after the
appeal had been filed. The question might arise, there-
fore, whether it would be right for one of the parties to
be ordered to bear the costs of that ground of appeal. In
the present case that ground of appeal is, however, of
such little significance that it is not appropriate to treat
it separately for the purpose of costs.

VIl - Conclusion
31.  Accordingly I propose that the Court:
1. sets aside the judgment of the Court of First In-

stance in Case T-7/04 Shaker di L. Laudato & C. Sas v
Office for Harmonisation in the Internal Market (Trade
Marks and Designs) [2005] ECR 11-2305;

2. refers the case back to the Court of First Instance
of the European Communities for judgment;

3. reserves the costs of the proceedings.

Wiseman (Kuhhaut) [2006] ECR II-1677, paragraph
27.

8 — MATRATZEN, cited in footnote 6, paragraph 34.
See also Case T-112/03 L'Oréal v OHIM - Revlon
(FLEXI AIR) [2005] ECR 11-949, paragraph 79.

9 — Order in Case C-3/03 P Matratzen Concord v
OHIM (MATRATZEN) [2004] ECR II-3657, para-
graph 32.

10 — See also Advocate General Jacobs' Opinion in
Case C-120/04 Medion [2005] ECR I-8551, point 33.
11 — Case C-120/04 Medion [2005] ECR 1-8551, para-
graph 32 et seq.

12 — Medion, cited in footnote 11, paragraphs 31 and
34.

1 — Original language: German.

2 — Case T-7/04 Shaker v OHIM [2005] ECR 11-2305.
3-0J1994L11,p.1.

4 — The deletions and clarifications in paragraphs 1, 4
to 6 and 10 are my own.

5 — Case C-251/95 SABEL [1997] ECR 1-6191, para-
graph 22.

6 — Case T-6/01 Matratzen Concord v OHIM — Hukla
Germany (MATRATZEN) [2002] ECR 11-4335, para-
graph 33.

7 — Case T-32/03 Leder & Schuh v OHIM — Schuhpark
Fascies (JELLO SCHUHPARK) [2005] ECR II-1,
paragraph 39; Case T-359/02 Chum v OHIM - Star TV
(STAR TV) [2005] ECR II-1515, paragraph 44; Case
T-390/03 CM CapitalMarkets v OHIM — Caja de Ahor-
ros de Murcia (CM) [2005] ECR 1I-1699, paragraph
46; Case T-31/03 Grupo Sada v OHIM [GRUPO
SADA] [2005] ECR II-1667, paragraph 49; Case T-
352/02 Creative Technology v OHIM — Vila Ortiz (PC
WORKS) [2005] ECR 1I-1745, paragraph 34; Case T-
385/03 Miles International v OHIM (BIKER MILES)
[2005] ECR 1I-2665, paragraph 39; Case T-40/03
Murtia Entrena v OHIM—Bodegas Murtia (Julian
Murta Entrena) [2005] ECR 11-2831, paragraph 52;
Case T-135/04 GfK v OHIM-BUS (Online Bus)
[2005] ECR 1I-4865, paragraph 59; Case T-3/04 Si-
monds Farsons Cisk v OHIM—Spa Monopole (KINJI
by SPA) [2005] ECR 1I-4837, paragraph 46; Case T-
214/04 Royal County of Berkshire Polo Club v OHIM
— Polo/Lauren (ROYAL COUNTY OF BERKSHIRE
POLO CLUB) [2006] ECR 1I-239, paragraph 39; Case
T-194/03 1l Ponte Finanziaria v OHIM—Marine Enter-
prise Projects (BAINBRIDGE) [2006] ECR 11-445,
paragraph 94; Case T-35/04 Athinaiki Oikogeniaki Ar-
topoiia v OHIM — Ferrero (FERRO) [2006] ECR II-
785, paragraph 48; Case T-153/03 Inex v OHIM —
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	Likelihood of confusion
	 Economically-linked undertakings
	In this regard, it is settled case-law that the risk that the public might believe that the goods or services in question come from the same undertaking or, as the case may be, from economically-linked undertakings, constitutes a likelihood of confusion within the meaning of Article 8(1)(b) of Regulation No 40/94.
	 Must be appreciated globally, taking into account all factors relevant to the circumstances of the case
	Moreover, the existence of a likelihood of confusion on the part of the public must be appreciated globally, taking into account all factors relevant to the circumstances of the case.
	 Based on the overall impression, bearing in mind, in particular, their distinctive and dominant components, in the perception by the average consumer which normally perceives a mark as a whole and does not proceed to analyse its various details.
	According to further settled case-law, the global assessment of the likelihood of confusion, in relation to the visual, aural or conceptual similarity of the marks in question, must be based on the overall impression given by the marks, bearing in mind, in particular, their distinctive and dominant components. The perception of the marks by the average consumer of the goods or services in question plays a decisive role in the global appreciation of that likelihood of confusion. In this re-gard, the average consumer normally perceives a mark as a whole and does not proceed to analyse its various details.
	 Degree of visual, aural or conceptual similarity 
	It should be added that in order to assess the degree of similarity between the marks concerned, it is necessary to determine the degree of visual, aural or conceptual similarity between them and, where appropriate, to assess the importance to be attached to those various factors, taking account of the category of goods or services in question and the circumstances in which they are marketed.
	Composite trade mark
	 The comparison must be made by examining each of the marks as a whole, which does not mean that the overall impression conveyed to the relevant public by a composite trade mark may not, in certain circumstances, be dominated by one or more of its components
	However, it stated in paragraph 54 of the judg-ment under appeal that, if the trade mark claimed was a complex mark which was visual in nature, the assess-ment of the overall impression created by that mark and the determination as to whether there was a dominant element had to be carried out on the basis of a visual analysis. It added that, in such a case, it was only to the extent to which a potentially dominant element in-cluded non-visual semantic aspects that it might become necessary to compare that element with the earlier mark, also taking into account those other se-mantic aspects, such as for example phonetic factors or relevant abstract concepts. On the basis of those considerations, the Court of First Instance, in the context of the analysis of the signs at issue, firstly held that the mark for which registration was sought contained a dominant element comprising the representation of a round dish decorated with lem-ons. It then inferred, in paragraphs 62 to 64 of the judgment under appeal, that it was not necessary to ex-amine the phonetic or conceptual features of the other elements of that mark. It finally concluded, in para-graph 66 of the judgment, that the dominance of the figurative representation of a round dish decorated with lemons in comparison with the other components of the mark prevented any likelihood of confusion arising from the visual, phonetic or conceptual similarities be-tween the words ‘limonchelo’ and ‘limoncello’ which appear in the marks at issue. However, in so doing, the Court of First Instance did not carry out a global assessment of the likelihood of confusion of the marks at issue. It is important to note that, according to the case-law of the Court, in the context of consideration of the likelihood of confusion, assessment of the similarity between two marks means more than taking just one component of a composite trade mark and comparing it with another mark. On the contrary, the comparison must be made by examining each of the marks in question as a whole, which does not mean that the overall impression conveyed to the relevant public by a com-posite trade mark may not, in certain circumstances, be dominated by one or more of its components.

