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Court of Justice EC, 23 March 2006, Mülhens v 
OHIM 
 

ZIRH 
v 

 
 
TRADEMARK LAW 
 
Likelihood of confusion: overall impression– mere 
phonetic similarity not decisive 
• The Court of First Instance therefore correctly 
considered the overall impression created by the 
two signs at issue, as regards their possible concep-
tual, visual and aural similarities, for the purpose of 
the global assessment of the likelihood of confusion. 
Therefore, one cannot deduce from paragraph 28 of the 
judgment in Lloyd Schuhfabrik Meyer that there is 
necessarily a likelihood of confusion each time that 
mere phonetic similarity between two signs is estab-
lished. 
 
Finding of fact is outside jurisdiction of the ECJ 
• The Court of First Instance’s decision, contained 
in paragraphs 52 to 54 of the judgment under ap-
peal, according to which the goods concerned are 
generally sold in such a way as to enable the rele-
vant public to examine them visually, constitutes a 
finding of fact which is outside the jurisdiction of 
the Court of Justice to review on appeal.  
It is clear from the second subparagraph of Article 
225(1) EC and the first paragraph of Article 58 of the 
Statute of the Court of Justice that an appeal lies on 
points of law only. The Court of First Instance thus has 
exclusive jurisdiction to find and appraise the relevant 
facts and to assess the evidence. The appraisal of those 
facts and the assessment of that evidence thus do not, 
save where the facts and evidence are distorted, consti-
tute a point of law which is subject, as such, to review 
by the Court of Justice on appeal (see Case C-37/03 P 
BioID v OHIM [2005] ECR I-0000, paragraph 43, and 
the case-law there cited). 
 
Global assessment – counteracting similarity 
• That global assessment means that conceptual 
and visual differences between two signs may coun-
teract aural similarities between them, provided 
that at least one of those signs has, from the point of 
view of the relevant public, a clear and specific 
meaning, so that the public is capable of grasping it 
immediately  
(see, to that effect, Case C-361/04 P Ruiz-Picassoand 
Others v OHIM [2006] ECR I-0000, paragraph 20). 
36      Therefore, having stated correctly in paragraphs 
48 and 49 of the judgment under appeal that the global 
assessment also includes the assessment of the distinc-

tive and dominant components of the signs in question 
and that aural similarities may be counteracted by the 
conceptual differences between those signs, the Court 
of First Instance could, without misconstruing the ef-
fect of Article 8(1)(b) of Regulation No 40/94, decide 
that the degree of similarity between the signs at issue 
is not sufficiently great to find that the relevant public 
might believe that the goods concerned come from the 
same undertaking or, as the case may be, from under-
takings that are economically linked. 
 
Source: curia.europa.eu 
 
Court of Justice EC, 23 March 2006 
(P. Jann, N. Colneric, J.N. Cunha Rodrigues, M. Ilešič 
(Rapporteur) and E. Levits) 
JUDGMENT OF THE COURT (First Chamber) 
23 March 2006 (*) 
 (Appeal – Community trade mark – Article 8(1)(b) of 
Regulation (EC) No 40/94 – Likelihood of confusion – 
Word mark ZIRH – Opposition by the proprietor of the 
Community trade mark SIR) 
In Case C-206/04 P, 
APPEAL under Article 56 of the Statute of the Court of 
Justice brought on 6 May 2004, 
Mülhens GmbH & Co. KG, established in Cologne 
(Germany), represented by T. Schulte-Beckhausen and 
C. Musiol, Rechtsanwälte, 
appellant, 
the other parties to the proceedings being: 
Office for Harmonisation in the Internal Market (Trade 
Marks and Designs) (OHIM), represented by S. Laiti-
nen and A. von Mühlendahl, acting as Agents, 
defendant at first instance, 
Zirh International Corp., established in New York 
(United States), represented by L. Kouker, Rechtsan-
walt, 
intervener at first instance, 
THE COURT (First Chamber), 
composed of P. Jann, President of the Chamber, N. 
Colneric, J.N. Cunha Rodrigues, M. Ilešič (Rapporteur) 
and E. Levits, Judges, 
Advocate General: D. Ruiz-Jarabo Colomer, 
Registrar: M. Ferreira, Principal Administrator, 
having regard to the written procedure and further to 
the hearing on 6 October 2005, 
after hearing the Opinion of the Advocate General at 
the sitting on 10 November 2005, 
gives the following 
Judgment 
1        By its appeal, Mülhens GmbH & Co. KG seeks 
to have set aside the judgment of the Court of First In-
stance of the European Communities of 3 March 2004 
in Case T-355/02 Mülhens v OHIM – Zirh Interna-
tional (ZIRH) [2004] ECR II-791 (hereinafter ‘the 
judgment under appeal’), dismissing its action for an-
nulment of the decision of the Second Board of Appeal 
of the Office for Harmonisation in the Internal Market 
(Trade Marks and Designs) (OHIM) of 1 October 2002 
(Case R 247/2001-2), rejecting the appellant’s opposi-
tion to the application for registration of the word sign 
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‘ZIRH’ (hereinafter ‘the contested decision’). 
 Legal framework 
2        Article 8(1) of Council Regulation (EC) No 
40/94 of 20 December 1993 on the Community trade 
mark (OJ 1994 L 11, p. 1) provides: 
 ‘Upon opposition by the proprietor of an earlier trade 
mark, the trade mark applied for shall not be registered: 
… 
 (b)      if because of its identity with or similarity to the 
earlier trade mark and the identity or similarity of the 
goods or services covered by the trade marks there ex-
ists a likelihood of confusion on the part of the public 
in the territory in which the earlier trade mark is pro-
tected; the likelihood of confusion includes the 
likelihood of association with the earlier trade mark.’ 
3        Article 8(2) of that regulation is in the following 
terms: 
 ‘For the purposes of paragraph 1, “Earlier trade marks” 
means: 
 (a)      trade marks of the following kinds with a date of 
application for registration which is earlier than the 
date of application for registration of the Community 
trade mark, taking account, where appropriate, of the 
priorities claimed in respect of those trade marks: 
 (i)      Community trade marks; … 
…’ 
4        Article 8(1)(b) of Regulation No 40/94 is in 
terms substantially identical to those of Article 4(1)(b) 
of First Council Directive 89/104/EEC of 21 December 
1988 to approximate the laws of the Member States re-
lating to trade marks (OJ 1989 L 40, p. 1). 
Background to the dispute 
5        On 21 September 1999, Zirh International Corp. 
(hereinafter ‘Zirh Corp.’) applied to OHIM for registra-
tion as a Community trade mark of the word sign 
‘ZIRH’ for the goods and services in Classes 3, 5 and 
42 of the Nice Agreement concerning the International 
Classification of Goods and Services for the Purposes 
of the Registration of Marks of 15 June 1957, as re-
vised and amended (hereinafter ‘the Nice Agreement’). 
6        On 24 May 2000, the appellant filed notice of 
opposition under Article 42 of Regulation No 40/94 to 
registration of the trade mark for all the goods and ser-
vices covered by the application. That opposition was 
based on the existence of an earlier Community trade 
mark, a mixed word and figurative mark containing the 
verbal element ‘SIR’ accompanied by a heraldic figure, 
which had been registered for goods in Class 3 of the 
Nice Agreement corresponding to the following de-
scription: ‘Perfumery, essential oils, cosmetics, hair 
lotions, dentifrices, soaps’ (hereinafter ‘the earlier 
mark’). 
7        That opposition was rejected by a decision of 29 
June 2001 of the Opposition Division, which held, in 
particular, that even though the goods and services in 
question might be marketed through the same channels 
of distribution or in the same points of sale, the differ-
ences between the two marks manifestly outweighed 
the phonetic similarity which could exist between those 
marks in certain official languages of the European Un-
ion, with the result that there is no likelihood of 

confusion between the two marks. 
8        On 10 July 2001, the appellant brought an appeal 
against that decision before the Second Board of Ap-
peal of OHIM, which, by the contested decision, 
dismissed the appeal and upheld the Opposition Divi-
sion’s decision, the grounds of which it adopted. 
Procedure before the Court of First Instance and 
the judgment under appeal 
9        By application lodged at the Registry of the 
Court of First Instance on 4 December 2002, the appel-
lant brought an action against the contested decision, 
seeking its annulment on the basis of a single plea in 
law alleging misconstruction of the expression ‘likeli-
hood of confusion’ for the purposes of Article 8(1)(b) 
of Regulation No 40/94. 
10      The Court of First Instance first recalled, in para-
graphs 33 to 43 of the judgment under appeal, the 
applicable legislation and appropriate case-law regard-
ing ‘likelihood of confusion’ with an earlier trade mark. 
11      The Court of First Instance then proceeded to 
make a global assessment of all relevant factors, bear-
ing in mind, in particular, their distinctive and 
dominant components, as a result of which it found that 
the phonetic similarity between the marks in question is 
to a large extent counteracted. The Court expressed it-
self in the following terms: 
 ‘44      As regards the visual comparison of the oppos-
ing marks, it should be stated, first, that although the 
verbal elements of those two marks have in common 
the second and third letters used, namely the letters 
“ir”, the visual differences between them are not negli-
gible in that the first two letters, “s” and “z” 
respectively, are different. Moreover, those verbal ele-
ments are composed of a different number of letters, 
the letters “ir” being followed by the letter “h” in the 
trade mark applied for. Furthermore, the verbal sign of 
the earlier mark is accompanied by a heraldic device, 
whilst the mark applied for is made up exclusively of a 
verbal sign written in ordinary characters. Accordingly, 
in the global assessment of the signs in question, the 
existence of elements particular to each sign means that 
the overall impression of each sign is different. 
45      As regards the phonetic similarity, OHIM does 
not dispute that the verbal elements contained in the 
two trade marks have similarities in certain official lan-
guages of the European Union. As OHIM rightly 
pointed out at paragraph 26 of its response, in a number 
of Member States the earlier mark will most probably 
be pronounced as it is in English because “sir” is a 
well-known English word, even to non-English speak-
ers. Even if the Community mark applied for can be 
pronounced in various ways in different languages, it 
must be held, as OHIM accepts, that the trade marks in 
question are phonetically similar, at least in the Eng-
lish-speaking countries and in Spain, given that the 
respective differences between the pronunciations in 
English and in Spanish are not particularly marked. 
Accordingly, the marks must be regarded as phoneti-
cally similar in those countries. 
46      As regards the conceptual comparison between 
the opposing trade marks, the applicant does not chal-
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lenge OHIM’s findings on this point. As OHIM rightly 
submitted, there is no conceptual similarity since it is 
likely that the average consumer in the Member States 
will think of the English word “sir” given the wide-
spread acquaintance with that word in Europe. Since 
the word “zirh” has no obvious meaning in any of the 
11 official languages of the European Union, the gen-
eral public will accordingly perceive the word “zirh” as 
being an invented word. It must for that reason be held 
that there is no conceptual similarity between the two 
trade marks. 
47      Consequently, there is no visual or conceptual 
similarity between the trade marks SIR and ZIRH. The 
trade marks in question are phonetically similar in cer-
tain countries. It should be noted in that connection 
that, according to the case-law, it is possible that mere 
phonetic similarity between trade marks may create a 
likelihood of confusion ([Case C-342/97] Lloyd 
Schuhfabrik Meyer [[1999] ECR I-3819], paragraph 
28, and Case T-99/01 Mystery Drinks v OHIM – 
Karlsberg Brauerei (MYSTERY) [2003] ECR II-43, 
paragraph 42). 
48      As has already been stated above at paragraphs 
39 and 42, it is necessary to make a global assessment 
of all factors relevant to the circumstances of the case 
based on the overall impression created by the trade 
marks in question, bearing in mind, in particular, their 
distinctive and dominant components. 
49      According to the case-law of the Court, the pho-
netic similarities may be counteracted by the 
conceptual differences between the trade marks in 
question. For there to be such a counteraction, at least 
one of the marks at issue must have, from the point of 
view of the relevant public, a clear and specific mean-
ing so that the public is capable of grasping it 
immediately ([Case T-292/01 Phillips-Van Heusen v 
OHIM – Pash Textilvertrieb und Einzelhandel (BASS) 
[2003] ECR II-4335], paragraph 54). 
50      In this case that is the position in relation to the 
verbal element of the earlier trade mark SIR, as has just 
been pointed out in paragraph 46. That view is not in-
validated by the fact that that word mark does not refer 
to any characteristic of the goods in respect of which 
the registration of that mark has been made. That fact 
does not prevent the relevant public from immediately 
grasping the meaning of that verbal element of the ear-
lier mark. The fact that one of the marks at issue has 
such a meaning is sufficient – where the other mark 
does not have such a meaning or only a totally different 
meaning – to counteract to a large extent the phonetic 
similarities between the two marks (see, to that effect, 
BASS, … paragraph 54). 
51      In the present case, that counteraction is corrobo-
rated by the fact that the marks SIR and ZIRH are also 
visually different. In that connection, it should be 
noted, as OHIM rightly stated, that the degree of pho-
netic similarity between two marks is of less 
importance in the case of goods which are marketed in 
such a way that, when making a purchase, the relevant 
public usually also perceives visually the mark desig-
nating those goods (see, to that effect, BASS, … 

paragraph 55). 
52      Contrary to the applicant’s submission, that is the 
position in the present case. The applicant’s arguments 
that the goods covered by the earlier mark are not sold 
exclusively on sight and that an important channel for 
the sale of the applicant’s products is through perfum-
eries and hairdressing and beauty salons do not 
undermine that conclusion. 
53      It should be noted in that connection that the ap-
plicant has entirely failed to demonstrate that its goods 
are usually sold in such a way that the public does not 
visually perceive the mark. The applicant merely sub-
mits that one traditional sales channel is through 
perfumeries and hairdressing and beauty salons, such 
that the consumer cannot select the product directly but 
only via a seller. 
54      Even if perfumeries and hairdressing and beauty 
salons are important channels for the sale of the appli-
cant’s goods, it is not in dispute that, even in those 
places, the goods are generally displayed on shelves in 
such a way that consumers are able to examine them 
visually. Therefore, even if it is not excluded that the 
goods in question may also be sold in response to an 
oral order, that method cannot be regarded as the usual 
method of sale of those goods.’ 
12      Therefore the Court of First Instance concluded, 
in paragraph 55 of the judgment under appeal, that the 
degree of similarity between the marks at issue is not 
sufficiently great for the Court to find that the relevant 
public might believe that the goods concerned come 
from the same undertaking or, as the case may be, from 
undertakings that are economically linked and, accord-
ingly, dismissed the appellant’s action. 
The appeal 
13      The appellant is asking the Court to set aside the 
judgment under appeal, to annul the contested decision 
and to order OHIM to pay the costs. In support of its 
appeal, it relies on a single ground of appeal, contain-
ing two parts, alleging misconstruction of Article 
8(1)(b) of Regulation No 40/94. Each of the two parts 
sets forth two distinct complaints. 
14      OHIM and Zirh Corp. contend that the appeal 
should be dismissed and the appellant ordered to pay 
the costs. 
The first part of the single ground of appeal (the 
likelihood of confusion) 
 The first complaint 
–       Arguments of the parties 
15      The appellant submits that the partial similarity 
and the partial identity between the goods and services 
concerned, on the one hand, and the phonetic similarity 
between the marks in question, on the other hand, lead 
to the conclusion that there is a likelihood of confusion 
between those marks. According to the appellant, who 
relies in that regard on paragraph 28 of the judgment in 
Lloyd Schuhfabrik Meyer, Article 8(1)(b) of Regula-
tion No 40/94 means that obvious similarity in one of 
the sensory criteria establishes a likelihood of confu-
sion. In this case, that risk results from the phonetic 
similarity.  
16      OHIM does not dispute the appellant’s analysis 
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as regards the similarity of the marks. However, it ar-
gues that the effect of Lloyd Schuhfabrik Meyer 
consists solely in the acceptance of the possibility that 
phonetic similarity can be sufficient to establish the 
likelihood of confusion. 
–       Findings of the Court 
17      At the outset, it must be noted that, according to 
the seventh recital in the preamble to Regulation No 
40/94, the assessment of the likelihood of confusion 
depends on numerous elements and, in particular, on 
the recognition of the trade mark on the market, the as-
sociation which can be made with the used or 
registered sign, and the degree of similarity between 
the trade mark and the sign and between the goods or 
services identified.  
18      The existence of a likelihood of confusion on the 
part of the public must therefore be appreciated glob-
ally, taking into account all factors relevant to the 
circumstances of the case (see, to that effect, in respect 
of Directive 89/104 Case C-251/95 SABEL [1997] 
ECR I-6191, paragraph 22, and Case C-425/98 Marca 
Mode [2000] ECR I-4861, paragraph 40). 
19      That global assessment must, as regards the vis-
ual, aural or conceptual similarity of the marks in 
question, be based on the overall impression created by 
those marks, bearing in mind, in particular, their dis-
tinctive and dominant components (see, in particular, in 
respect of Directive 89/104, SABEL, paragraph 23, 
and Lloyd Schuhfabrik Meyer, paragraph 25). 
20      In that regard, after assessing the overall impres-
sion created by the two signs at issue, the Court of First 
Instance held, in paragraph 47 of the judgment under 
appeal, that those signs are not visually or conceptually 
similar but that, on the other hand, they are phoneti-
cally similar in certain countries, and did not rule out 
that such similarity alone could create a likelihood of 
confusion.  
21      It is conceivable that the marks’ phonetic similar-
ity alone could create a likelihood of confusion within 
the meaning of Article 8(1)(b) of Regulation No 40/94 
(see, in respect of Directive 89/104, Lloyd 
Schuhfabrik Meyer, paragraph 28). However, it 
must be noted that the existence of such a likelihood 
must be established as part of a global assessment as 
regards the conceptual, visual and aural similarities be-
tween the signs at issue. In that regard, the assessment 
of any aural similarity is but one of the relevant factors 
for the purpose of that global assessment. 
22      Therefore, one cannot deduce from paragraph 28 
of the judgment in Lloyd Schuhfabrik Meyer that 
there is necessarily a likelihood of confusion each time 
that mere phonetic similarity between two signs is es-
tablished. 
23      The Court of First Instance therefore correctly 
considered the overall impression created by the two 
signs at issue, as regards their possible conceptual, vis-
ual and aural similarities, for the purpose of the global 
assessment of the likelihood of confusion. 
24      It follows that the first complaint in the first part 
of the single ground of appeal must be rejected as un-
founded. 

The second complaint 
–       Arguments of the parties 
25      The appellant submits that aural similarity is suf-
ficient to establish a likelihood of confusion if the 
goods identified by the marks in question are not 
bought exclusively on sight. As regards the goods con-
cerned, consumers cannot help themselves in a number 
of shops where they therefore have to ask for them ex-
pressly. In addition, those goods are very frequently 
bought by telephone. According to the appellant, the 
consumer who has, in all those situations, only a pho-
netic perception of the mark ‘SIR’ has no knowledge of 
the visual characteristics of the goods identified by that 
mark. 
26      OHIM submits that the aural similarity is not de-
cisive in this case because the goods concerned are 
normally bought on sight. Indeed, it submits that those 
goods are marketed in such a way that, at the time of 
sale, the relevant public perceives the mark as identify-
ing those goods visually. Therefore, although it might 
be possible to refer verbally to the goods concerned, 
OHIM argues that the channel of distribution requiring 
an oral request does not represent the typical situation 
or means of sale of those goods. Consequently, it con-
cludes that there is, in this case, no likelihood of 
confusion within the meaning of Article 8(1)(b) of 
Regulation No 40/94. 
–       Findings of the Court 
27      As regards the appellant’s second complaint con-
cerning the effect of the methods of marketing the 
goods in question, it must be stated that the appeal is 
asking, in reality, that the Court of Justice substitute its 
own assessment of the facts for that of the Court of 
First Instance.  
28      The Court of First Instance’s decision, contained 
in paragraphs 52 to 54 of the judgment under appeal, 
according to which the goods concerned are generally 
sold in such a way as to enable the relevant public to 
examine them visually, constitutes a finding of fact 
which is outside the jurisdiction of the Court of Justice 
to review on appeal. It is clear from the second sub-
paragraph of Article 225(1) EC and the first paragraph 
of Article 58 of the Statute of the Court of Justice that 
an appeal lies on points of law only. The Court of First 
Instance thus has exclusive jurisdiction to find and ap-
praise the relevant facts and to assess the evidence. The 
appraisal of those facts and the assessment of that evi-
dence thus do not, save where the facts and evidence 
are distorted, constitute a point of law which is subject, 
as such, to review by the Court of Justice on appeal 
(see Case C-37/03 P BioID v OHIM [2005] ECR I-
0000, paragraph 43, and the case-law there cited). 
29      Since the appellant has not relied upon any dis-
tortion of the facts and evidence submitted to the Court 
of First Instance, the second complaint in the first part 
of the single ground of appeal must be rejected as in-
admissible. 
30      Therefore, it must be held, so far as the first part 
of the single ground of appeal is concerned, that the 
Court of First Instance did not misconstrue the effect of 
Article 8(1)(b) of Regulation No 40/94. 
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31      It follows from the foregoing considerations that 
the first part of the single ground of appeal must be re-
jected as being in part unfounded and in part 
inadmissible. 
The second part of the single ground of appeal 
(counteraction of aural similarity) 
The first complaint 
–       Arguments of the parties 
32      The appellant submits that the point of departure 
of the Court of First Instance’s reasoning, as expressed 
in paragraphs 48 and 49 of the judgment under appeal, 
is wrong. According to the appellant, aural similarity 
cannot be counteracted by visual and conceptual differ-
ences. 
33      OHIM contends that if the Court approves the 
reasoning developed by the Court of First Instance in 
Phillips-Van Heusen v OHIM – Pash Textilvertrieb und 
Einzelhandel (BASS), paragraph 54, according to 
which the conceptual and visual differences between 
two marks are likely to counteract their aural similari-
ties provided that at least one of those marks has, from 
the point of view of the relevant public, a clear and 
specific meaning, so that the public is capable of grasp-
ing it immediately, it should apply it in this case.  
–       Findings of the Court 
34      As has been pointed out in paragraph 19 of this 
judgment, the global assessment must, as regards the 
visual, aural or conceptual similarity of the marks in 
question, be based on the overall impression created by 
those marks, bearing in mind, in particular, their dis-
tinctive and dominant components. 
35      That global assessment means that conceptual 
and visual differences between two signs may counter-
act aural similarities between them, provided that at 
least one of those signs has, from the point of view of 
the relevant public, a clear and specific meaning, so 
that the public is capable of grasping it immediately 
(see, to that effect, Case C-361/04 P Ruiz-Picassoand 
Others v OHIM [2006] ECR I-0000, paragraph 20). 
36      Therefore, having stated correctly in paragraphs 
48 and 49 of the judgment under appeal that the global 
assessment also includes the assessment of the distinc-
tive and dominant components of the signs in question 
and that aural similarities may be counteracted by the 
conceptual differences between those signs, the Court 
of First Instance could, without misconstruing the ef-
fect of Article 8(1)(b) of Regulation No 40/94, decide 
that the degree of similarity between the signs at issue 
is not sufficiently great to find that the relevant public 
might believe that the goods concerned come from the 
same undertaking or, as the case may be, from under-
takings that are economically linked. 
37      It follows that the first complaint in the second 
part of the single ground of appeal must be rejected as 
unfounded. 
The second complaint 
–       Arguments of the parties 
38      The appellant submits that the essential meaning 
of the trade mark ‘SIR’ is clear only if that trade mark 
is pronounced in the English way. Its pronunciation in 
every other official language of the European Union is 

meaningless and constitutes a sign of pure fantasy. 
Therefore, according to the appellant, the Court of First 
Instance could not find that, in this case, one of the 
marks in question has a clear and specific meaning in 
order to decide that the aural similarity is counter-acted 
by the conceptual and visual differences between the 
two marks. The Court of First Instance therefore fell 
into error of law in the interpretation of Article 8(1)(b) 
of Regulation No 40/94. 
39      OHIM argues that the figurative trade mark 
‘SIR’ involves a clear and specific meaning in the 
terms of the judgment of the Court of First Instance in 
Phillips-Van Heusen v OHIM – Pash Textilvertrieb und 
Einzelhandel (BASS), paragraph 54. Therefore, the 
Court of First Instance did not make an error of law in 
the interpretation of Article 8(1)(b) of Regulation No 
40/94. 
–       Findings of the Court 
40      As regards the appellant’s second complaint, re-
lating to the assessment of the conceptual and visual 
differences of the signs at issue, it must be stated that 
the appeal is, in reality, asking the Court of Justice to 
substitute its own assessment of the facts for that of the 
Court of First Instance. 
41      It is sufficient to point out, in that regard, that the 
Court of First Instance’s decision contained in para-
graphs 50 and 51 of the judgment under appeal, 
according to which the visual and conceptual differ-
ences between the signs at issue counteract their 
phonetic similarity, constitutes a finding of fact which 
is outside the jurisdiction of the Court of Justice to re-
view on appeal. Indeed, it is clear from the second 
subparagraph of Article 225(1) EC and the first para-
graph of Article 58 of the Statute of the Court of Justice 
that an appeal lies on points of law only. The Court of 
First Instance thus has exclusive jurisdiction to find and 
appraise the relevant facts and assess the evidence. The 
appraisal of those facts and the assessment of that evi-
dence thus do not, save where the facts and evidence 
are distorted, constitute a point of law which is subject, 
as such, to review by the Court of Justice on appeal 
(see BioID v OHIM, paragraph 43, and the case-law 
there cited). 
42      Since the appellant has not relied upon any dis-
tortion of the facts or evidence submitted to the Court 
of First Instance, the second complaint in the second 
part of the single ground of appeal must be rejected as 
inadmissible. 
43      Therefore, it must be held that, as regards the 
second part of the single ground of appeal, the Court of 
First Instance did not misconstrue the effect of Article 
8(1)(b) of Regulation No 40/94. 
44      It follows from the foregoing considerations that 
the second part of the single ground of appeal must be 
rejected as being in part unfounded and in part inad-
missible. 
45      Since neither part of the single ground of appeal 
raised by the appellant in support of its appeal is well 
founded, the appeal must be dismissed. 
Costs 
46      Under Article 69(2) of the Rules of Procedure, 
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which applies to appeal proceedings by virtue of Arti-
cle 118 thereof, the unsuccessful party is to be ordered 
to pay the costs if they have been applied for in the 
successful party’s pleadings. Since OHIM and Zirh 
Corp. have applied for costs and the appellant has been 
unsuccessful, the latter must be ordered to pay the 
costs. 
On those grounds, the Court (First Chamber) 
hereby: 
1.      Dismisses the appeal; 
2.      Orders Mülhens GmbH & Co. KG to pay the 
costs. 
 
 
OPINION OF ADVOCATE GENERAL RUIZ-
JARABO COLOMER 
delivered on 10 November 2005 1(1) 
Case C-206/04 P 
Muehlens GmbH & Co. KG 
v 
Office for Harmonisation in the Internal Market (Trade 
Marks and Designs) (OHIM)  
 (Appeal – Community trade mark – Word mark ZIRH 
– Opposition by the proprietor of the Community trade 
mark SIR – Dismissal of opposition) 
1.        This appeal is directed against the judgment de-
livered by the Court of First Instance (Fourth Chamber) 
on 3 March 2004, (2) which dismissed the action for 
annulment brought against the decision of the Second 
Board of Appeal of the Office for Harmonisation in the 
Internal Market (Trade Marks and Designs) (‘OHIM’), 
which had dismissed the opposition by the company 
Mühlens GmbH & Co. KG (‘Mühlens’), the owner of 
the Community figurative mark ‘Sir’ and the appellant 
in this case, against the word sign ‘Zirh’ for perfumes 
and cosmetics. 
2.        The issue is once again the interpretation of the 
term ‘likelihood of confusion’ used in Article 8(1)(b) of 
the Community Trade Mark Regulation. (3) The appeal 
is based on a single plea, divided into two parts, con-
cerning, respectively, the assessment of the existence of 
that likelihood, having regard to certain ways in which 
the products bearing the conflicting marks are marketed 
and the rule developed by the Court of First Instance in 
earlier judgments to the effect that the predominance of 
the conceptual elements may counteract phonetic simi-
larities. 
3.        Also of interest is a judgment delivered on 6 
May 2004 by the Landgericht (Regional Court) Ham-
burg (Germany), sitting as a Community trade mark 
court, in proceedings concerning infringement of an 
industrial property right between the abovementioned 
undertakings in respect of those same trade marks, 
which found in favour of the proprietor of the mark 
‘Sir’ and against the proprietor of the mark ‘Zirh’, tak-
ing the view that the likelihood of confusion between 
them was proved. Although it is not a prerequisite for 
giving judgment on the substance of this case, that fact 
deserves some consideration in relation to the European 
system of trade marks. 
I –  The Community Trade Mark Regulation 

4.        The abovementioned Regulation No 40/94 is the 
basic instrument for dealing with the problems inherent 
in this case.  
5.        According to Article 4 thereof, a Community 
trade mark may consist of any ‘signs capable of being 
represented graphically, particularly words, including 
personal names, designs, letters, numerals, the shape of 
goods or of their packaging, provided that such signs 
are capable of distinguishing the goods or services of 
one undertaking from those of other undertakings.’ 
6.        Article 8 sets out the relative grounds for refusal, 
among which Article 8(1)(b) states as follows: 
 ‘1. Upon opposition by the proprietor of an earlier 
trade mark, the trade mark applied for shall not be reg-
istered: 
 (a)      … 
 (b)      if because of its identity with or similarity to the 
earlier trade mark and the identity or similarity of the 
goods or services covered by the trade marks there ex-
ists a likelihood of confusion on the part of the public 
in the territory in which the earlier trade mark is pro-
tected; the likelihood of confusion includes the 
likelihood of association with the earlier trade mark. 
…’ 
7.        Although they do not have a direct bearing on 
the substance of the case, it is appropriate to consider 
the provisions of Regulation No 40/94 relating both to 
the rule applicable in cases of infringement of the rights 
conferred by those industrial property rights and to 
Community trade mark courts. 
8.        As regards the first of those aspects, Article 14 
provides: 
 ‘1.      The effects of Community trade marks shall be 
governed solely by the provisions of this Regulation. In 
other respects, infringement of a Community trade 
mark shall be governed by the national law relating to 
infringement of a national trade mark in accordance 
with the provisions of Title X. 
2.      … 
3.      The rules of procedure to be applied shall be de-
termined in accordance with the provisions of Title X.’ 
9.        In that regard, Article 91(1), contained in the 
second section, ‘Disputes concerning the infringement 
and validity of Community trade marks’, in Title X, 
headed ‘Jurisdiction and procedure in legal actions re-
lating to Community trade marks’, requires the 
Member States to designate in their territories a limited 
number of ‘national courts and tribunals of first and 
second instance, hereinafter referred to as “Community 
trade mark courts”, which shall perform the functions 
assigned to them by this regulation’. 
10.      Pursuant to Article 92, which appears in the 
same title and section, 
 ‘The Community trade mark courts shall have exclu-
sive jurisdiction: 
 (a)      for all infringement actions and – if they are 
permitted under national law – actions in respect of 
threatened infringement relating to Community trade 
marks; 
 (b)      for actions for declaration of non-infringement, 
if they are permitted under national law; 
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…’. 
II –  Background to the appeal 
A –    The facts of the case at first instance 
11.      On 21 September 1999, Zirh International Corp. 
applied to OHIM for registration of the word mark 
‘Zirh’ as a Community trade mark, the application be-
ing published on 3 April 2000 in Community Trade 
Marks Bulletin No 27/2000. 
12.      The goods and services in respect of which reg-
istration was sought are in classes 3, 5 and 42 of the 
Nice Agreement concerning the International Classifi-
cation of Goods and Services for the Purposes of the 
Registration of Marks of 15 June 1957, as revised and 
amended. 
13.      On 24 May 2000, pursuant to Article 42 of 
Regulation No 40/94, Mühlens filed a notice of opposi-
tion in respect of all products and services covered by 
the application, and in doing so relied on an earlier 
Community graphic mark which contains the verbal 
element ‘Sir’ to designate goods in class 3 of the Nice 
Agreement, corresponding to the description ‘Perfum-
ery, essential oils, cosmetics, hair lotions, dentifrices, 
soaps.’ 
14.      On 2 October 2000, Zirh gave details as follows 
of the types of goods and services covered by its appli-
cation: 
 ‘Soaps; perfumery; essential oils; cosmetics; hair lo-
tions; aftershave lotions; baby, body and face powders; 
baby and hair shampoos; hair conditioner; shaving 
balm, cream, gel and lotion; lip balm and gloss; bath 
and shower gel; skin cream and lotion; deodorants and 
antiperspirants; facial scrubs; hairstyling preparations; 
body oil; perfume; skin cleansing cream and lotion; 
skin moisturiser; skin, deodorant and toilet soaps; sun 
block preparations and sun screen preparations’ in 
Class 3; 
 ‘Hygienic and beauty care services; hairdressing ser-
vices; beauty salon services; cosmetic research and 
development; perfume research and development’ in 
Class 42. 
15.      Nevertheless, Mühlens maintained its initial po-
sition. 
16.      By decision of 29 June 2001, the Opposition Di-
vision of OHIM rejected the opposition essentially on 
the ground that the visual and conceptual differences 
outweighed the phonetic similarity of the signs, with 
the result that there was no likelihood of confusion be-
tween the two marks. 
17.      On 10 July 2001, Mühlens filed with OHIM a 
notice of appeal against the decision of the Opposition 
Division, pursuant to Article 59 of Regulation No 
40/94. 
18.      On 1 October 2002, the OHIM Second Board of 
Appeal dismissed the appeal and confirmed the con-
tested decision, essentially on the basis that, although 
the products and services at issue are marketed through 
the same channels of distribution or points of sale, the 
differences between the two trade marks outweigh the 
phonetic similarities of the two signs in some official 
languages of the European Union. 
19.      Mühlens brought an action for the annulment of 

that adverse decision by an application received at the 
Registry of the Court of First Instance on 4 December 
2002. 
B –    The judgment under appeal 
20.      The application contained a single plea, alleging 
infringement of Article 8(1)(b) of Regulation No 40/94. 
The applicant emphasised the similarity of the signs 
‘Sir’ and ‘Zirh’ when they were pronounced, which, in 
its view, rendered them identical, particularly in view 
of the fact that when perfumes and cosmetics are sold, 
they are not visible to consumers in every case. 
21.      Although it accepted that the trade marks at is-
sue were partially phonetically similar, OHIM denied 
that such similarity gave rise to any likelihood of con-
fusion, having regard to the considerable conceptual 
differences between a mark which has a clear meaning 
in English and one which was merely invented. 
22.      The Court of First Instance, after setting out the 
criteria laid down in the case-law regarding the likeli-
hood of confusion, (4) considered whether the degree 
of similarity between the trade marks at issue was suf-
ficiently great to create a risk of confusion. 
23.      It compared them from the visual, phonetic and 
conceptual points of view, coming to the conclusion 
that they were only similar as regards their pronuncia-
tion in certain countries. (5) 
24.      Next, following the precepts laid down by the 
Court of Justice to the effect that mere phonetic simi-
larity of marks may create a likelihood of confusion, 
(6) it made an overall assessment of all the relevant fac-
tors, concentrating on the overall impression given by 
the marks at issue, and paying particular attention to 
their distinctive and dominant elements. 
25.      That examination led to the finding that the 
word ‘Sir’ had a clear and specific meaning, which the 
relevant public grasped immediately, (7) even though it 
did not refer to any characteristic of the products. It in-
ferred that the phonetic features were outweighed by 
the conceptual aspects and the visual differences ob-
served, since the trade mark ‘Sir’ included a heraldic 
device, (8) and it applied the rule that it had developed 
previously (9) concerning the counteraction of phonetic 
similarities by conceptual divergences. 
26.      The judgment under appeal attributed little im-
portance to the similarity between the marks at issue, 
considering that the marketing of the goods in question 
is normally carried out in such a way that the consum-
ers perceive the signs with their eyes and not solely or 
preponderantly with their ears, contrary to the conten-
tion of the applicant and now appellant, which 
produced no evidence whatsoever to support its thesis. 
(10) 
27.      Consequently, the Court of First Instance re-
jected the view that the degree of similarity between 
the trade marks was great and conducive to confusion 
regarding the undertaking from which the products and 
services at issue emanated, despite the fact that they 
were partially similar, or identical, (11) dismissing the 
claim for annulment and the action as a whole. 
III –  Procedure before the Court of Justice and the 
forms of order sought 
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28.      The Registry of the Court of Justice recorded the 
lodging of Mühlens’s appeal on 6 May 2004 and of 
OHIM’s defence on 27 July 2004. 
29.      The parties lodged a reply and a rejoinder re-
spectively on 20 October 2004 and 28 January 2005. 
30.      The hearing, attended by representatives of 
Mühlens, OHIM and Zihr International Corp., was held 
on 6 October 2005. 
31.      The appellant claims that the Court of Justice 
should: 
–        set aside the judgment of the Court of First In-
stance of 3 March 2004 in Case T-355/02; 
–        annul the decision of the OHIM Second Board of 
Appeal of 1 October 2002 (case R 657/2001-2) con-
cerning opposition proceedings between Mühlens and 
Zirh International Corp.; 
–        order OHIM to pay the costs. 
32.      OHIM, supported by the intervener at first in-
stance, contends that the Court of Justice should: 
–        dismiss the appeal; 
–        order the appellant to pay the costs. 
IV –  Analysis of the plea in law 
33.      Mühlens puts forward a single plea in law, 
namely misconstruction of the concept of likelihood of 
confusion in Article 8(1)(b) of Regulation No 40/94, 
which it divides into two parts: first it claims that such 
a likelihood exists, referring, in particular, to the influ-
ence that the method of marketing of products and 
services has on the way in which phonetic, visual and 
conceptual similarities are taken into account; the other 
challenges the rule to the effect that, in certain circum-
stances, phonetic similarities are counteracted by those 
of a conceptual nature. 
A –    The first part of the sole plea 
34.      It must be pointed out, first of all, that this part 
of the plea might be viewed as inadmissible, since it 
seeks reversal of the factual finding as to the lack of 
any likelihood of confusion made by the Court of First 
Instance, when, under Article 58 of its Statute, assess-
ments of that kind fall outside the jurisdiction of the 
Court of Justice. (12) 
35.      Nevertheless, in application of the interpretative 
principle in dubio pro actione, which favours continua-
tion of the proceedings until a decision is given on the 
substance and derives from the right to effective judi-
cial protection, a closer look at the various submissions 
made by the appellant, and at its reply, will enable the 
true meaning thereof to be disentangled. 
36.      For Mühlens, the infringement of Article 8(1)(b) 
of Regulation No 40/94 derives from the Court of First 
Instance’s disregard of the doctrine of the Court of Jus-
tice that mere phonetic similarity of trade marks may 
give rise to a likelihood of confusion. (13) According to 
the appellant, that similarity automatically gives rise to 
such a likelihood, thereby rendering visual and concep-
tual analysis entirely irrelevant. 
37.      In its opinion, the importance of phonetic simi-
larity is reinforced by the fact that customers do not 
always have the goods in front of them at the time of 
purchase, since frequently the consumer acquires them 
in ways in which the pronunciation of the mark plays 

an important role, such as by way of gifts, mail-order 
and telephone sales, and recommendations in special-
ised trade circles, for example in beauty and 
hairdressing salons and perfumeries. 
38.      To demonstrate this, it annexed to its reply a 
photocopy of the judgment delivered on 6 May 2004 by 
the Landgericht Hamburg (Germany) in trade mark in-
fringement proceedings in which the parties and the 
marks were exactly the same as in the present action. In 
that judgment, the German court accepted that there 
was a likelihood of confusion between the marks in 
question, explicitly contradicting the judgment under 
appeal here, which is of an earlier date. 
39.      OHIM does not challenge the appellant’s analy-
sis regarding the phonetic similarity of the marks, but 
does not accept the preponderant role attributed to it. It 
also considers that the Lloyd Schuhfabrik Meyer judg-
ment, cited above, envisages, in paragraph 28, only the 
possibility that phonetic similarity may create the like-
lihood of confusion, it being necessary, before such a 
conclusion is arrived at, for an overall assessment to be 
made of all the relevant factors and of the products at 
issue. 
40.      It downplays the importance of the repercus-
sions of the aural communication of the signs in the 
selling process, describing the examples given by the 
appellants as inadequate and unrepresentative. In its 
view, the situations to which they relate do not consti-
tute the general rule, whereas the rules laid down in the 
case-law of the Court of Justice seek specifically to de-
termine typical or average circumstances. 
41.      In addition, OHIM finds no difficulty with the 
judgment of the Landgericht Hamburg, provided that 
the facts were different from those presented to the 
Court of First Instance; if that were not the case, it 
would be concerned about the situation that would re-
sult from the decision, because it would place the 
parties in a delicate and almost untenable position, 
given that national trade mark courts, when evaluating 
the likelihood of confusion, would be using legal rules 
different from those indicated by the Community Court 
which, although a Court of First Instance, exercises a 
fundamental jurisdiction in the European Union. The 
latter aspect, however, has no direct impact on the out-
come of this appeal, for which reason it will be 
considered below, once the plea on which the appeal is 
based has been fully dealt with. (14) 
42.      My approach to the admissibility of the appel-
lant’s submission having been thus clarified, 
consideration of this part of the plea must focus on the 
dicta of the Court of Justice in its judgment in Lloyd 
Schuhfabrik Meyer, referred to above, specifically in 
paragraph 28 thereof, where it states that the possibility 
cannot be ruled out ‘that mere aural similarity between 
trade marks may create a likelihood of confusion’. 
43.      Logically, the meaning of that sentence is not 
absolute, as the appellant contends, since the judgment 
declares that phonetic similarity is sufficient for a refer-
ring court, where the products are similar, to decide 
that such likelihood exists. A grammatical interpreta-
tion of those words suggest that the Court of Justice 
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does not rule out the possibility that such similarity is 
sufficient to infer that there is a likelihood of confusion, 
but it does not necessarily require that conclusion to be 
arrived at merely on the basis of acoustic resonances. 
44.      From the logical and linguistic point of view, 
where ‘the possibility is not excluded’ that something 
may happen, it is recognised that it is not very probable 
and, implicitly, that such an event is unusual. In any 
case, that statement provides no basis for inferring a 
general rule according to which it is doubtful that a 
specific case will arise.  
45.      A comparison with other language versions of 
that judgment of the Court of Justice supports the pro-
posed interpretation. That is clear, both from the 
German, the language of the case on that occasion, 
‘sich nicht ausschließen lässt, daß allein die klangliche 
Ähnlichkeit der Marken eine Verwechslungsgefahr … 
hervorrufen kann’, and from the French, ‘qu’il ne sau-
rait être exclu que la seule similitude auditive des 
marques puisse créer un risque de confusion’, or from 
the English, ‘it is possible that mere aural similarity be-
tween trade marks may create a likelihood of 
confusion’; this comparison does not purport to be ex-
haustive, but in order to dispel any doubt, the 
comparison can also be drawn with the wording in 
Dutch, ‘niet valt uit te sluiten, dat de enkele auditieve 
gelijkenis tussen de merken verwarring … kan doen 
ontstaan’, or in Italian, ‘non si può escludere che la 
somiglianza fonetica dei marchi possa creare un rischio 
di confusione’. 
46.      As regards the claim concerning the importance 
of certain commercial channels in which the products 
in question are not visible to the consumer, thus making 
phonetic similarity more important, it must be pointed 
out, without going into the substance of the problem, 
that the Court of First Instance, in paragraph 53 of the 
contested judgment, rejects it only because the appli-
cant had not made out a sufficient case. Accordingly, 
Mühlens’s criticism of that decision on the ground that 
it did not attach to those channels of distribution the 
importance which they allegedly deserve is irrelevant 
since it relates to a statement made merely for the sake 
of completeness in paragraph 54, which did not contra-
dict the statement made in the preceding paragraph. 
47.      Furthermore, as regards assessment of the evi-
dence, it must be borne in mind that, pursuant to Article 
225 EC and Article 58 of the Statute of the Court of 
Justice, an appeal is to be limited to matters of law, so 
that the Court of First Instance has sole jurisdiction to 
establish and adjudicate on the relevant facts, and to 
weigh the evidence, except where it distorts one or the 
other. (15) Consequently, the Court of Justice has no 
authority to review tasks of that kind carried out by the 
Court of First Instance. 
48.      In view of the foregoing, the first part of the plea 
should be rejected as unfounded, since there does not 
appear to have been any infringement whatsoever of 
Article 8(1)(b) of Regulation No 40/94. 
B –    The second part of the sole plea 
49.      By the second part of its plea, the appellant chal-
lenges the rule of ‘counteraction’ of phonetic 

similarities by conceptual divergences between signs, 
employed by the Court of First Instance in a number of 
judgments. (16) First, it criticises the basis of the rule, 
considering it to be contrary to the case-law of the 
Court of Justice. Second, it doubts whether, in this 
case, the English word ‘sir’ has, on the basis of its pro-
nunciation, a meaning that can be grasped by the 
relevant public. 
50.      In its first assertion, it denies that the overall 
evaluation of all the factors implies that the signs must 
be scrutinised from the phonetic, visual and conceptual 
points of view, because, in its opinion, if the similarity 
perceived using one of the senses is manifest, it may 
give rise to a likelihood of confusion – once again mak-
ing a clear allusion to the Lloyd Schuhfabrik Meyer 
judgment already referred to, and specifically to para-
graph 28 thereof. 
51.      In that regard, it is appropriate to recall para-
graphs 43 to 45 of this Opinion and on that basis to 
reject the interpretation of the judgment contended for 
and to focus on its actual terms. 
52.      As regards the appellant’s second argument, 
concerning the meaning of the word ‘sir’, it must be 
emphasised, above all, that it concerns a finding of fact 
made by the Court of First Instance in the proceedings 
for annulment, which cannot be reviewed by the Court 
of Justice pursuant to Article 58 of its Statute, as I have 
already explained. Nevertheless, if that argument is in-
terpreted as calling in question the legality of the 
abovementioned counteraction rule, it is necessary to 
throw some light on the matter. 
53.      This is not the first time that the validity of this 
rule for evaluating the likelihood of confusion has been 
in issue before the Court of Justice; nor is it the first 
time that I am giving my views on the matter. (17) The 
essential case-law derives from the SABEL judgment, 
in which the Court of Justice held that all the relevant 
factors of each specific case must be taken into consid-
eration, (18) adding that, with regard to the visual, aural 
or conceptual similarity of the trade marks in question, 
the global assessment must be based on the overall im-
pression created by them, (19) and in particular their 
distinctive and dominant components. (20) 
54.      That evaluation of the visual, phonetic or con-
ceptual elements which are presumed to be decisive is a 
matter, in each case, for the court hearing the case, in 
so far as judicial review by the Court of Justice in this 
area does not extend to purely factual aspects. 
55.      In another Opinion I have already put forward 
the view (21) that such a review would only be perti-
nent where the contested rule was relied on in an 
absolute and a priori manner without prior individual 
analysis of the various components, resulting in its 
automatic application in a way that conflicted with the 
abovementioned case-law of the Court of Justice. Of 
course, it would also be necessary for the appellant to 
allege distortion of the facts, (22) a possibility not to be 
taken into account here since no such allegation was 
made. 
56.      In paragraphs 44 to 47, the contested judgment 
examined all the components in accordance with that 
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case-law and then, in paragraph 50, dealt with the fac-
tor that it considered decisive, the conceptual aspect, 
which relates to the meaning of the verbal element of 
the mark ‘Sir’. 
57.      Consequently, conforming as it does with those 
rules, the judgment of the Court of First Instance did 
not in any way whatsoever infringe Article 8(1)(b) of 
Regulation No 40/94, for which reason the second part 
of the sole plea in law must be rejected as unfounded. 
C –    The judgment delivered by the Landgericht 
Hamburg 
58.      As I stated in point 38 of this Opinion, the 
Landgericht Hamburg delivered a judgment on 6 May 
2004 acknowledging the likelihood of confusion in 
trade mark infringement proceedings between the ap-
pellant in the present proceedings and the intervener at 
first instance in respect of the same signs. 
59.      That fact is not surprising if we examine the 
structure of the Community trade mark protection sys-
tem, although it is not normal, and still less desirable, 
that it should arise. 
60.      Community and national trade marks do not co-
exist in watertight compartments without any 
connection, but rather cohabit in a shared area; even 
though they do not support each other, they are cer-
tainly interrelated, to the extent of being reciprocally 
permeable, (23) since, as stated in the preamble to 
Regulation No 40/94, Community law has not replaced 
the trade mark laws of the Member States. (24) 
61.      This correspondence with national law is re-
flected in cases of infringement of Community trade 
marks, a field governed by Community law and, on an 
ancillary basis, the laws of the Member States, (25) as 
if the principle of subsidiarity had been inverted. (26) 
Thus, under Article 14 of Regulation No 40/94, whilst 
the effects of the Community trade mark are governed 
exclusively by that regulation’s provisions, infringe-
ments of Community trade marks are governed by the 
State provisions applicable to national trade marks, a 
system which, quite rightly, some writers have de-
scribed as confused. (27) 
62.      Jurisdiction to hear actions for infringement of 
rights conferred by the Community trade mark was at-
tributed solely to the Community trade mark courts 
(28) pursuant to Article 92(a) of the Trade Mark Regu-
lation. Thereafter, the regulation appears to be rooted in 
unstable ground as a result of terminology conducive to 
uncertainty. (29) In brief, and without undertaking a 
detailed examination, which would go beyond the 
scope of the present Opinion, I would draw attention to 
the following aspects. 
63.      In the procedural area, those courts, after decid-
ing for themselves whether they have jurisdiction in 
accordance with Articles 93 and 94 of Regulation No 
40/94, (30) assume responsibility, under Article 97(3), 
for applying the provisions in force for actions of that 
kind within the legal system of the country in which 
they are located, without prejudice to the specific pro-
visions of the regulation, which are in fact scant and 
diffuse, despite the unitary and independent orientation 
which the legislature sought to attribute to them. (31) 

64.      From the substantive point of view, Regulation 
No 40/94 merely grants the proprietor, in Article 9(1) 
and (2), a ius prohibendi and a right to compensation 
which is ‘reasonable’ (sic) for events subsequent to 
publication of the Community trade mark application 
which, after due publication of registration of the mark, 
are prohibited. To this must be added the right to ask 
that a trade mark reproduced in a dictionary, encyclo-
paedia or any other reference work should be 
accompanied by an indication that it is a registered 
trade mark. (32) In such cases, there is no mention of 
the applicable law: the ius and the forum coincide, so 
that the competent court relies on its own law, which in 
this case acquires the status of Community law. (33) 
65.      On the other hand, other rights of action, in par-
ticular actions for compensation, are governed by the 
law of the Member State in which the infringements 
have occurred (lex loci commissi delictii), pursuant to 
Article 98(2) of Regulation No 40/94, with the conse-
quence that the Community trade mark courts are being 
progressively called on to have recourse to foreign law, 
thereby detracting from the unitary approach which 
was intended for industrial property of this kind. (34) 
Thus, legal provisions and case-law regarding liability 
for damage vary from one Member State to another, 
and this has repercussions on the sum which the pro-
prietor of a Community trade mark whose rights have 
been infringed will obtain by way of compensation in 
one forum or another, (35) depending on the criteria 
used to evaluate the loss suffered and the level of com-
pensation. 
66.      For their part, provisional and precautionary 
measures adopted by the Community trade mark courts 
are subject to the lex fori, in accordance with Article 99 
of Regulation No 40/94. Their scope depends, however, 
on the origin of their jurisdiction: if it derives from 
paragraphs 1, 2, 3 or 4 of Article 93, they may be en-
forced in any Member State; in contrast, those adopted 
by the Community trade mark court of the place where 
the harmful event was committed will only take effect 
in the Member State of that judicial authority. (36) 
67.      To conclude this outline of the European legisla-
tion on the jurisdiction of Community trade mark 
courts, a very interesting feature must be mentioned, 
the purpose of which is to avoid conflicting judgments. 
68.      Conscious of the latent danger inherent in this 
complex web of procedural and substantive provisions, 
the legislator inserted in Regulation No 40/94 a number 
of mechanisms to deal with the problem. Attention 
should be drawn to the 16th recital in the preamble (37) 
and to the provisions on related actions (Article 100) 
and on cases involving circumstances similar (38) to 
litispendency (Article 105). Also included in this cate-
gory is Article 96(7) concerning the powers of the 
Community trade mark courts in relation to counter-
claims. 
69.      All those provisions contemplate the possible 
suspension of proceedings that are pending or inadmis-
sibility of the originating application, declared either by 
the Community trade mark court or by another national 
judicial authority, the sole justification for this being 
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the avoidance of conflicting decisions, as indicated in 
the 16th recital to the regulation. 
70.      However, it is not appropriate to dwell on the 
details of those provisions, since they relate to situa-
tions not relevant to the dispute brought before the 
Landgericht Hamburg, which was not dealing with a 
counterclaim or a problem of litispendency or related 
actions in connection with infringement of a national 
trade mark; the case before it concerned infringement 
of the rights conferred by a Community trade mark, for 
which compensation was sought, whilst at the same 
time the Court of First Instance was dealing with an 
application for the annulment of a decision of the 
OHIM Second Board of Appeal on the opposition by 
the company Mühlens concerning registration of the 
trade mark ‘Zirh’. It must be recognised that such a 
case is not explicitly governed by Regulation No 40/94 
or by any other legislative measure. (39) 
71.      Nevertheless, the absence of an express provi-
sion does not preclude the application of Community 
law and the general principles of the Community legal 
order, in particular those relating to judicial cooperation 
between national judicial authorities and the Court of 
Justice, the principle of the effectiveness of Community 
law and the principle requiring sincere cooperation un-
der Article 10 EC. 
72.      Although the national court plays a preponderant 
role in the context of Article 234 EC, in submitting or 
withdrawing a request for an interpretative preliminary 
ruling as it sees fit, (40) it must not be forgotten that the 
primary aim of that mechanism of judicial assistance is 
to guarantee the uniform application of Community 
law. (41) 
73.      Moreover, as part of the duty of sincere coopera-
tion attached to the Member States, Article 10 EC 
imposes obligations on the national judicial authorities, 
(42) such as that of interpreting Community law in the 
light of the Community legal order and, in particular, 
directives. (43) 
74.      Consequently, when a national court gives a de-
cision in which it employs an indeterminate legal 
concept backed up by a directly applicable Community 
provision, such as that relating to the likelihood of con-
fusion of Community trade marks, in a manner that 
openly conflicts with the case-law of the Court of First 
Instance of the European Communities, compliance 
with the abovementioned obligations and the great im-
portance of the system of preliminary references 
require it to have recourse to Article 234 EC in order to 
avoid the legal uncertainty which, in judicial circles, 
arises from the coexistence of divergent judgments 
within the Union. 
75.      The German court’s decision rejects the Court of 
First Instance’s thesis that the degree of phonetic simi-
larity between the two trade marks is so insignificant 
that it will not give rise to any likelihood of confusion, 
since the degree of identity of the marks is not suffi-
ciently great. In giving reasons for its decision, the 
Landgericht Hamburg relies on the case-law of the 
Bundesgerichtshof (German Supreme Court in civil and 
criminal matters), according to which failure to con-

sider phonetic similarities when evaluating the 
likelihood of confusion unjustifiably deprives the pro-
prietor of the trade mark of some of the protection to 
which he is entitled. 
76.      Even if it is accepted that the national judicial 
authorities to which Article 234(2) EC applies, such as 
the Landgericht Hamburg, enjoy a degree of latitude as 
regards preliminary references, (44) the need for the 
uniform application of Community law dictates that 
recourse must be had to Article 234 EC, specifically 
where the approach taken by a national high court is at 
odds with that taken by a Community Court, particu-
larly if the decisive impact which a request for a ruling 
might have had in resolving the dispute is taken into 
account. 
77.      The fact that the decision given by the first 
German court was open to appeal does not diminish the 
harm caused, essentially by creating legal uncertainty, 
as the Commission has emphasised. Faced with such a 
clear conflict of interpretation of a Community provi-
sion, the only course open to that court was to use 
Article 234 EC; (45) it is to be hoped, however, that an 
appeal court will mitigate the effects of the situation 
that has arisen, for the sake of interpretative rigour and 
the European spirit that has presided over the com-
portment of the judicial authorities in that country, 
which has always led the field so far as concerns the 
sincere cooperation with the Court of Justice provided 
for by the Treaties. 
78.      In short, we should probably not just complain 
of the way the Landgericht Hamburg has conducted 
itself in this context; we must also hope that such dys-
functions will be brought to an end and that the 
legislature will become aware of how urgent it is to im-
prove the complex legislative framework set up to 
facilitate harmonious development of economic activity 
in the Community as a whole, achieving full establish-
ment and proper functioning of the internal market 
within a European Union that is increasingly convinced 
of the importance of its contribution to the construction 
of a better continent. 
V –  Costs 
79.      Since the plea in law put forward by Mühlens 
has been rejected as unfounded, the appeal must be 
dismissed and the appellant must be ordered to pay the 
costs. 
VI –  Conclusion 
80.      Consequently, in view of the foregoing consid-
erations, I suggest that the Court of Justice dismiss the 
appeal brought by Mühlens GmbH & Co. KG against 
the judgment delivered by the Court of First Instance 
on 3 March 2004 in Case T-355/02 and order the appel-
lant to pay costs of these proceedings. 
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