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European Court of Justice, 9 March 2006, Ma-
tratzen Concord v Hukla Germany 
 

 
 
TRADEMARK LAW – FREE MOVEMENT 
 
Borrowed term 
• Trade mark consisting of a term borrowed from 
the language of another Member State in which it is 
devoid of distinctive character and/or descriptive of 
the goods in respect of which the trade mark was 
registered. 
That Article 3(1)(b) and (c) of the Directive does not 
preclude the registration in a Member State, as a na-
tional trade mark, of a term borrowed from the lan-
guage of another Member State in which it is devoid of 
distinctive character or descriptive of the goods or ser-
vices in respect of which registration is sought, unless 
the relevant parties in the Member State in which regis-
tration is sought are capable of identifying the meaning 
of the term. 
 
Source: curia.europa.eu 
 
 
European Court of Justice, 9 March 2006 
(P. Jann, N. Colneric, J.N. Cunha Rodrigues, M. Ilešič 
and E. Levits) 
JUDGMENT OF THE COURT (First Chamber) 
9 March 2006 (*) 
(Reference for a preliminary ruling – Article 3(1)(b) 
and (c) of Directive 89/104/EEC – Grounds for refusal 
to register – Articles 28 EC and 30 EC – Free move-
ment of goods – Measure having equivalent effect to a 
quantitative restriction – Justification – Protection of 
industrial and commercial property – National word 
mark registered in a Member State – Trade mark con-
sisting of a term borrowed from the language of 
another Member State in which it is devoid of distinc-
tive character and/or descriptive of the goods in 
respect of which the trade mark was registered) 
In Case C-421/04, 
REFERENCE for a preliminary ruling under Article 
234 EC from the Audiencia Provincial de Barcelona 
(Spain), made by decision of 28 June 2004, received at 
the Court on 1 October 2004, in the proceedings 
Matratzen Concord AG 
v 
Hukla Germany SA, 
THE COURT (First Chamber), 
composed of P. Jann, President of the Chamber, N. 
Colneric, J.N. Cunha Rodrigues, M. Ilešič (Rapporteur) 
and E. Levits, Judges, 
Advocate General: F.G. Jacobs, 
Registrar: R. Grass, 

after considering the observations submitted on behalf 
of: 
–        Matratzen Concord AG, by L. Gibert Vidaurre, 
abogado, 
–        Hukla Germany SA, by I. Davi Armengol, 
abogado,  
–        the United Kingdom of Great Britain and North-
ern Ireland, by C. Jackson, acting as Agent, and by E. 
Himsworth, Barrister, 
–        the Commission of the European Communities, 
by R. Vidal and N.B. Rasmussen, acting as Agents, 
after hearing the Opinion of the Advocate General at 
the sitting on 24 November 2005, 
gives the following 
Judgment 
1        The reference for a preliminary ruling concerns 
the interpretation of Articles 28 EC and 30 EC. 
2        This reference was made in the context of pro-
ceedings between Matratzen Concord AG (hereinafter 
‘Matratzen Concord’) and Hukla Germany SA (herein-
after ‘Hukla’) concerning the validity of a national 
trade mark. 
 Legal context 
3        Pursuant to Article 28 EC ‘[q]uantitative restric-
tions on imports and all measures having equivalent 
effect shall be prohibited between Member States’. 
4        Article 30 EC provides: 
‘The provisions of Articles 28 and 29 shall not preclude 
prohibitions or restrictions on imports, exports or goods 
in transit justified on grounds of … the protection of 
industrial and commercial property. Such prohibitions 
or restrictions shall not, however, constitute a means of 
arbitrary discrimination or a disguised restriction on 
trade between Member States.’ 
5        First Council Directive 89/104/EEC of 21 De-
cember 1988 to approximate the laws of the Member 
States relating to trade marks (OJ 1989 L 40, p. 1; here-
inafter the ‘Directive’) states, in the seventh recital in 
the preamble, that ‘attainment of the objectives at 
which this approximation of laws is aiming requires 
that the conditions for obtaining and continuing to hold 
a registered trade mark are, in general, identical in all 
Member States’ and that ‘the grounds for refusal or in-
validity concerning the trade mark itself … are to be 
listed in an exhaustive manner’. 
6        Article 3 of the Directive lays down the grounds 
for refusal to register a trade mark or of invalidity of a 
registered trade mark. In particular, Article 3(1)(b) and 
(c) provides: 
‘The following shall not be registered or if registered 
shall be liable to be declared invalid: 
… 
(b)      trade marks which are devoid of any distinctive 
character; 
(c)      trade marks which consist exclusively of signs or 
indications which may serve, in trade, to designate the 
kind, quality, quantity, intended purpose, value, geo-
graphical origin or the time of production of the goods 
or of rendering of the service, or other characteristics of 
the goods or service’. 
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 The main action and the question referred to the 
Court 
7        Hukla is the owner of the national word mark 
MATRATZEN, registered in Spain on 1 May 1994 to 
designate, inter alia, ‘rest furniture such as beds, sofa-
beds, camp beds, cradles, divans, hammocks, bunk 
beds and carrycots, foldaway furniture, casters for beds 
and furniture, bedside tables, chairs, armchairs and 
stools, bed frames, straw mattresses, mattresses and pil-
lows’, which come within Class 20 of the Nice 
Agreement concerning the International Classification 
of Goods and Services for the Purposes of the Registra-
tion of Marks of 15 June 1957, as revised and amended. 
8        On 10 October 1996 Matratzen Concord filed 
with the Office for Harmonisation in the Internal Mar-
ket (Trade Marks and Designs) (OHIM) an application 
for registration of a composite word and figurative 
mark including the term ‘Matratzen’, for various prod-
ucts coming within Classes 10, 20 and 24 of the Nice 
Agreement. 
9        Hukla having filed a notice of opposition based 
on the earlier Spanish mark MATRATZEN, the said 
application was rejected by a decision of the Second 
Board of Appeal of OHIM of 31 October 2000. The 
action brought by Matratzen Concord against this deci-
sion was rejected by the judgment of the Court of First 
Instance of 23 October 2002 in Case T-6/01 Matratzen 
Concord v OHIM – Hukla Germany (Matratzen) 
[2002] ECR II-4335), confirmed on appeal by the order 
of the Court of Justice of 28 April 2004 in Case C-3/03 
P Matratzen Concord v OHIM [2004] ECR I-3657. 
10      In parallel with the opposition procedure before 
the OHIM bodies and then the Community Courts, Ma-
tratzen Concord brought an action for cancellation of 
the national trade mark MATRATZEN before the 
Juzgado de Primera Instancia No 22 (Court of First In-
stance), Barcelona (Spain), on the basis of Article 
11(1)(a), (e) and (f) of Ley 32/1988 de 10 de noviem-
bre Marcas, BOE No 272 of 12 November 1988 (Law 
No 32/1988 of 10 November 1988 on trade marks). It 
submitted, in substance, that, given that the word ‘Ma-
tratzen’ means ‘mattress’ in German, the word of 
which the trade mark in question consists was generic 
and could mislead consumers regarding the nature, 
quality, characteristics or geographical origin of the 
products bearing the said mark. 
11      Its action having been rejected by judgment of 5 
February 2002, Matratzen Concord appealed to the 
Audiencia Provincial de Barcelona (Provincial Court of 
Barcelona). 
12      That court states that the essential function of a 
trade mark is to enable the commercial origin of the 
goods and services bearing it to be identified and that, 
to that effect, Spanish case-law considers names bor-
rowed from foreign languages to be arbitrary, 
capricious and fanciful, unless they resemble a Spanish 
word, making it reasonable to assume that the average 
consumer will be familiar with their meaning, or they 
have acquired a genuine meaning on the national mar-
ket. 

13      The Audiencia Provincial de Barcelona is never-
theless uncertain as to whether that interpretation is 
compatible with the concept of the ‘single market’. It 
considers that generic words from the languages of the 
Member States must remain available to be used by any 
undertaking established in these States. Their registra-
tion as a trade mark in a Member State would facilitate 
monopolistic situations, which should be avoided in 
order to allow normal market forces to prevail, and 
could be considered an infringement of the prohibition 
on quantitative restrictions on imports as between the 
Member States, laid down in Article 28 EC.  
14      The referring court considers that, in the pending 
case before it, the Spanish trade mark MATRATZEN 
puts its holder in a position to limit or restrict the im-
port of mattresses from German-speaking Member 
States and, therefore, to prevent the free movement of 
goods. 
15      That court is, uncertain however, as to whether 
such limitations or restrictions are capable of justifica-
tion on the basis of Article 30 EC. In this respect, it 
points out that, in Case 192/73 Van Zuylen [1974] ECR 
731, the Court affirmed the pre-eminence of the princi-
ple of the free movement of goods over the national 
protection of industrial property rights and stated that 
the reverse would lead to an undesirable partitioning of 
the markets, prejudicial to the free movement of goods 
and giving rise to disguised restrictions on trade be-
tween Member States. 
16      Taking the view that the outcome of the dispute 
pending before it required an interpretation of Article 
30 EC, the Audiencia Provincial de Barcelona decided 
to stay the proceedings and to refer the following ques-
tion to the Court of Justice for a preliminary ruling: 
‘Can the validity of the registration of a trade mark in a 
Member State, when that trade mark is devoid of any 
distinctive character or serves, in trade, to designate the 
product which it covers or its kind, quality, quantity, 
intended purpose, value, geographical origin or other 
characteristics of goods, in the language of another 
Member State when that language is not spoken in the 
first Member State, as may be the case so far as con-
cerns use of the Spanish trade mark “MATRATZEN”, 
to designate mattresses and related products, constitute 
a disguised restriction on trade between Member 
States?’ 
 The question referred 
17      By its question, the referring court asks, in sub-
stance, whether Articles 28 EC and 30 EC must be 
interpreted as meaning that they preclude the registra-
tion in a Member State, as a national trade mark, of a 
term borrowed from the language of another Member 
State in which it is devoid of distinctive character or 
descriptive of the goods or services in respect of which 
registration is sought. 
18      As a preliminary point, it should be noted that, in 
the context of the procedure established by Article 234 
EC providing for cooperation between national courts 
and the Court of Justice, it is for the latter to provide 
the national court with an answer which will be of use 
to it and enable it to determine the case before it. To 
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that end, the Court may find it necessary to consider 
provisions of Community law to which the national 
court has not referred in its question (see, in particular, 
Case C-230/98 Schiavon [2000] ECR I-3547, para-
graph 37, and Case C-469/00 Ravil [2003] ECR I-5053, 
paragraph 27). 
19      As is clear from the seventh recital in the pream-
ble, the Directive lists in an exhaustive manner the 
grounds for refusal or invalidity of registration con-
cerning the trade mark itself. 
20      According to settled case-law, in a field which 
has been exhaustively harmonised at Community level, 
a national measure must be assessed in the light of the 
provisions of that harmonising measure and not of 
those of primary law (see, in particular, Case C-352/95 
Phytheron International [1997] ECR I-1729, paragraph 
17; Case C-324/99 DaimlerChrysler [2001] ECR I-
9897, paragraph 32; and Case C-210/03 Swedish Match 
[2004] ECR I-11893, paragraph 81). 
21      Consequently, it is the Directive, and in particu-
lar Article 3 thereof, on the absolute grounds for refusal 
or invalidity of registration, and not Articles 28 EC and 
30 EC, which must be assessed to determine whether 
Community law precludes the registration of a national 
trade mark such as that at issue in the main proceed-
ings. 
22      Article 3 of the Directive does not include any 
ground for refusal to register specifically aimed at trade 
marks constituted by a term borrowed from the lan-
guage of a Member State other than the State of 
registration in which it is devoid of distinctive character 
or descriptive of the goods or services in respect of 
which registration is sought. 
23      Moreover, such a trade mark does not necessarily 
fall within the grounds for refusal to register relating to 
the lack of distinctive character or the descriptive char-
acter of the trade mark, referred to in points (b) and (c) 
respectively of Article 3(1) of the Directive. 
24      In fact, to assess whether a national trade mark is 
devoid of distinctive character or is descriptive of the 
goods or services in respect of which its registration is 
sought, it is necessary to take into account the percep-
tion of the relevant parties, that is to say in trade and or 
amongst average consumers of the said goods or ser-
vices, reasonably well-informed and reasonably 
observant and circumspect, in the territory in respect of 
which registration is applied for (see Joined Cases C-
108/97 and C-109/97 Windsurfing Chiemsee [1999] 
ECR I-2779, paragraph 29; Case C-363/99 Koninklijke 
KPNNederland [2004] ECR I-1619, paragraph 77; and 
Case C-218/01 Henkel [2004] ECR I-1725, paragraph 
50). 
25      It is possible that, because of linguistic, cultural, 
social and economic differences between the Member 
States, a trade mark which is devoid of distinctive char-
acter or descriptive of the goods or services concerned 
in one Member State is not so in another Member State 
(see, by way of analogy, concerning the misleading na-
ture of a trade mark, Case C-313/94 Graffione [1996] 
ECR I-6039, paragraph 22). 

26      Consequently, Article 3(1)(b) and (c) of the Di-
rective does not preclude the registration in a Member 
State, as a national trade mark, of a term borrowed 
from the language of another Member State in which it 
is devoid of distinctive character or descriptive of the 
goods or services in respect of which registration is 
sought, unless the relevant parties in the Member State 
in which registration is sought are capable of identify-
ing the meaning of the term. 
27      This interpretation of the Directive is in accor-
dance with the Treaty requirements, and in particular 
those of Articles 28 EC and 30 EC. 
28      According to settled case-law, in the context of 
the application of the principle of the free movement of 
goods, the Treaty does not affect the existence of rights 
recognised by the legislation of a Member State in mat-
ters of intellectual property, but only restricts, 
depending on the circumstances, the exercise of those 
rights (Case 119/75 Terrapin [1976] ECR 1039, para-
graph 5; Case 58/80 Dansk Supermarked [1981] 
ECR 181, paragraph 11; and order in Matratzen Con-
cord v OHIM, paragraph 40). 
29      Applying that case-law, the Court ruled, at para-
graph 42 of the order in Matratzen Concord v OHIM – 
in which the Spanish trade mark MATRATZEN was 
already at issue, being the subject of the main proceed-
ings – that the principle of the free movement of goods 
does not prohibit a Member State from registering as a 
national trade mark a sign which, in the language of 
another Member State, is descriptive of the goods or 
services concerned. 
30      That also applies if the sign in question is, in the 
language of a Member State other than that of registra-
tion, devoid of distinctive character with regard to the 
goods or services covered by the application for regis-
tration. 
31      It should be added that, as the Advocate General 
observed in points 59 to 64 of his Opinion, registration 
in a Member State of a trade mark such as that at issue 
in the main proceedings does not prohibit all use of the 
term constituting the trade mark by other traders in the 
said Member State. 
32      In conclusion, the answer to the question referred 
is that Article 3(1)(b) and (c) of the Directive does not 
preclude the registration in a Member State, as a na-
tional trade mark, of a term borrowed from the 
language of another Member State in which it is devoid 
of distinctive character or descriptive of the goods or 
services in respect of which registration is sought, 
unless the relevant parties in the Member State in 
which registration is sought are capable of identifying 
the meaning of the term. 
 Costs 
33      Since these proceedings are, for the parties to the 
main proceedings, a step in the action pending before 
the national court, the decision on costs is a matter for 
that court. Costs incurred in submitting observations to 
the Court, other than the costs of those parties, are not 
recoverable. 
On those grounds, the Court (First Chamber) hereby 
rules: 
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Article 3(1)(b) and (c) of First Council Directive 
89/104/EEC of 21 December 1988 to approximate the 
laws of the Member States relating to trade marks does 
not preclude the registration in a Member State, as a 
national trade mark, of a term borrowed from the lan-
guage of another Member State in which it is devoid of 
distinctive character or descriptive of the goods or ser-
vices in respect of which registration is sought, unless 
the relevant parties in the Member State in which regis-
tration is sought are capable of identifying the meaning 
of the term. 
 
 
OPINION OF ADVOCATE GENERAL 
Jacobs 
 
delivered on 24 November 2005 (1) 
Case C-421/04 
Matratzen Concord AG 
v 
Hukla Germany SA 
1.        Under what conditions can a trade mark be reg-
istered in a Member State where, in the language of 
another Member State, it is not distinctive but merely 
denotes or describes the product concerned? 
2.        That, essentially, is the question referred by the 
Audiencia Provincial (Provincial Court), Barcelona. A 
question which also arises is whether, if the mark can 
be registered, the owner of the mark can use it to pre-
vent imports of the product covered. 
3.        Those questions arise in the context of the regis-
tration in Spain of the trade mark MATRATZEN, the 
German word for ‘mattresses’, to designate mattresses 
and related products. (2) 
 The relevant Community provisions 
4.        Article 28 EC provides that quantitative restric-
tions on imports and all measures having equivalent 
effect are to be prohibited between Member States. Ar-
ticle 30 provides that Article 28 ‘shall not preclude 
prohibitions or restrictions on imports, exports or goods 
in transit justified on grounds of … the protection of 
industrial and commercial property. Such prohibitions 
or restrictions shall not, however, constitute a means of 
arbitrary discrimination or a disguised restriction on 
trade between Member States’. 
5.        Recital 7 in the preamble to the Trade Marks Di-
rective (3) states: 
‘attainment of the objectives at which this approxima-
tion of laws is aiming requires that the conditions for 
obtaining and continuing to hold a registered trade 
mark are, in general, identical in all Member States; … 
the grounds for refusal or invalidity concerning the 
trade mark itself … are to be listed in an exhaustive 
manner’. 
6.        Article 3(1) provides: 
‘The following shall not be registered or if registered 
shall be liable to be declared invalid: 
… 
(b)      trade marks which are devoid of any distinctive 
character; 

(c)      trade marks which consist exclusively of signs or 
indications which may serve, in trade, to designate the 
kind, quality, quantity, intended purpose, value, geo-
graphical origin … or other characteristics of the goods 
or service’. 
7.        Article 4(1) provides: 
‘A trade mark shall not be registered or, if registered, 
shall be liable to be declared invalid: 
… 
(b)      if because of its identity with, or similarity to, 
the earlier trade mark and the identity or similarity of 
the goods or services covered by the trade marks, there 
exists a likelihood of confusion on the part of the public 
…’. 
8.        Article 5(1)(b) entitles a trade mark proprietor to 
prevent others from using in the course of trade ‘any 
sign where, because of its identity with, or similarity to, 
the trade mark and the identity or similarity of the 
goods or services covered by the trade mark and the 
sign, there exists a likelihood of confusion on the part 
of the public’. 
9.        Article 6(1)(b) provides that a trade mark does 
not entitle the proprietor to prohibit a third party from 
using, in the course of trade, 
‘indications concerning the kind, quality, quantity, in-
tended purpose, value, geographical origin … or other 
characteristics of the goods or services’. 
10.      The Community Trade Mark Regulation (4) is 
also relevant to parallel proceedings concerning the 
same issue which has arisen with regard to two pro-
posed Community trade marks incorporating the word 
Matratzen. (5) 
11.      Article 7(1)(c) of the Community Trade Mark 
Regulation is in identical terms to Article 3(1)(c) of the 
Trade Marks Directive. 
12.      Article 7(2) states that Article 7(1) is to apply 
notwithstanding that the grounds of non-registrability 
obtain in only part of the Community. 
13.      Article 8(1)(b) of the Community Trade Mark 
Regulation provides that a sign is not to be registered as 
a Community trade mark if the proprietor of an earlier 
national trade mark opposes the registration and ‘be-
cause of its identity with or similarity to the earlier 
trade mark and the identity or similarity of the goods or 
services covered by the trade marks there exists a like-
lihood of confusion on the part of the public in the 
territory in which the earlier trade mark is protected; 
the likelihood of confusion includes the likelihood of 
association with the earlier trade mark’. 
 The main proceedings and the question referred 
14.      Matratzen Concord AG (‘Matratzen Concord’), 
incorporated in Germany, sought the cancellation of the 
Spanish mark MATRATZEN granted in 1994 to Hukla 
Germany SA (‘Hukla’), incorporated in Spain, for fur-
niture of all types, and especially ‘rest furniture such as 
beds, sofa-beds, camp beds, cradles, divans, ham-
mocks, bunk beds and carrycots, foldaway furniture, 
casters for beds and furniture, bedside tables, chairs, 
armchairs and stools, bed frames, straw mattresses, 
mattresses and pillows’, on the ground that the word of 
which it consists is generic and likely to confuse con-
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sumers as to the ‘nature, quality, characteristics or geo-
graphic origin of the products or services’ that it 
purports to distinguish. Matratzen Concord’s applica-
tion for cancellation was dismissed. It appealed against 
that decision, arguing that the registration and use of 
the mark unlawfully entailed a restriction on the free 
movement of goods within the European Union. 
15.      The Juzgado de Primera Instancia No 22 (Court 
of First Instance), Barcelona, held that the word ‘MA-
TRATZEN’ can neither mislead Spanish consumers 
with regard to the product that it purports to distinguish 
nor be classified as generic however many German 
citizens reside in Spain. It appears from the order for 
reference that according to Spanish case-law foreign 
words, being arbitrary, capricious and whimsical from 
a Spanish perspective, may be distinctive and not de-
scriptive, and can therefore be registered as a trade 
mark, unless because of their resemblance to a Spanish 
word it can be assumed that the average consumer is 
familiar with their usual meaning or the foreign words 
have acquired a genuine meaning in the domestic mar-
ket. 
16.      Matratzen Concord appealed to the Audiencia 
Provincial, Barcelona, which takes the view that the 
registered trade mark confers a position on its holder 
which may be used to limit or restrict the import of 
mattresses from German-speaking countries and, there-
fore, to hinder the free movement of goods contrary to 
Article 28. It has accordingly referred to the Court for a 
preliminary ruling the question whether the registration 
of a trade mark can be challenged on that ground. The 
terms of the national court’s question are as follows: 
‘Can the validity of the registration of a trade mark in a 
Member State, when that trade mark is devoid of any 
distinctive character or serves, in trade, to designate the 
product which it covers … , in the language of another 
Member State when that language is not the language 
spoken in the first Member State, as may be the case so 
far as concerns use of the Spanish trade mark “MA-
TRATZEN” to designate mattresses and related 
products, constitute a disguised restriction on trade be-
tween Member States?’ 
17.      Written observations have been submitted by 
Matratzen Concord, Hukla, the United Kingdom and 
the Commission. No hearing has been requested and 
none has been held. 
 The Community trade mark 
18.      Matratzen Concord has also been involved in 
two separate disputes with the Office for Harmonisa-
tion in the Internal Market (Trade Marks and Designs) 
(OHIM) arising out of its application for two Commu-
nity trade marks under the Community Trade Mark 
Regulation. The trade marks applied for were two figu-
rative trade marks, MATRATZEN MARKT 
CONCORD and MATRATZEN CONCORD. In so far 
as relevant to the present case, the history of those pro-
ceedings, which have now run their course, is as 
follows. 
19.      The goods in respect of which registration of the 
marks was sought included ‘Mattresses; air beds; beds; 
duckboards, not of metal; loose covers; bedding; … 

Bed blankets; pillow shams; bed linen; eiderdowns 
[down coverlets]; cambric covers; mattress covers; 
sleeping bags’. Following publication of the applica-
tions Hukla filed notices of opposition based on its 
earlier trade mark registered in Spain. In support of the 
opposition, Hukla relied on the relative ground for re-
fusal referred to in Article 8(1)(b) of the Community 
Trade Mark Regulation, namely the existence of a like-
lihood of confusion on the part of the public between 
the Community trade marks applied for and the earlier 
national trade mark. 
20.      The Opposition Division of OHIM refused the 
applications in respect of the goods mentioned above, 
taking the view that there was such a likelihood of con-
fusion. 
21.      The Second Board of Appeal dismissed Ma-
tratzen Concord’s appeals. In essence, the Board of 
Appeal considered that, in Spain, the two trade marks 
at issue would be seen as being similar and that some 
of the goods covered by the two trade marks were iden-
tical and others highly similar. On the basis of that 
analysis, the Board of Appeal took the view that there 
existed a likelihood of confusion, within the meaning 
of Article 8(1)(b), in respect of all the categories of 
goods covered by the application. 
22.      Matratzen Concord appealed to the Court of 
First Instance. (6) It put forward, in essence, two pleas 
in law, one based on infringement of Article 8(1)(b) 
and the other on breach of the principle of the free 
movement of goods. 
23.      First, it argued that the two trade marks at issue 
were not similar, but, on the contrary, very different. 
The Court of First Instance dismissed that argument. 
24.      Second, Matratzen Concord argued that it would 
be contrary to the principle of the free movement of 
goods, enshrined in Article 28 EC, for a national trade 
mark consisting of a descriptive word in a language 
other than that of the Member State of registration to be 
capable of being invoked against an application for a 
Community trade mark consisting of a combination of 
descriptive words and a distinctive element such as the 
word ‘concord’. Against that background, Matratzen 
Concord asserted that, as Community trade mark law 
now stands, the earlier trade mark, being descriptive of 
the products concerned in a substantial part of the 
Community, could not be registered in Spain. 
25.      The Court of First Instance dismissed that argu-
ment, essentially on the following two grounds. 
26.      First, the Court of First Instance ruled that the 
principle of the free movement of goods did not pro-
hibit a Member State from registering, as a national 
trade mark, a sign which, in the language of another 
Member State, is descriptive of the goods or services 
concerned and which cannot therefore be registered as 
a Community trade mark: such registration did not in 
itself constitute a barrier to the free movement of 
goods. (7) 
27.      Secondly, it ruled that, in providing that a 
Community trade mark applied for must not be regis-
tered if there exists a likelihood of confusion between 
that mark and an earlier trade mark registered in a 
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Member State, irrespective of whether the latter mark 
has a descriptive character in a language other than that 
of the Member State of registration, the Community 
Trade Mark Regulation did not constitute a barrier to 
the free movement of goods. (8) 
28.      Matratzen Concord appealed to the Court of Jus-
tice. 
29.      Matratzen Concord argued, first, that the Court 
of First Instance, in interpreting the notion of similarity 
referred to in Article 8(1)(b) of the Community Trade 
Mark Regulation, had not fulfilled the requirement of 
the case-law of the Court of Justice to appreciate glob-
ally the likelihood of confusion on the part of the public 
taking into account all factors relevant to the circum-
stances of the case. The Court of Justice rejected that 
plea as manifestly unfounded. 
30.      Matratzen Concord argued, second, that the 
Court of First Instance had erred in law when it stated 
that the principle of the free movement of goods did not 
prohibit a Member State from registering, as a national 
trade mark, a sign which, in the language of another 
Member State, was descriptive of the goods or services 
concerned. In the present case, the opposition lodged 
against the trade mark applied for on the ground that it 
was similar to the earlier trade mark registered in Spain 
which, in Germany, was descriptive of the relevant 
products, constituted a disguised restriction on trade 
between Member States within the meaning of Article 
30 EC. 
31.      The Court of Justice ruled as follows. 
‘According to settled case-law, in the context of the ap-
plication of the principle of the free movement of 
goods, the EC Treaty does not affect the existence of 
rights recognised by the legislation of a Member State 
in matters of intellectual property, but only restricts, 
depending on the circumstances, the exercise of those 
rights (Case 119/75 Terrapin [1976] ECR 1039, para-
graph 5, and Case 58/80 Dansk Supermarked [1981] 
ECR 181, paragraph 11). 
Article 30 EC allows derogations from the fundamental 
principle of the free movement of goods between 
Member States only to the extent to which such deroga-
tions are justified in order to safeguard the rights which 
constitute the specific subject-matter of the industrial 
property concerned. In that context, the essential func-
tion of the trade mark is to guarantee to the consumer 
or end user the identity of the trade-marked product’s 
origin by enabling him to distinguish it without any risk 
of confusion from products of different origin. There-
fore, the right attributed to a trade-mark proprietor of 
preventing any use of the trade mark which is likely to 
impair the guarantee of origin so understood is … part 
of the specific subject-matter of the trade-mark rights, 
the protection of which may justify derogations from 
the principle of the free movement of goods (Joined 
Cases C-427/93, C-429/93 and C-436/93 Bristol-Myers 
Squibb and Others [1996] ECR I-3457, paragraph 48, 
and Case C-143/00 Boehringer Ingelheim and Others 
[2002] ECR I-3759, paragraphs 12 and 13). 
Consequently, by holding, in paragraphs 54 and 56 of 
the contested decision, that the principle of the free 

movement of goods does not prohibit either a Member 
State from registering, as a national trade mark, a sign 
which, in the language of another Member State, is de-
scriptive of the goods or services concerned, or the 
proprietor of such a trade mark from opposing, where 
there is a likelihood of confusion between that national 
trade mark and a Community trade mark applied for, 
registration of the latter, the Court of First Instance was 
not mistaken as to the objectives of the propositions in 
[the preceding two paragraphs] of this order, and ac-
cordingly interpreted them correctly. 
The second plea must therefore be rejected as clearly 
unfounded.’ (9) 
32.      The Court of Justice accordingly dismissed the 
appeal as manifestly unfounded. (10) 
 Assessment 
33.      The principal question in the present case, it will 
be recalled, is essentially whether a trade mark can be 
registered in one Member State if it denotes or de-
scribes the product concerned in the language of 
another Member State. 
34.      Matratzen Concord submits that the registration 
of MATRATZEN as a Spanish trade mark gives Hukla 
an unfair monopoly in Spain of the German name for a 
product, the aim and effect of which is to prevent the 
import of all types of mattress other than its own from 
German-speaking countries into Spain. Matratzen Con-
cord consequently proposes that the question referred 
should be answered in the affirmative. 
35.      Hukla submits that MATRATZEN was validly 
registered as a Spanish trade mark after a full examina-
tion in accordance with the national law implementing 
the Trade Marks Directive. The word means nothing in 
either Spanish or any of the other official languages of 
Spain; in any event it signifies one only of the various 
products for which the mark is registered. 
36.      The United Kingdom submits that a word which 
describes goods in the language of one Member State 
may in principle be validly registered in another Mem-
ber State for those goods. However, care must be taken 
when assessing whether that is so in a given case to en-
sure that traders engaging in intra-Community trade are 
not hindered from using words in the language of an-
other Member State. For the purpose of Article 3(1)(c) 
it is sufficient that the word may serve in trade as a de-
scription of the goods or services concerned. ‘Trade’ 
for those purposes includes importation; moreover, 
some level of intra-Community trade should be pre-
sumed. National trade mark authorities must assess the 
likelihood of the mark being used in trade in the Mem-
ber State in which registration is sought as a 
designation of the characteristics of those goods or ser-
vices. For that purpose regard must be had to the 
degree of descriptiveness of the mark, the extent of in-
tra-Community trade in the goods or services 
concerned, any special features of the sector concerned 
and whether the language in question is spoken by a 
minority or majority of the relevant consumers or 
members of the trade in the Member State where regis-
tration is sought. 
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37.      The Commission draws a distinction between 
the validity of registration of a mark and the subsequent 
exercise of the rights conferred by the mark. The Treaty 
provisions concerning the free movement of goods do 
not affect the existence of intellectual property rights 
but simply limit their exercise. (11) The mere fact of 
registering a mark cannot in itself amount to a restric-
tion on the free movement of goods. Such a restriction 
can flow only from the subsequent exercise of the 
rights conferred by registration on the proprietor of the 
mark. The fact that the word registered as a mark in 
Member State A is a descriptive term in the language of 
Member State B does not preclude the use of the rights 
conferred by the mark to preserve its essential function. 
That approach is consistent with the order of the Court 
of Justice in the Matratzen Concord appeal. The Com-
mission adds that that does not however mean that 
undertakings in Member State B may not use the term 
in Member State A. (12) 
38.      The observations summarised above demon-
strate that, although the question referred asks only 
whether a mark such as that in issue may be validly 
registered, the case also raises the question whether the 
owner of such a mark can, on the assumption that it is 
found to have been validly registered, use it to prevent 
imports of the goods which it denotes or describes. I 
shall accordingly consider both those questions. 
 Validity of registration 
39.      The national court essentially asks whether a 
trade mark may be validly registered in Member State 
A with regard to a given product where that word de-
notes or describes the product in the language of 
Member State B or whether alternatively registration of 
such a mark is unlawful on the ground that it consti-
tutes a disguised restriction on trade between Member 
States contrary to Articles 28 and 30 EC. 
40.      Since the Trade Marks Directive exhaustively 
regulates the grounds for invalidity of a trade mark, 
(13) it is in the light of that directive that the question 
referred must be assessed in the first instance. The di-
rective could not, however, lawfully seek to justify 
obstacles to intra-Community trade beyond the bounds 
set by the Treaty rules: it is clear that the prohibition on 
quantitative restrictions and measures having equiva-
lent effect applies not only to national measures but 
also to measures adopted by the Community institu-
tions. (14) 
41.      Article 3(1)(b) and (c) of the Trade Marks Di-
rective prohibit registration of, respectively, ‘trade 
marks which are devoid of any distinctive character’ 
and ‘trade marks which consist exclusively of signs or 
indications which may serve, in trade, to designate the 
kind, quality, quantity, intended purpose, value, geo-
graphical origin … or other characteristics of the goods 
or service’. For the purposes of the present case, Article 
3(1)(c) may be stated more simply as applying where 
the mark is a word which denotes or describes the 
goods in question. 
42.      Since it is settled case-law that a word mark 
which denotes or describes the goods in question for 
the purposes of Article 3(1)(c) is, on that account, nec-

essarily devoid of any distinctive character with regard 
to the same goods within the meaning of Article 
3(1)(b), (15) I do not consider that it is necessary sepa-
rately to consider the position under Article 3(1)(b). It 
may moreover be noted that none of the parties submit-
ting observations has invoked Article 3(1)(b). 
43.      With regard to Article 3(1)(c), the Court has 
ruled that that provision ‘pursues an aim which is in the 
public interest, namely that descriptive signs or indica-
tions relating to the categories of goods or services in 
respect of which registration is applied for may be 
freely used by all’. (16) 
44.      More specifically, the Court has ruled that when 
making the assessment under that provision the compe-
tent authority must ‘determine whether a trade mark for 
which registration is sought currently represents, in the 
mind of the relevant class of persons, a description of 
the characteristics of the goods or services concerned or 
whether it is reasonable to assume that that might be 
the case in the future’. (17) The Court has further de-
fined ‘the relevant class of persons’ for the purposes of 
Article 3(1)(c) as ‘in the trade and amongst average 
consumers of that category of goods in the territory in 
respect of which registration is applied for’. (18) ‘Av-
erage consumers’ are presumed to be reasonably well 
informed and reasonably observant. (19) 
45.      It follows therefore that the assessment whether 
a sign falls within Article 3(1)(c) of the directive must 
be carried out by reference to average consumers (and, 
where relevant, intermediaries such as importers and 
wholesalers) of the goods or services concerned in the 
territory for which registration as a mark is sought. In 
the context of the present case, the question is whether, 
in the mind of those consumers and intermediaries, the 
word mark denotes or describes the goods themselves. 
46.      Accordingly, when the competent authority in 
Member State A assesses whether a word which, in the 
language of Member State B, denotes or describes the 
goods in question, may be validly registered as a trade 
mark in Member State A, it is required to take into ac-
count the perception of average consumers (and, where 
relevant, intermediaries) of those goods in Member 
State A and not the perception of those persons in 
Member State B. 
47.      That does not necessarily mean however that a 
national trade mark authority must never take into ac-
count the meaning of a proposed word mark derived 
from a language which is not the language of the Mem-
ber State where registration is sought. Since that 
authority is required to carry out its assessment on the 
basis of the perception of average consumers of and 
traders in the product concerned in that Member State, 
it must also consider whether the word in question is in 
fact understood by those persons. (20) 
48.      The Court has stated that ‘the examination car-
ried out at the time of the application for registration 
must not be a minimal one [but] be a stringent and full 
examination, in order to prevent trade marks from be-
ing improperly registered’. (21) More specifically, the 
competent authority called upon to apply Article 
3(1)(c) ‘must determine, by reference to the goods or 
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services for which registration is sought, in the light of 
a concrete consideration of all the relevant aspects of 
the application, and in particular the public interest 
[namely that signs within Article 3(1)(c) must be freely 
available for all and must not be registrable], whether 
the ground for refusing registration in that provision 
applies to the case at hand’. (22) 
49.      Furthermore, and as the United Kingdom Gov-
ernment submits, it is sufficient for a sign to fall within 
Article 3(1)(c) that it ‘may serve, in trade,’ (23) to de-
note or describe the goods in question. 
50.      If the mark denotes or describes the product 
concerned in a language which, although not the lan-
guage of the Member State where registration is 
sought, is none the less understood by a significant 
proportion of the relevant traders in and consumers of 
the product, it seems to me that the public interest aim 
of Article 3(1)(c) would require registration to be pre-
cluded. 
51.      I consider that, in the particular case of trade 
marks incorporating words which, in another language, 
describe or denote the goods covered, that approach is a 
more appropriate yardstick than the average trader or 
consumer. It is also consistent with the practice of at 
least some national trade mark registries. (24) 
52.      In the United Kingdom, for example, words in 
languages ‘likely to be known to a reasonable (and in-
creasing) number of UK residents’ cannot be registered 
if the English translation would not be registrable. 
Words in other less well known languages are normally 
registrable unless the country concerned has a reputa-
tion for any of the goods covered. Words in languages 
spoken by sizeable minorities of United Kingdom resi-
dents are not registrable if the goods are likely to be 
destined for the ethnic market concerned. (25) In Bel-
gium, Germany and the Netherlands there is also case-
law to the effect that the relevant criterion is whether 
the term in another language is understood by the tar-
geted consumer. (26) 
53.      The position is similar in certain systems outside 
the European Union, for example in Australia, Canada 
and the United States. (27) It might be thought, how-
ever, that there was a greater need for sensitivity to 
other languages within the European Union, especially 
given the importance it attaches to the free movement 
of persons on the one hand and the single market on the 
other. 
54.      The issues which have arisen in the main pro-
ceedings illustrate how, in a market of 452 million 
consumers, many of whom may reasonably be expected 
to understand languages other than those principally 
spoken in the Member State where they reside, (28) a 
national trade mark authority must be particularly con-
scientious when assessing the registrability of a sign 
consisting of a foreign word denoting or describing the 
goods in question. In my view, a practice of automati-
cally assuming that such signs are ‘capricious’ rather 
than descriptive no longer reflects the requirements of 
the case-law of the Court: in some cases, depending on 
the Member State concerned and the languages in-
volved, a significant proportion of traders and 

consumers may reasonably be expected to have no dif-
ficulty in understanding the word. In that case, 
registration will be precluded by Article 3(1)(c). 
55.      As the practice of some authorities demon-
strates, there are no insuperable difficulties where the 
persons concerned do not themselves know the lan-
guage concerned, particularly since the access to 
electronic dictionaries made available by current tech-
nology will facilitate the checking of translations. (29) 
56.      I am accordingly of the view that whether a 
trade mark is validly registered in Member State A with 
regard to a given product where it consists of a word 
which denotes or describes the product in the language 
of Member State B depends on whether a significant 
proportion of traders in and consumers of that product 
in Member State A can reasonably be expected to un-
derstand the meaning of the word. That is a question of 
fact in each case for the relevant competent authority. 
57.      Registration of such a trade mark in circum-
stances where a significant proportion of traders in and 
consumers of the product concerned can reasonably be 
expected to understand the meaning of the word used 
would in my view contravene Article 3(1)(c) of the 
Trade Marks Directive as interpreted by the Court. 
58.      I would emphasise however that in the present 
case there is nothing in the documents before the Court 
to suggest that in the result registration of the mark 
MATRATZEN by the Spanish authorities was contrary 
to Article 3(1)(c). That view is also consistent with the 
finding of the Court of First Instance that in the pro-
ceedings before it ‘the file does not contain any 
evidence that a significant proportion of the relevant 
public has sufficient knowledge of German to under-
stand [the] meaning [of Matratzen]’, (30) although it is 
of course ultimately a matter for the national court. 
 Restriction of imports 
59.      Although the above provides an answer to the 
question referred by the national court on the terms in 
which it was put, it is clear from the background to the 
current case and from the order for reference that the 
main proceedings also raise the associated question 
whether the owner of a mark such as that described 
can, on the assumption that it is found to have been val-
idly registered, use it to prevent imports of the goods 
which it denotes or describes. Matratzen Concord, the 
United Kingdom Government and the Commission 
have in addition made submissions on that question, to 
which I now turn. 
60.      First, the right of a trade mark owner to prevent 
others from using a similar or identical sign covering 
similar or identical goods derives from Article 5(1) of 
the Trade Marks Directive. The Court has held that the 
exercise of that right must be reserved to cases in which 
a third party’s use of the sign affects or is liable to af-
fect the functions of the trade mark, in particular its 
essential function of guaranteeing to consumers the 
origin of the goods. (31) As the Commission observes, 
that provision does not entitle a trade mark proprietor 
to prevent others from using a similar or identical sign 
where the sign is used otherwise than to distinguish the 
undertaking from which the goods concerned originate, 
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so that there is no risk that consumers will take the sign 
to be a mark. (32) A trade mark proprietor cannot 
therefore invoke his right under Article 5(1) to prevent 
a third party from referring to the mark for purely de-
scriptive purposes where the reference cannot be 
interpreted as indicating the origin of the product. (33) 
61.      Second, even if a trade mark owner can success-
fully invoke his right under Article 5(1) of the 
directive, by virtue of Article 6(1)(b) thereof that right 
does not in any event entitle him to prohibit a third 
party from using in the course of trade indications con-
cerning, inter alia, the ‘kind’, ‘quality’ or ‘other 
characteristics’ of the goods concerned, provided that 
he uses them in accordance with ‘honest practices in 
industrial or commercial matters’. 
62.      The Court has stated that Article 6 ‘seeks to rec-
oncile the fundamental interests of trade-mark 
protection with those of free movement of goods … in 
the common market in such a way that trade mark 
rights are able to fulfil their essential role in the system 
of undistorted competition which the Treaty seeks to 
establish and maintain’. (34) 
63.      I would add that it is imperative in my view that 
national courts should ensure both that Article 5(1) is 
not abused by trade mark owners and that Article 
6(1)(b) may be properly invoked by third parties. 
64.      Accordingly, even on the assumption that in the 
present case the mark MATRATZEN was validly reg-
istered in Spain, its owner will not be entitled to 
prevent the word Matratzen being used in contexts fal-
ling either outside Article 5(1) or within Article 
6(1)(b), such as, for example, in a catalogue written in 
German to refer to mattresses. 
 Conclusion 
65.      I would accordingly answer the question re-
ferred by the Audiencia Provincial, Barcelona, as 
follows: 
Article 3(1)(c) of First Council Directive 89/104/EEC 
of 21 December 1988 to approximate the laws of the 
Member States relating to trade marks must be inter-
preted as meaning that a sign consisting solely of a 
word or words which denote the product which it cov-
ers or describe the kind, quality, quantity, intended 
purpose, value, geographical origin or other character-
istics of the product in the language of one Member 
State may not be registered as a trade mark in another 
Member State where a significant proportion of traders 
in and consumers of that product can reasonably be ex-
pected to understand the meaning of the word or words. 
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