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TRADEMARK LAW 
 
Compound mark 
• CFI considered the sign’s distinctiveness as a 
whole 
However, contrary to the situation in SAT.1 v 
OHIM(SAT.2), cited above, that finding did not, in this 
case, affect the Court of First Instance’s analysis on 
that point since it did not restrict itself to examining the 
overall impression produced by the trade mark applied 
for as a secondary matter, but directed part of its rea-
soning to considering, in relation to a compound mark, 
the sign’s distinctiveness as a whole. 
 
General interest 
• General interest is indissociable from the essen-
tial function of a trade mark  
In addition, it must be pointed out that the notion of 
general interest underlying Article 7(1)(b) of Regula-
tion No 40/94 is, manifestly, indissociable from the 
essential function of a trade mark, which is to guarantee 
the identity of the origin of the marked product or ser-
vice to the consumer or end-user by enabling him, 
without any possibility of confusion, to distinguish the 
product or service from others which have another ori-
gin (see, SAT.1 v OHIM, cited above, paragraphs 23 
and 27). 
 
Source: curia.europa.eu 
 
 
European Court of Justice, 15 September 2005 
(A. Rosas, J.P. Puissochet, S. von Bahr, J. Malenovský 
and A. Ó Caoimh) 
JUDGMENT OF THE COURT (Third Chamber) 
15 September 2005 (*) 
(Appeal – Community trade mark – Article 7(1)(b) of 
Regulation (EC) No 40/94 – Word and figurative mark 
– BioID – Absolute ground for refusal to register – 
Trade mark devoid of any distinctive character) 
In Case C-37/03 P, 
APPEAL under Article 56 of the Statute of the Court of 
Justice lodged at the Court on 3 February 2003, 
BioID AG, established in Berlin (Germany), in judicial 
liquidation, represented by A. Nordemann, Rechtsan-
walt, 
appellant, 
the other party to the proceedings being 
Office for Harmonisation in the Internal Market (Trade 
Marks and Designs) (OHIM), represented by A. von 
Mühlendahl and G. Schneider, acting as Agents, 

defendant at first instance, 
THE COURT (Third Chamber), 
composed of A. Rosas, President of the Chamber, J.P. 
Puissochet, S. von Bahr, J. Malenovský and A. Ó Cao-
imh (Rapporteur), Judges, 
Advocate General: P. Léger, 
Registrar: M. Ferreira, Principal Administrator, 
having regard to the written procedure and further to 
the hearing on 13 January 2005, 
after hearing the Opinion of the Advocate General at 
the sitting on 2 June 2005, 
gives the following 
Judgment 
1        By its appeal, BioID AG requests the Court to set 
aside the judgment of the Court of First Instance of the 
European Communities of 5 December 2002 in Case T-
91/01 BioID v OHIM(BioID) [2002] ECR II-5159, ‘the 
judgment under appeal’, dismissing the action brought 
against the decision of the Second Board of Appeal of 
the Office for Harmonisation in the Internal Market 
(Trade Marks and Designs) (‘OHIM’) of 20 February 
2001 (Case R 538/1999-2) (‘the contested decision’), 
refusing registration as a Community trade mark of the 
compound mark containing the abbreviation ‘BioID’.  
 Legal framework  
2        Under Article 4 of Council Regulation (EC) No 
40/94 of 20 December 1993 on the Community trade 
mark (OJ 1994 L 11, p. 1): 
‘A Community trade mark may consist of any signs ca-
pable of being represented graphically, particularly 
words, including personal names, designs, letters, nu-
merals, the shape of goods or of their packaging, 
provided that such signs are capable of distinguishing 
the goods or services of one undertaking from those of 
other undertakings.’ 
3        Article 7 of that regulation states: 
‘1. The following shall not be registered: 
...  
(b)       trade marks which are devoid of any distinctive 
character; 
(c)      trade marks which consist exclusively of signs or 
indications which may serve, in trade, to designate the 
kind, quality, quantity, intended purpose, value, geo-
graphical origin or the time of production of the goods 
or of rendering of the service, or other characteristics of 
the goods or service; 
(d)      trade marks which consist exclusively of signs or 
indications which have become customary in the cur-
rent language or in the bona fide and established 
practices of the trade; 
…’  
 Background to the dispute  
4        On 8 July 1998, the appellant, acting under its 
former name, D.C.S. Dialog Communication Systems 
AG, filed an application with OHIM for a Community 
trade mark in respect of a compound mark (‘the trade 
mark applied for’), made up of the sign reproduced be-
low:  
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 5        The goods and services in respect of which reg-
istration of the said mark is sought fall under Classes 9, 
38 and 42 of the Nice Agreement concerning the Inter-
national Classification of Goods and Services for the 
Purposes of the Registration of Marks of 15 June 1957, 
as revised and amended. They correspond to the fol-
lowing descriptions, which were set out in the 
application for registration of the mark: 
–        computer software, computer hardware and parts 
therefor, optical, acoustic and electronic apparatus and 
parts therefor, all the aforesaid goods in particular for 
and in connection with the monitoring of user pass-
words, for computer intercommunication and for the 
computer-aided identification and/or verification of live 
organisms based on one or more specific biometric 
characteristics, in Class 9; 
–        telecommunications; security services in connec-
tion with computer communications, access to 
databases, electronic payment transactions, the check-
ing of user passwords and the computer-aided 
identification and/or verification of live organisms 
based on one or more specific biometric characteristics, 
in Class 38; 
–        providing of software on the internet and other 
communications networks, on-line maintenance of 
computer programs, computer programming, all the 
aforesaid services in particular for and in connection 
with the monitoring of user passwords, computer inter-
communication and the computer-aided identification 
and/or verification of live organisms based on one or 
more specific biometric characteristics; technical de-
velopment of systems for monitoring user passwords, 
for computer intercommunication, and of systems for 
the computer-aided identification and/or verification of 
live organisms based on one or more specific biometric 
characteristics, in Class 42. 
6        By decision of 25 June 1999 the examiner re-
fused the application, on the ground that the mark 
applied for was descriptive of the goods concerned and 
devoid of any distinctive character within the meaning 
of Article 7(1)(b) and (c) of Regulation No 40/94. The 
appellant appealed against that decision.  
7        By the contested decision, the Second Board of 
Appeal of OHIM dismissed the appeal on the ground 
that Article 7(1)(b) and (c) of Regulation No 40/94 pre-
cluded registration of the trade mark applied for, since 
the latter, read as a whole, constitutes a shortened form 
of the words ‘biometric identification’ and thus de-
scribed characteristics of the goods and services 
claimed. It also concluded that the graphic elements 
could not endow the mark with any distinctive charac-
ter within the meaning of Article 7(1)(b).  
 The procedure before the Court of First Instance 
and the judgment under appeal  
8        By application lodged at the Registry of the 
Court of First Instance on 25 April 2001, the appellant 

sought annulment of the contested decision. It put for-
ward two pleas in law alleging infringement of Article 
7(1)(b) and of Article 7(1)(c) of Regulation No 40/94.  
9        In rejecting the action before it, the Court con-
sidered first of all, in paragraph 23 of the judgment 
under appeal, that:  
‘As is clear from the case-law, the signs referred to in 
Article 7(1)(b) of Regulation No 40/94 are, in particu-
lar, those which, from the point of view of the relevant 
public, are commonly used in trade in connection with 
the presentation of the goods or services concerned or 
in respect of which there is, at least, evidence that they 
could be used in that way. Such signs do not enable the 
relevant public to repeat the experience of a purchase, 
if it proves to be positive, or to avoid it, if it proves to 
be negative, on the occasion of a subsequent acquisi-
tion of the goods or services concerned (see, to that 
effect, Case T-79/00 Rewe-Zentral v OHIM (LITE) 
[2002] ECR II-705, paragraph 26).’ 
10      Accordingly, the Court of First Instance consid-
ered, in paragraph 25 of the judgment under appeal, 
that the relevant public is, in any event, one with ex-
perience in the sector of the goods and services in 
question. 
11      Next, the Court of First Instance held, in para-
graph 27 of that judgment, in particular, that a trade 
mark composed of several elements must, for the pur-
poses of assessing its distinctive character, be 
considered as a whole and that that is not inconsistent 
with a successive examination of the different compos-
ite elements of the mark. 
12      Firstly, as regards the trade mark applied for, the 
Court of First Instance found in paragraph 28 of that 
judgment that, in English, the element ‘ID’ is a stan-
dard abbreviation of the noun ‘identification’, and that 
the prefix ‘Bio’ may constitute either an abbreviation of 
an adjective (‘biological’ or ‘biometrical’) or the ab-
breviation of a noun (‘biology’). It found in paragraph 
29 of that judgment that, in the light of the goods and 
services claimed, the relevant public understands BioID 
as meaning ‘biometrical identification.’ 
13      Secondly, in respect of all of the goods and ser-
vices covered by the trade mark applied for, the Court 
held, in paragraphs 30 to 32 of the judgment under ap-
peal, first, as regards the goods and services in Class 9, 
that the biometric identification of live organisms in-
volves or even requires the use of the said goods, and 
second, as regards the goods and services in Classes 38 
and 42, that, since those services are provided by 
means of biometric identification or relate to the devel-
opment of systems for such identification, the 
abbreviation BioID directly refers to one of the quali-
ties of those services, which may be taken into account 
by the relevant public when choosing such services.  
14      According to the Court of First Instance, in para-
graph 34 of its judgment, from the point of view of the 
relevant public, the abbreviation BioID was likely to be 
commonly used, in trade, for the presentation of the 
goods and services in the categories referred to in the 
application for registration. Accordingly, it is devoid of 
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distinctive character as regards those categories of 
goods and services.  
15      In paragraph 37 of the judgment under appeal, 
the Court of First Instance observed that the figurative 
elements of the trade mark applied for, consisting of 
‘Arial’ typeface and characters of different boldness, 
are commonly used, in trade, for the presentation of all 
types of goods and services and are thus devoid of dis-
tinctive character in relation to the categories of goods 
and services concerned.  
16      Next, in paragraphs 38 to 40 of the aforesaid 
judgment, and in relation to the graphic elements of the 
trade mark applied for, the Court held that, as regards 
the full stop ‘■’, the appellant itself had declared that 
that element is commonly used as the last of several 
elements in a word mark, indicating that the mark is an 
abbreviation, and that, as regards the sign ‘®’, its func-
tion is limited to indicating that the mark has been 
registered for a specific territory and that, in the ab-
sence of such registration, the use of that graphic 
element would be misleading for the public. The Court 
of First Instance therefore concluded that the aforemen-
tioned graphic elements are likely to be used, in trade, 
to present all types of goods and services and are there-
fore devoid of distinctive character in respect of those 
goods and services. 
17      Moreover, in paragraph 41 of that judgment, hav-
ing considered each of the elements of the trade mark 
applied for, the Court found the trade mark applied for 
to be composed of a combination of elements, each of 
which is likely to be used, in trade, to present goods 
and services in the categories claimed by that trade 
mark and is therefore devoid of distinctive character in 
respect of those goods and services. 
18      The Court of First Instance thus held, in para-
graphs 42 to 44 of the judgment under appeal, that, 
since there was no concrete evidence, such as, for ex-
ample, the way in which the various elements are 
combined, to indicate that the compound trade mark 
applied for, taken as a whole, was greater than the sum 
of its parts, that trade mark is therefore devoid of dis-
tinctive character in respect of the categories of goods 
and services concerned.  
19      Furthermore, in relation to the appellant’s argu-
ments based on the existence of other registered 
Community trade marks, the Court of First Instance, 
pointing out, in paragraph 47 of the said judgment, that 
factual or legal grounds contained in a previous OHIM 
decision may constitute arguments supporting a plea 
alleging infringement of a provision of Regulation No 
40/94, nevertheless found that, in the present case, the 
appellant did not rely on grounds contained in other de-
cisions which might call into question the above 
findings as to the distinctive character of the trade mark 
applied for.  
20      The Court of First Instance thus concluded, in 
paragraphs 49 and 50 of that judgment, that the plea 
alleging infringement of Article 7(1)(b) of Regulation 
No 40/94 therefore had to be rejected and that it was 
unnecessary to consider the plea alleging infringement 
of Article 7(1)(c) of that regulation. 

 The appeal  
21      By its appeal, the appellant claims that the Court 
should set aside the judgment under appeal, annul the 
contested decision and order OHIM to pay the costs.  
22      OHIM contends that the Court should dismiss the 
appeal and order the appellant to pay the costs.  
23      In support of its appeal, the appellant puts for-
ward two grounds of appeal. In the first it alleges that 
the Court of First Instance interpreted incorrectly and 
too broadly the absolute ground for refusal to register 
trade marks which are devoid of any distinctive charac-
ter, laid down in Article 7(1)(b) of Regulation No 
40/94. In its second ground of appeal it claims that, if 
the Court of First Instance interpreted the latter provi-
sion of the regulation correctly, it erred in law in not 
dealing with the second plea submitted at first instance, 
alleging infringement of that regulation.  
 First ground of appeal, alleging infringement of Ar-
ticle 7(1)(b) of Regulation No 40/94  
24      This ground of appeal can be divided into four 
heads of claim.  
 First head of claim, concerning the account to be taken 
of the overall impression produced by the trade mark 
applied for  
25      With this head of claim, the appellant complains 
that the Court of First Instance did not take as a basis 
for its assessment as to whether the trade mark applied 
for is capable of having dinstinctive character the crite-
rion of the impression produced by that trade mark as a 
whole on the relevant public. The appellant submits 
that, although the Court of First Instance examined 
each of the different figurative and graphic elements of 
that trade mark in detail and based its conclusions on 
that examination, it did not really analyse the overall 
impression.  
26      In the view of OHIM, the Court of First Instance 
examined the trade mark applied for as a whole, even 
though it rightly asserted that that approach does not 
preclude starting with a separate analysis of each of its 
individual components. OHIM, which itself carried out 
such an analysis, concluded that the overall impression 
produced by each of the elements of the trade mark ap-
plied for was of a sign that is not distinctive.  
27      First, the essential function of a trade mark is to 
guarantee the identity of the origin of the marked prod-
uct or service to the consumer or end-user by enabling 
him, without any possibility of confusion, to distin-
guish the product or service from others which have 
another origin (see, in particular, Case 102/77 Hoff-
mann-La Roche [1978] ECR 1139, paragraph 7, and 
Case C-299/99 Philips [2002] ECR I-5475, para-
graph 30). Article 7(1)(b) of Regulation No 40/94 is 
thus intended to preclude registration of trade marks 
which are devoid of distinctive character which alone 
renders them capable of fulfilling that essential func-
tion (see Case C-329/02 P SAT.1 v OHIM [2004] 
ECR I-8317, paragraph 23). 
28      Secondly, in order to determine whether a sign is 
of a character such as to render it registrable as a trade 
mark, it is appropriate to take the viewpoint of the rele-
vant public.  
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29      Thirdly, as regards a compound mark, such as 
that which forms the subject-matter of the present dis-
pute, any distinctive character may be assessed, in part, 
in respect of each of the terms or elements, taken sepa-
rately, but that assessment must, in any event, be based 
on the overall perception of that trade mark by the rele-
vant public and not on the presumption that elements 
individually devoid of distinctive character cannot, on 
being combined, present such character (see SAT.1 v 
OHIM, cited above, paragraph 35). The mere fact that 
each of those elements, considered separately, is devoid 
of distinctive character does not mean that their combi-
nation cannot present such character (see, by way of 
analogy, Case C-363/99 Koninklijke KPN Nederland 
[2004] ECR I-1619, paragraphs 99 and 100, Case C-
265/00 Campina Melkunie [2004] ECR I-1699, 
paragraphs 40 and 41, as well as SAT.1 v OHIM, 
cited above, paragraph 28). 
30      In SAT.1 v OHIM, cited above, concerning an 
application for a Community trade mark in respect of 
the term SAT.2, the Court set aside the judgment of the 
Court of First Instance in Case T-323/00 SAT.1 v 
OHIM(SAT.2) [2002] ECR II-2839, on the ground that, 
in order to justify refusal of registration of that term, 
that Court had based itself on the presumption that 
elements individually devoid of distinctive character 
cannot, on being combined, present such a character. 
The Court of First Instance had thus examined the im-
pression as a whole produced by that term only as a 
secondary matter, refusing to attribute any relevance to 
aspects such as the existence of a fanciful element, 
which ought to be taken into account in such an analy-
sis.  
31      In paragraph 27 of the judgment under appeal, 
the Court of First Instance rightly held that, for the pur-
poses of assessing the distinctive character of a 
compound mark, it is not inconsistent with a successive 
examination of the different composite elements of the 
mark to consider that mark as a whole.  
32      Admittedly, in paragraph 42 of the judgment un-
der appeal, having taken the view that the different 
elements of the trade mark applied for were devoid of 
distinctive character, the Court of First Instance found 
that the trade mark itself should also be presumed to be 
devoid of such character.  
33      However, contrary to the situation in SAT.1 v 
OHIM(SAT.2), cited above, that finding did not, in this 
case, affect the Court of First Instance’s analysis on 
that point since it did not restrict itself to examining the 
overall impression produced by the trade mark applied 
for as a secondary matter, but directed part of its rea-
soning to considering, in relation to a compound mark, 
the sign’s distinctiveness as a whole. 
34      In paragraph 42 of the judgment under appeal, 
the Court of First Instance noted that, where it does not 
appear that there is concrete evidence, such as, for ex-
ample, the way in which the various elements are 
combined, to indicate that a compound trade mark, 
taken as a whole, is greater than the sum of its parts, 
such a trade mark is devoid of distinctive character in 
respect of the goods and services concerned.  

35      In addition, in paragraphs 43 and 44 of the afore-
said judgment, the Court of First Instance referred to its 
detailed analysis, first, of the typographical elements 
described in paragraph 37 of that judgment, and sec-
ond, of the graphic elements referred to in paragraphs 
38 and 39 of the judgment. In doing so, the Court of 
First Instance integrated the analysis in those para-
graphs of the judgment into its examination of the 
impression produced by the trade mark applied for as a 
whole, with a view to determining whether the mark is 
of a character such as to render it registrable as a trade 
mark.  
36      Finally, the Court of First Instance found that the 
structure of the trade mark applied for did not alter the 
conclusion that the trade mark, taken as a whole, was 
devoid of distinctive character.  
37      That reasoning is not vitiated by any error of law, 
since the Court of First Instance ascertained whether 
the said mark, taken as a whole, had distinctive charac-
ter.  
38      It follows from this that the first head of claim of 
the first ground of appeal must be rejected as un-
founded.  
 Second head of claim, concerning the evidence that 
the trade mark applied for was actually used by the 
public or by competitors  
39      With this head of claim, the appellant submits 
that, in considering that the trade mark applied for was 
devoid of distinctive character, the Court of First In-
stance did not take into account the fact that it could 
not be proved that the trade mark applied for was actu-
ally used by the public or by competitors, that it did not 
appear in dictionaries and that, although an internet 
search of the terms ‘biometric identification’ gave more 
than 19 075 results, the trade mark applied for has only 
been used in publications on ‘biometric identification’ 
originating from the appellant.  
40      OHIM contends that the specific evaluation of 
the impact of a trade mark on consumers, clearly de-
fined in relation to the goods and services for which 
registration of the sign is requested, amounts to a find-
ing of fact which cannot be examined by the Court 
unless the Court of First Instance is alleged to have dis-
torted the facts. Since the appellant has not put forward 
any factor capable of undermining the Court of First 
Instance’s findings of fact on that point, this ground of 
appeal is inadmissible.  
41      As regards the question of proof that the trade 
mark applied for was commonly used in a descriptive 
way by the public or by competitors, it is sufficient to 
point out, first, that the fact that it has been shown that 
the trade mark applied for is commonly used by the 
public or by competitors is a relevant factor under Arti-
cle 7(1)(d) of Regulation No 40/94, but not under 
Article 7(1)(b) (see, to that effect, Case C-64/02 P 
OHIM v Erpo Möbelwerk [2004] ECR I-0000, 
paragraphs 40 and 46). 
42      Secondly, the specific evaluation of the impact of 
a trade mark on consumers, clearly defined in relation 
to the goods and services for which registration of the 
sign is requested, amounts to a finding of fact. The ap-
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pellant is thus effectively requesting the Court to sub-
stitute its own assessment of the facts for that carried 
out by the Court of First Instance.  
43      It is clear from Article 225 EC and the first para-
graph of Article 58 of the Statute of the Court of Justice 
that an appeal lies on points of law only. The Court of 
First Instance thus has exclusive jurisdiction to find and 
appraise the relevant facts and to assess the evidence. 
The appraisal of those facts and the assessment of that 
evidence thus does not, save where they distort the evi-
dence, constitute a point of law which is subject, as 
such, to review by the Court of Justice on appeal (see, 
to that effect, Case C-104/00 P DKV v OHIM [2002] 
ECR I-7561, paragraph 22; Case C-194/99 P Thyssen 
Stahl v Commission [2003] ECR I-10821, paragraph 
20; and Case C-136/02 P Mag Instrument v OHIM 
[2004] ECR I-0000, paragraph 39). 
44      In those circumstances, the second head of claim 
of the first ground of appeal must accordingly be re-
jected as being partly unfounded and partly 
inadmissible.  
 Third head of claim, concerning the account to be 
taken of other trade marks registered as Commu-
nity trade marks  
45      With this head of claim, the appellant claims that 
the Court of First Instance should have considered that 
other marks registered by OHIM as Community trade 
marks, including not only other marks containing the 
prefix ‘Bio’ and another descriptive term, but also the 
word mark Bioid, were indications of the distinctive 
character of the trade mark applied for.  
46      OHIM contends that, since the decisions of the 
Boards of Appeal are not decisions which involve dis-
cretion, but rather the exercise of circumscribed 
powers, earlier decisions cannot be used as criteria of 
comparison. The list of word marks containing the 
element ‘Bio’ and refused by OHIM is just as long as 
the list of trade marks registered that include that ele-
ment. Comparable registrations have to be examined on 
a case by case basis, taking into account, in particular, 
the goods and services for which registration of the 
sign is requested. Furthermore, OHIM points out that 
the word mark ‘Bioid’ cannot be compared with the 
figurative mark BioID. The figurative separation, also 
shown graphically, of ‘Bio’ on the one hand, and ‘ID’ 
on the other hand, clearly illustrates that those are two 
elements of one mark. In the case of the word mark 
Bioid, those elements of separation are completely 
lacking.  
47      In that regard, it is necessary to point out, first of 
all, that decisions concerning registration of a sign as a 
Community trade mark which the Boards of Appeal are 
called on to take under Regulation No 40/94 are 
adopted in the exercise of circumscribed powers and 
are not a matter of discretion. Accordingly, the legality 
of the decisions of Boards of Appeal must be assessed 
solely on the basis of that regulation, as interpreted by 
the Community judicature, and not on the basis of a 
previous decision-making practice of those boards (see 
Case T-19/04 Metso Paper Automation v 

OHIM(PAPERLAB) [2005] ECR I-0000, paragraph 
39).  
48      In addition, the distinctiveness of a mark must be 
assessed, first, in relation to the goods or services in 
respect of which registration has been applied for and, 
second, in relation to the perception of them by the 
relevant public.  
49      It follows that the identity or similarity of the 
trade mark applied for in relation to another Commu-
nity trade mark is irrelevant where, as in this case, 
elements of fact or of law which have been put forward 
in support of the application for that other mark are not 
put forward by the appellant for the purpose of showing 
the distinctive character of the trade mark applied for.  
50      In any event, contrary to the appellant’s submis-
sions, the Court of First Instance did not in any way 
refuse to examine the evidence deriving from OHIM’s 
decision-making practice.  
51      The Court of First Instance thus held, in para-
graph 47 of the judgment under appeal, that factual or 
legal grounds contained in a previous decision may 
constitute arguments supporting a plea alleging in-
fringement of a provision of Regulation No 40/94. 
However, in the same paragraph of that judgment it ex-
pressly stated that, in relation to the trade mark applied 
for, the appellant had not relied on grounds contained 
in earlier decisions of the Boards of Appeal recognising 
the registrability of other marks containing the element 
‘Bio’ which might call into question the findings in the 
contested decision as to its distinctive character.  
52      Moreover, having noted at the hearing that the 
appellant also relied on the registration by OHIM of the 
word mark Bioid for the categories of goods and ser-
vices described as ‘printing products’, 
‘telecommunications’ and ‘computer programming’, 
the Court of First Instance concluded that, contrary to 
the appellant’s submission, the trade mark applied for 
and the word mark ‘Bioid’ are not interchangeable, and 
the fact that in the said word mark the letters ‘id’ are in 
lower case distinguishes it, in terms of its semantic con-
tent, from the abbreviation BioID.  
53      Finally, as has already been pointed out in para-
graph 43 of this judgment, it is clear from Article 225 
EC and the first paragraph of Article 58 of the Statute 
of the Court of Justice, that an appeal lies on points of 
law only. The Court of First Instance thus has exclusive 
jurisdiction to find and appraise the relevant facts and 
to assess the evidence. The appraisal of those facts and 
the assessment of that evidence thus does not, save 
where they distort the evidence, constitute a point of 
law which is subject, as such, to review by the Court of 
Justice on appeal.  
54      However, in calling into question the Court of 
First Instance’s assessment of the similarity and iden-
tity of the registered trade marks, and accordingly the 
relevance of earlier decisions of OHIM, the appellant is 
in reality merely challenging the appraisal of the facts 
carried out by the Court of First Instance, without men-
tioning or alleging any such distortion.  
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55      The third head of claim of the first ground of ap-
peal must accordingly be rejected as being partly 
unfounded and partly inadmissible. 
 Fourth head of claim, concerning the criterion for 
refusal of registration 
56      With this final head of claim of the first ground 
of appeal, which the appellant raised for the first time 
at the hearing, it claims that the Court of First Instance 
interpreted Article 7(1)(b) of the regulation erroneously 
in finding that the trade marks referred to in that provi-
sion are, in particular, those which, from the point of 
view of the relevant public, are commonly used in trade 
in connection with the presentation of the goods or ser-
vices concerned or in respect of which there is, at least, 
evidence that they could be used in that way.  
57      OHIM contends that the Court of First Instance 
did not commit any error in considering that the trade 
mark applied for can be commonly used. In its opinion, 
that trade mark would not readily be perceived as a 
mark of origin by the limited public targeted by the ap-
plication in this case. Furthermore, at the hearing, 
OHIM raised by implication the question of the admis-
sibility of this head of claim which had not been raised 
in the appeal.  
58      In that connection, and as the Advocate General 
indicates in point 25 of his Opinion, it should be noted 
that this head of claim was submitted in support of the 
first ground of appeal put forward by the appellant to 
the Court, according to which the Court of First In-
stance erroneously interpreted the absolute ground for 
refusal to register trade marks which are devoid of any 
distinctive character, laid down in Article 7(1)(b) of 
Regulation No 40/94. Consequently, it is not a new 
plea within the meaning of Article 42(2) of the Rules of 
Procedure.  
59      As regards the validity of the head of claim, it 
must be pointed out that each of the grounds for refusal 
to register listed in Article 7(1) of Regulation No 40/94 
is independent of the others and calls for separate ex-
amination (see OHIM v Erpo Möbelwerk, cited above, 
paragraph 39). Furthermore, the various grounds for 
refusal must be interpreted in the light of the general 
interest underlying each of them. The general interest 
taken into consideration when examining each of those 
grounds for refusal may, or even must, reflect different 
considerations, according to the ground for refusal in 
question (see Joined Cases C-456/01 P and C-457/01 
P Henkel v OHIM [2004] ECR I-5089, paragraphs 
45 and 46, and SAT.1 v OHIM, cited above, para-
graph 25). 
60      In addition, it must be pointed out that the notion 
of general interest underlying Article 7(1)(b) of Regu-
lation No 40/94 is, manifestly, indissociable from the 
essential function of a trade mark, which is to guarantee 
the identity of the origin of the marked product or ser-
vice to the consumer or end-user by enabling him, 
without any possibility of confusion, to distinguish the 
product or service from others which have another ori-
gin (see, SAT.1 v OHIM, cited above, paragraphs 23 
and 27).  

61      In paragraphs 23, 34, 41 and 43 of the judgment 
under appeal, the Court of First Instance primarily ac-
cepted the fact that the trade mark applied for is likely 
to be commonly used in trade, in order to establish that 
it fell within Article 7(1)(b) of the regulation.  
62      It must, however, be stated that, as the Court of 
Justice held in paragraph 36 of SAT.1 v OHIM, cited 
above, that criterion, although relevant in relation to 
Article 7(1)(c) of Regulation No 40/94, is not the yard-
stick by which Article 7(1)(b) must be interpreted.  
63      Consequently, it must be held that the head of 
claim alleging that the Court of First Instance applied a 
criterion relevant in the context of Article 7(1)(c) of the 
regulation rather than in that of Article 7(1)(b) is well 
founded.  
64      Therefore, the first ground of appeal, alleging 
erroneous interpretation of Article 7(1)(b) of Regula-
tion No 40/94, must be accepted.  
65      It follows from the foregoing, without there be-
ing any need to examine the second ground of appeal, 
that the judgment under appeal must be set aside in so 
far as the Court of First instance erred in law in its in-
terpretation of Article 7(1)(b) of Regulation No 40/94.  
 Substance of the action at first instance  
66      Under the second sentence of the first paragraph 
of Article 61 of the Statute of the Court of Justice, the 
latter may, where the decision of the Court of First In-
stance is quashed, itself give final judgment in the 
matter, where the state of the proceedings so permits. 
That is the case here. 
67      In that regard, and as is clear from paragraphs 27 
and 28 of this judgment, in order to ascertain whether 
the trade mark applied for guarantees the identity of the 
origin of the marked product or service to the consumer 
or end-user by enabling him, without any possibility of 
confusion, to distinguish the product or service from 
others which have another origin, it is appropriate to 
take the viewpoint of the relevant public.  
68      Thus, bearing in mind the goods and services 
covered by the trade mark application described in 
paragraph 5 of this judgment, it appears that the rele-
vant public is one with experience in the sector of the 
goods and services in question, reasonably well-
informed and reasonably observant and circumspect.  
69      The trade mark applied for contains the abbrevia-
tion BioID and figurative elements, namely the 
typographical characteristics of that abbreviation, and 
two graphic elements placed after the abbreviation 
BioID, namely a full stop (■) and a sign (®).  
70      As regards the said abbreviation, and as OHIM 
rightly found in the contested decision, the relevant 
public will understand BioID, in the light of the goods 
and services claimed in the trade mark application, as 
being made up of the abbreviation of an adjective 
‘biometrical’ and of a noun (‘identification’), and thus, 
as a whole, as meaning ‘biometrical identification’. 
Therefore, that abbreviation, which is indistinguishable 
from the goods and services covered by the trade mark 
application, is not of a character which can guarantee 
the identity of the origin of the marked product or ser-
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vice to the consumer or end-user from the viewpoint of 
the relevant public.  
71      In addition, in the light of the recurrent nature of 
the typographical features of the abbreviation BioID 
and the absence of any particular distinctive element, 
the characters in ‘Arial’ typeface and characters of dif-
ferent boldness do not enable the trade mark applied for 
to guarantee, to the relevant public, the identity of the 
origin of the goods and services covered by the trade 
mark application.  
72      Furthermore, the two graphic elements placed 
after the abbreviation BioID, namely a full stop (■) and 
a sign (®), do nothing to enable the relevant public to 
distinguish, without any possibility of confusion, the 
products or services covered by the trade mark applica-
tion from others which have another origin. It follows 
that those graphic elements are not capable of fulfilling 
the essential function of a trade mark, as described in 
paragraph 25 of the present judgment, in relation to the 
relevant goods and services. 
73      As pointed out by the Advocate General in point 
105 of his Opinion, when the overall impression con-
veyed by the trade mark applied for to the relevant 
public is examined, the abbreviation BioID, which is 
devoid of any distinctive character, is the dominant 
element of that mark.  
74      Moreover, as OHIM observed in paragraph 21 of 
the contested decision, the figurative and graphic ele-
ments are so minimal in nature that they do not endow 
the trade mark applied for as a whole with any distinc-
tive character. Those elements do not possess any 
feature, in particular in terms of fancifulness or as re-
gards the way in which they are combined, allowing 
that mark to fulfil its essential function in relation to the 
goods and services covered by the trade mark applica-
tion.  
75      Accordingly, the trade mark applied for is devoid 
of any distinctive character within the meaning of Arti-
cle 7(1)(b) of Regulation No 40/94. In those 
circumstances, the appellant’s action against the con-
tested decision must be dismissed.  
 Costs 
76      Under Article 122 of the Rules of Procedure of 
the Court of Justice, where the appeal is well founded 
and the Court of Justice itself gives final judgment in 
the case, the Court is to make a decision as to costs. 
Under Article 69(2) of the Rules of Procedure of the 
Court of Justice, which applies to appeals by virtue of 
Article 118, the unsuccessful party is to be ordered to 
pay the costs if they have been applied for in the suc-
cessful party’s pleadings. Since OHIM has applied for 
costs against the appellant and the appellant has been 
unsuccessful, the latter must be ordered to pay the costs 
of the proceedings at first instance and on appeal.  
On those grounds,  
the Court (Third Chamber) hereby: 
1.      Sets aside the judgment of the Court of First In-
stance of the European Communities of 5 December 
2002 in Case T-91/01 BioID v OHIM(BioID) [2002] 
ECR II-5159;  

2.      Dismisses the action against the decision of the 
Second Board of Appeal of the Office for Harmonisa-
tion in the Internal Market (Trade Marks and Designs) 
of 20 February 2001;  
3.      Orders the appellant to pay the costs of the pro-
ceedings at first instance and on appeal.  
 
 
OPINION OF ADVOCATE GENERAL 
LÉGER 
delivered on 2 June 2005 1(1) 
Case C-37/03 P 
BioID AG, in liquidation, 
v 
Office for Harmonisation in the Internal Market (Trade 
Marks and Designs) 
(Appeal – Community trade mark – Absolute ground 
for refusal to register – Article 7(1)(b) of Regulation 
(CE) No 40/94 – Figurative mark containing the wholly 
descriptive word element ‘BioID’) 
1.        This case concerns the appeal brought by BioID 
AG (2) against the judgment of the Court of First In-
stance of the European Communities (Second 
Chamber) of 5 December 2002 in BioID v OHIM (3) 
dismissing the action brought against the decision of 
the Second Board of Appeal of the Office for Harmoni-
sation in the Internal Market (Trade Marks and 
Designs), (4) of 20 February 2001 (Case R 538/1999-
2), (5) refusing registration as a Community trade mark 
of the figurative mark reproduced below.  

 
2.        The questions raised in connection with this ap-
peal relate in the main to the criteria which must be 
taken into account in order to decide whether a sign 
composed, as in this case, of a word element and figu-
rative elements is devoid of any distinctive character 
and must therefore be refused registration as a trade 
mark in accordance with Article 7(1)(b) of Council 
Regulation (EC) No 40/94. (6) 
I –  Legal framework 
3.        Under Article 4 of the regulation, a Community 
trade mark may consist of any signs capable of being 
represented graphically, particularly words, including 
personal names, designs, letters, numerals, the shape of 
goods or of their packaging, provided that such signs 
are capable of distinguishing the goods or services of 
one undertaking from those of other undertakings. 
4.        Article 7 of the regulation concerns the absolute 
grounds for refusal to register. It provides: 
‘1.      The following shall not be registered: 
(a)      signs which do not conform to the requirements 
of Article 4;  
(b)      trade marks which are devoid of any distinctive 
character;  
(c)      trade marks which consist exclusively of signs or 
indications which may serve, in trade, to designate the 
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kind, quality, quantity, intended purpose, value, geo-
graphical origin or the time of production of the goods 
or of rendering of the service, or other characteristics of 
the goods or service;  
(d)      trade marks which consist exclusively of signs or 
indications which have become customary in the cur-
rent language or in the bona fide and established 
practices of the trade;  
... 
2.      Paragraph 1 shall apply notwithstanding that the 
grounds of non-registrability obtain in only part of the 
Community. 
3.      Paragraph 1(b), (c) and (d) shall not apply if the 
trade mark has become distinctive in relation to the 
goods or services for which registration is requested in 
consequence of the use which has been made of it.’ 
II –  Background to the dispute 
5.        On 8 July 1998, the appellant filed an applica-
tion for a Community trade mark at the Office in 
respect of the mark reproduced above. 
6.        Registration of the mark was sought in respect 
of goods and services falling under various classes of 
the Nice Agreement, (7) consisting of computer soft-
ware, computer hardware and other apparatus designed 
to monitor user passwords by identifying human beings 
by means of specific biometric characteristics, and of 
telecommunications services in connection with those 
identification systems. (8) 
7.        By decision of 25 June 1999 the examiner re-
fused the application in accordance with Article 7(1)(b) 
of the regulation, on the ground that the mark applied 
for was devoid of any distinctive character. 
8.        The appeal brought by the appellant was dis-
missed by the Office’s Second Board of Appeal on the 
same ground for refusal. It based its decision on the 
definitions of the word ‘bio’ in German and English 
and of the abbreviation ‘ID’ contained in on-line tele-
communications and computer technology dictionaries. 
It concluded from those definitions that the abbrevia-
tion ‘BioID’ constitutes a shortened form of the words 
‘biometric identification’ and thus a description of the 
kind and intended purpose of the goods and services 
covered by the application for registration. It stated that 
a consumer confronted with goods and services, while 
searching for a security system, designated by the term 
‘BioID’ would automatically realise that it relates to the 
identification of the features of live organisms. 
9.        The Board also declared that, in the light of the 
expressions used by the appellant’s competitors, they 
had an interest in being able to use the abbreviation 
‘BioID’ to advertise their own goods and services.  
10.      Finally, it considered that the graphic elements 
which make up the sign in question do not endow the 
mark with any distinctive character and do not in any 
way alter its purely descriptive nature. 
11.      The appellant brought an action against the con-
tested decision before the Court of First Instance. 
III –  The contested judgment  
12.      In support of its action, the appellant put forward 
two pleas, alleging infringement of Article 7(1)(b) and 
of Article 7(1)(c) of the regulation.  

13.      The Court of First Instance dismissed the action. 
It held that the plea alleging infringement of Article 
7(1)(b) of the regulation had to be rejected with regard 
to all the categories of goods and services referred to in 
the application for registration of the mark, and that it 
was therefore unnecessary to consider the plea alleging 
infringement of Article 7(1)(c) of the regulation.  
14.      The Court held that the sign in question and the 
elements of which it is composed, that is to say, the ab-
breviation ‘BioID’ and its figurative elements, 
consisting in the typeface used to reproduce that abbre-
viation, the full-stop and the element ®, were all devoid 
of distinctive character. 
15.      It also rejected the appellant’s arguments based 
on decisions of the Boards of Appeal allowing registra-
tion of other marks containing the element ‘Bio’, such 
as the word mark ‘Bioid’. 
IV –  The appeal 
16.      The appellant claims that the Court should set 
aside the contested judgment, annul the contested deci-
sion and order the Office to pay the costs. 
17.      The Office contends that the Court should dis-
miss the appeal and order the appellant to pay the costs.  
A –    Grounds of appeal 
18.      The appellant explains that its appeal is based on 
two grounds. First, it complains that the Court of First 
Instance interpreted incorrectly and too broadly the ab-
solute ground for refusal contained in Article 7(1)(b) of 
the regulation. Secondly, it claims that, had the Court 
interpreted that provision correctly, it would have had 
to examine the ground for refusal set out in Article 
7(1)(c) of the regulation and reach the conclusion that it 
likewise did not apply in the present case. 
19.      In connection with the second ground of appeal, 
the appellant states, principally, that it considers that 
the state of the proceedings permits the Court of Justice 
itself to give final judgment and to hold that the sign in 
question is not of a descriptive nature within the mean-
ing of Article 7(1)(c) of the regulation. It states, in the 
alternative, that, if the Court of Justice considers that it 
is unable to rule on the applicability of that ground for 
refusal because the Court of First Instance has not 
made sufficient findings of fact on that point, it should 
refer the case back to that Court.  
20.      Like the Office, I find it rather difficult to under-
stand what infringement of Community law the 
appellant alleges, in the second ground of appeal, is 
contained in the contested judgment. It does not dispute 
that the Court, in so far as it held that registration of the 
mark in question was caught by the absolute ground for 
refusal set out in Article 7(1)(b) of the regulation, was 
fully entitled not to examine the ground alleging in-
fringement of Article 7(1)(c), because it is evident from 
the wording of Article 7(1) that it is sufficient that one 
of the absolute grounds for refusal listed in that provi-
sion applies for the sign at issue not to be registrable. 
(9) 
21.      As a matter of fact, by its arguments in support 
of this ground of appeal, all that BioID seeks is for the 
Court of Justice, if the first ground of this appeal is de-
clared well founded, itself to rule on the second plea 
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raised before the Court of First Instance against the 
contested decision, as it is permitted to do by Article 61 
of the Statute of the Court of Justice, (10) which pro-
vides that, if the appeal is well founded, the Court of 
Justice is to quash the decision of the Court of First In-
stance and may itself give final judgment in the matter, 
where the state of the proceedings so permits. 
22.      I conclude that the grounds of appeal invoked by 
the appellant in support of its claim for the annulment 
of the contested judgment in fact amount to a single 
plea, alleging infringement by the Court of First In-
stance of Article 7(1)(b) of the regulation. 
23.      In this one ground of appeal, the appellant puts 
forward four heads of claim. First, it complains that the 
Court of First Instance did not base its assessment of 
whether the sign in question could be distinctive on the 
impression created by that sign considered as a whole. 
Secondly, it complains that the Court did not take ac-
count of its argument that it could not be proved that 
the sign in question was actually used by the public or 
by competitors. Thirdly, it maintains that the Court 
committed a legal error of assessment by holding that 
similar marks which had been registered were not evi-
dence of the distinctive nature of the sign in question, 
and therefore infringed the principle of equal treatment. 
24.      At the hearing the appellant also claimed that the 
Court based its assessment on the criterion that marks 
which could commonly be used for the presentation of 
the goods or services concerned are not registrable, 
even though, as the Court of Justice held in its judg-
ment in SAT.1 v OHIM, (11) that criterion is irrelevant 
to an examination of the ground for refusal laid down 
in Article 7(1)(b) of the regulation.  
25.      The Office pointed out that the appellant had not 
raised that argument in its appeal application, but did 
not dispute its admissibility. I would also note that the 
argument in question was not expressly mentioned in 
the appeal. However, I do not believe either that it is a 
new plea within the meaning of Article 42 of the Rules 
of Procedure, applicable to appeals by virtue of Article 
118, pursuant to which pleas which are raised for the 
first time in the reply or the rejoinder or during the oral 
procedure must be declared inadmissible. (12) I believe 
that they are considerations on the basis of which the 
appellant seeks to show the true nature and relevance of 
the plea alleging infringement of Article 7(1)(b) of the 
regulation, raised in its appeal. It is therefore an argu-
ment put forward in support of that plea, (13) which 
may therefore properly be raised during the proceed-
ings, provided that the audi alteram partem rule is 
observed. I should point out, in that regard, that the Of-
fice was able to reply to that complaint during the oral 
procedure. Furthermore, it cannot be claimed that the 
argument alters the subject-matter of the proceedings 
brought before the Court of First Instance, since it criti-
cises the Court’s response to the plea raised before it, 
alleging infringement of Article 7(1)(b) of the regula-
tion. I therefore see no reason why the argument cannot 
be examined. 
26.      Before considering the various heads of claim, I 
shall refer briefly to the case-law which I consider use-

ful for interpreting the grounds for refusal set out in 
Article 7(1) of the regulation that are relevant to the 
present case, and for determining the method of analys-
ing those grounds for refusal if the sign in respect of 
which registration is sought is composed of several 
elements. I shall also mention the inferences which the 
Court of Justice drew from that case-law in SAT.1 v 
OHIM, cited above, in which it ruled on the appeal 
brought against the judgment of the Court of First In-
stance of 2 July 2002 in SAT.1 v OHIM (SAT.2), (14) 
the grounds of which are similar to those of the con-
tested judgment. 
B –    The relevant case-law and the judgment in 
SAT.1 v OHIM 
27.      The presentation of the relevant case-law must 
take as its starting point the essential function of the 
mark, which is to guarantee the identity of the origin of 
the marked product or service to the consumer or end-
user by enabling him, without any possibility of confu-
sion, to distinguish the product or service from others 
which have another origin. (15) 
28.      The aim of Article 7(1) of the regulation is to 
prevent registration as a trade mark of signs which are 
considered, owing to their nature, unsuitable for fulfill-
ing that function. Accordingly, under Article 7(1)(b) 
and (c), trade marks which are devoid of any distinctive 
character so far as concerns the goods and services for 
which registration is sought, and trade marks which 
consist exclusively of signs or indications which may 
serve, in trade, to designate those goods or services or 
their characteristics, are considered unsuitable for con-
stituting a trade mark, unless they have acquired a 
distinctive character through use. 
29.      According to the case-law, the grounds for re-
fusal set out in Article 7(1)(b), (c) and (d) respectively 
of the regulation overlap in scope. In the light of the 
content of each of those grounds for refusal, I am even 
inclined to think that the signs referred to in Article 
7(1)(c) and (d) constitute subsets of the broader cate-
gory of signs devoid of any distinctive character within 
the meaning of Article 7(1)(b). Accordingly, it has been 
held, in relation to the signs and indications covered by 
Article 7(1)(c) of the regulation, that a word mark 
which is descriptive of the characteristics of the goods 
and services referred to in the application for registra-
tion within the meaning of that provision is, on that 
account, necessarily devoid of any distinctive character 
within the meaning of Article 7(1)(b) of the regulation. 
(16) 
30.      None the less, the circumstances required for a 
sign to fall within that subset are specific and must be 
interpreted in accordance with the general interest in-
herent in that ground for refusal. This is what the Court 
is saying when it describes the general scheme of Arti-
cle 7(1) of the regulation, stating that each of the 
grounds for refusal listed in that provision is independ-
ent of the others, calls for separate examination (17) 
and must be interpreted in the light of the general inter-
est underlying each of them. That general interest may, 
or even must, reflect different considerations according 
to the ground for refusal in question. (18) 
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31.      It is settled case-law that the ground for refusal 
set out in Article 7(1)(c) of the regulation is that the 
signs or indications concerned may be freely used by 
all. It is a question of preventing such signs and indica-
tions from being reserved to one undertaking alone 
because they have been registered as trade marks. That 
general interest therefore requires that all signs or indi-
cations which may serve to designate the characteristics 
of the products or services in respect of which registra-
tion is sought shall be freely available to undertakings 
in order that they too may use them to designate the 
same characteristics of their own products. (19) 
32.      Furthermore, it is not necessary that the signs 
and indications composing the mark referred to in that 
article should actually be in use at the time of the appli-
cation for registration in a way that is descriptive of 
goods or services such as those in relation to which the 
application is filed, or of characteristics of those goods 
or services. It is sufficient, as the wording of that provi-
sions itself indicates, that such signs and indications 
could be used for such purposes. A word sign must 
therefore be refused registration under that provision if 
at least one of its possible meanings designates a char-
acteristic of the goods or services concerned.  
33.      The aim of Article 7(1)(c) is therefore to leave 
freely available to all economic operators signs which 
may be used to designate the goods or services referred 
to in the application for registration or characteristics of 
those products or services. Consequently, the require-
ment of availability which underlies that provision 
relates to signs and indications which have a descrip-
tive value 
34.      Article 7(1)(b) of the regulation pursues a differ-
ent general interest, in respect of all the signs to which 
it refers, which is separate from the interest in ensuring 
that they are available to all economic operators. 
35.      Admittedly, in the judgment in Libertel, cited 
above, the Court held that, so far as concerns the regis-
tration of a colour per se, not spatially delimited, as a 
trade mark, the subject of the general interest underly-
ing Article 3(1)(b) of Directive 89/104, the provisions 
of which are identical to those of Article 7(1)(b) of the 
regulation, is the need not unduly to restrict the avail-
ability of colours for the other traders who offer for sale 
goods or services of the same type as those in respect 
of which registration is sought. (20) 
36.      However, as the judgment in SAT.1 v OHIM, 
cited above, has confirmed, that interpretation of Arti-
cle 7(1)(b) of the regulation contained in the judgment 
in Libertel, cited above, according to which that ground 
for refusal also pursues the aim of availability, must not 
be extended to all the kinds of sign which fall within its 
scope. So far as concerns colours, that aim of availabil-
ity, which must therefore be taken into account in 
assessing their potential distinctiveness in relation to 
the goods and services covered by the application for 
registration, was justified by the Court’s finding in that 
judgment that the number of different colours that are 
in fact available to economic operators is very limited. 
(21) 

37.      In the judgment in SAT.1 v OHIM, cited above, 
(22) the Court stated that the general interest underly-
ing that provision is indissociable from the essential 
function of a trade mark referred to above. The point is 
not to register as a trade mark and not to grant the pro-
tection afforded by such registration to signs which are 
incapable of fulfilling the function of a trade mark for 
the goods and services concerned. The Court conse-
quently concluded that the criterion that trade marks 
which are capable of being commonly used, in trade, 
for the presentation of the goods or services in question 
may not be registered is irrelevant to the assessment of 
whether a sign has a distinctive character for those 
goods or services. (23) 
38.      It cannot therefore be inferred from the fact that 
a non-descriptive sign may be used, in trade, for the 
presentation of the goods and services concerned that it 
is necessarily devoid of any distinctive character for 
those goods and services. In other words, provided that 
a sign is not descriptive and does not fall within the 
scope of Article 7(1)(c) of the regulation, the fact or the 
mere possibility that it may be used for the presenta-
tion, in trade, of the goods and services concerned does 
not mean that it is devoid of any distinctive character in 
relation to those goods and services. (24) 
39.      Finally, with regard to the method which should 
be used to assess whether a sign composed of several 
elements falls within the scope of one of the grounds 
for refusal set out in Article 7(1)(b) and (c) of the regu-
lation, it is also settled case-law that that assessment 
must consider the overall impression conveyed by the 
sign. (25) This requirement reflects the finding that the 
average consumer usually perceives a trade mark as a 
whole and does not examine its various details. 
40.      However, it is conceded that this rule does not 
prevent a separate examination of each of the elements 
making up the sign in question. Such an examination is 
in accordance with the content of Article 7(1)(c) of the 
regulation, which, I repeat, precludes registration of 
trade marks ‘which consist exclusively of [descriptive] 
signs or indications’. It will also meet the requirements 
of a statement of reasons and legal certainty needed by 
economic operators, especially those who face prob-
lems presented by the creation of a trade mark at 
international level, in particular in connection with the 
appraisal of a sign’s potential distinctiveness, which 
has a greater degree of subjectivity than the other 
grounds for refusal.  
41.      However, it is common ground that it is not 
enough, for registration of the sign in question to be 
refused, to find that the ground for refusal under con-
sideration applies to each of the elements of which it is 
composed. 
42.      Accordingly, even if a mark is composed of sev-
eral elements which each describe characteristics of the 
goods or services covered by the application for regis-
tration, it must still be established that the mark as a 
whole has a descriptive character. (26) Although, as a 
general rule, the mere combination of elements, each of 
which is descriptive of characteristics of the goods or 
services in respect of which registration is sought, itself 
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remains descriptive of those characteristics, since 
merely bringing those elements together without intro-
ducing any unusual variations, in particular as to syntax 
or meaning, cannot result in anything other than a mark 
consisting exclusively of signs or indications which 
may serve, in trade, to designate characteristics of the 
goods or services concerned, the fact remains that, in 
certain circumstances, such a combination may not be 
descriptive. (27) 
43.      Similarly, the Court held, in SAT.1 v OHIM, 
cited above, that an appraisal of whether a composite 
mark is devoid of any distinctive character with regard 
to the goods and services concerned must, in any event, 
depend on an appraisal of the whole which they com-
prise, and that the mere fact that each of those 
elements, considered separately, is devoid of distinctive 
character does not mean that their combination cannot 
present a distinctive character. (28) 
44.      It is now necessary to consider how the Court of 
Justice applied that case-law in the judgment in SAT.1 
v OHIM.  
45.      In that case, an appeal was brought against the 
judgment in SAT.1 v OHIM(SAT.2), by which the 
Court of First Instance confirmed the refusal to register 
the word sign ‘SAT.2’ in respect of the services re-
ferred to in the registration application, which were 
connected to satellite broadcasting. The Court of First 
Instance held that, having regard to its constituent ele-
ments, the term ‘SAT.2’ was devoid of distinctive 
character within the meaning of Article 7(1)(b) of the 
regulation in relation to those services.  
46.      In its judgment in SAT.1 v OHIM(SAT.2), the 
Court of First Instance examined the various elements 
composing the word sign ‘SAT.2’. It held, first, that the 
element ‘SAT’ was devoid of distinctive character in 
relation to the services in question because it was the 
usual abbreviation, in German and in English, for the 
word ‘satellite’; moreover, that term, as an abbrevia-
tion, did not depart from the lexical rules of those 
languages and it designated a characteristic of most of 
the services concerned. 
47.       The Court then pointed out that the elements ‘2’ 
and ‘.’ were commonly used or capable of being used, 
in trade, for the presentation of the services concerned 
and that they were therefore devoid of any distinctive 
character. 
48.      It inferred from these findings that, generally, 
the fact that a compound trade mark like ‘SAT.2’ con-
sists only of elements devoid of distinctive character 
justified the conclusion that that trade mark, considered 
as a whole, was also capable of being commonly used, 
in trade, for the presentation of the goods or services 
concerned.  
49.      Finally, it held that the conclusion would not ap-
ply only if concrete evidence, such as, for example, the 
way in which the various elements were combined, 
were to indicate that the compound trade mark was 
greater than the sum of its parts. It held that the term 
‘SAT.2’ was composed in a customary way and that the 
applicant’s argument that the trade mark applied for, 

considered as a whole, had an element of imaginative-
ness, was irrelevant. 
50.      In the light of those considerations, the Court of 
Justice held, first, that the Court of First Instance as-
sessed whether the term ‘SAT.2’ had a distinctive 
character essentially by means of a separate analysis of 
each of its elements. It had based itself on the presump-
tion that elements individually devoid of distinctive 
character cannot, on being combined, present such 
character, and not, as it should have done, on the over-
all perception of that term by the average consumer. It 
had examined only as a secondary consideration the 
overall impression conveyed by the term, refusing to 
give any relevance to aspects such as the existence of 
an element of imaginativeness, which ought to be taken 
into account in such an analysis. 
51.      The Court of Justice held, secondly, that the cri-
terion taken into account by the Court of First Instance, 
according to which trade marks which are capable of 
being commonly used, in trade, for the presentation of 
the goods or services in question may not be registered, 
is relevant in the context of Article 7(1)(c) of the regu-
lation but it is not the yardstick by which Article 
7(1)(b) thereof should be interpreted. 
52.      It is in the light of these preliminary observa-
tions that I shall examine the complaints put forward in 
support of the plea alleging that the Court of First In-
stance infringed Article 7(1)(b) of the regulation. First, 
I shall examine the first complaint – that the Court of 
First Instance did not take into consideration the overall 
impression conveyed by the sign – together with the 
fourth complaint – that the Court took into considera-
tion an irrelevant criterion – because, in those two 
complaints, the appellant criticises the same grounds of 
the contested judgment. 
C –    Failure to take into consideration the overall 
impression conveyed by the sign and the taking into 
consideration of an irrelevant criterion 
1.       Arguments of the parties 
53.      BioID claims, first, that the Court of First In-
stance erred in its assessment of whether the sign in 
question had a distinctive character by holding that the 
consumers concerned by the goods and services re-
ferred to in the registration application are usually well-
informed persons, whereas those goods and services are 
intended for the general public. 
54.      The appellant also maintains that although the 
Court of First Instance stated that whether a compound 
sign has a distinctive character must be assessed in the 
light of the overall impression it conveys, it failed to 
carry out such an examination. According to the appel-
lant, the Court merely examined the different elements 
of which the sign in question is composed, namely the 
abbreviation ‘BioID’ and the figurative elements.  
55.      BioID claims, finally, that the criterion on which 
the Court of First Instance based its finding that the 
sign in question was devoid of distinctive character has 
been held to be irrelevant.  
56.      The Office points out, in essence, that the appel-
lant cannot obtain, in appeal proceedings, a review of 
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the assessment of the facts carried out by the Court of 
First Instance. 
57.      It also maintains that the Court set out the rules 
which govern the examination of the various elements 
of a compound mark and that it applied them without 
erring in law. According to the Office, the Court rightly 
indicated that a compound mark composed of elements 
devoid of distinctive character in respect of the goods 
and services concerned will not acquire distinctive 
character when considered as a whole if there is no 
concrete evidence to indicate that the compound trade 
mark is greater than the sum of its parts. The Court 
therefore clearly conducted an overall assessment in 
accordance with the rules set out.  
58.      Finally, as regards the conclusions to be drawn 
from the judgment in SAT.1 v OHIM, cited above, in 
respect of the criterion taken into account in the con-
tested judgment, the Court of First Instance did not err 
in law, because it held that the relevant public was, in 
this case, a limited public. The fact that the sign in 
question may be used for the presentation of the goods 
and services concerned therefore confirms that it does 
not have a distinctive character in relation to those 
goods and services.  
2.      Assessment 
59.      As the Office points out, the statement by the 
Court of First Instance of the rules governing the ex-
amination of whether a sign has distinctive character 
within the meaning of Article 7(1)(b) of the regulation 
is clearly not vitiated by any error of law. The Court 
therefore rightly stated that the distinctiveness of a 
mark must be assessed by reference to the goods or 
services for which registration of the mark has been re-
quested and to the perception of the public targeted.  
60.      The Office is also justified in maintaining that 
the assessment of the Court of First Instance that the 
relevant public, in this case, means ‘one with experi-
ence’ in the sector of the goods and services covered by 
the application for registration, is a finding of fact fal-
ling within the exclusive jurisdiction of that Court and 
therefore does not, save where the clear sense of the 
evidence in the case has been distorted, constitute a 
point of law which is subject to review by the Court of 
Justice on appeal. (29) 
61.      The Court of First Instance, after pointing out 
that the sign in question is composed of a word element 
and figurative elements, then correctly stated that the 
assessment of its distinctiveness requires an examina-
tion of the sign as a whole. However, I agree with the 
appellant that the Court did not carry out such an ex-
amination in the contested judgment. 
62.      It stated, in paragraphs 28 and 29 of the con-
tested judgment, that the abbreviation ‘BioID’ is 
composed of two elements, ‘Bio’ and ‘ID’, which con-
stitute respectively, in English, a standard abbreviation 
of the noun ‘identification’, and either an abbreviation 
of the adjectives ‘biological’ or ‘biometrical’ or the ab-
breviation of the noun ‘biology’. It concluded that, 
since the abbreviation ‘BioID’ is composed of abbre-
viations which are part of the vocabulary of the 
reference language, it does not represent an exception 

to the lexical rules of that language and is therefore not 
unusual in its structure. It considered that, in the light 
of the goods and services referred to in the application 
for registration, the relevant public understands the ab-
breviation ‘BioID’ as meaning ‘biometrical 
identification’.  
63.      The Court then stated, in paragraphs 30 to 32 of 
the contested judgment, that biometric identification is 
one of several technical functions of the goods covered 
by the application for registration and refers directly to 
one of the qualities of the services mentioned in the ap-
plication or has a close functional link with them. 
64.      From those findings of fact, which it is not for 
the Court of Justice to call in question on appeal, it 
concluded, in paragraph 34, that the abbreviation 
‘BioID’ is devoid of distinctive character as regards the 
goods and services referred to in the application for 
registration. 
65.      The Court then examined the figurative elements 
of the sign in question. It stated, with regard to the ty-
pographical characteristics of the abbreviation ‘BioID’, 
as represented in the sign in question, that the Arial 
typeface and characters of different boldness are com-
monly used, in trade, for the presentation of all types of 
goods and services. It explained that the same is true of 
the full stop, since that element is commonly used as 
the last of several elements in a word mark, indicating 
that the mark is an abbreviation.  
66.      Finally, with regard to the graphic element ®, 
the Court considered that the Office rightly stated at the 
hearing, that its function is limited to indicating that the 
mark has been registered for a specific territory and 
that, in the absence of such registration, the use of that 
element would be misleading for the public. It also 
found that that element, in combination with one or 
more other signs, is commonly used, in trade, in pre-
senting all types of goods and services. 
67.      The Court of First Instance continued this argu-
ment in paragraphs 40 to 44 of the contested judgment 
on the following grounds:  
‘40      Accordingly, the graphic elements referred to in 
paragraphs 38 and 39 above are likely to be used, in 
trade, to present the goods and services claimed and are 
therefore devoid of distinctive character in respect of 
those goods and services. 
41      It follows that the mark applied for is composed 
of a combination of elements each of which is likely to 
be used, in trade, to present the goods and services 
claimed and is therefore devoid of distinctive character 
in respect of those goods and services. 
42      Furthermore, the case-law shows that if a com-
pound mark is composed only of elements devoid of 
distinctive character in respect of the goods and ser-
vices concerned the overall mark is likewise likely to 
be commonly used in trade to present those goods and 
services. That would only not be the case if concrete 
evidence, such as, for example, the way in which the 
various elements are combined, were to indicate that 
the compound trade mark, taken as a whole, is greater 
than the sum of its parts (see, to that effect, the Opinion 
of Advocate General Ruiz-Jarabo Colomer in ... 
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Koninklijke KPN Nederland [cited above], paragraph 
65). 
43      Contrary to what the applicant claims, there ap-
pears to be no such evidence in the present case. The 
structure of the mark applied for – consisting, essen-
tially, of the combination of a descriptive abbreviation 
with the typographical features described in paragraph 
37 above and the graphic elements referred to in para-
graphs 38 and 39 above – does not preclude the 
conclusion that the overall mark is likely to be com-
monly used in trade to present the goods and services in 
the categories referred to in the application for registra-
tion of the mark. 
44      The trade mark applied for is therefore devoid of 
distinctive character in respect of the categories of 
goods and services concerned.’ 
68.      In my opinion, consideration of these grounds 
reveals that, as in the judgment in SAT.1 v OHIM 
(SAT.2), cited above, the Court of First Instance as-
sessed the distinctiveness of the sign at issue merely by 
carrying out a separate appraisal of the various ele-
ments of which it is composed. In almost identical 
terms to those of paragraph 49 of that judgment, it took 
as a basis, in paragraph 42 of the contested judgment, 
the presumption that elements which, individually, are 
devoid of distinctive character cannot, once combined, 
have a distinctive character, rather than the overall per-
ception of that sign in the eyes of the relevant public, as 
it should have done. As in the judgment in SAT.1 v 
OHIM (SAT.2), it examined only as a secondary con-
sideration the overall impression conveyed by the sign 
at issue. 
69.      I therefore conclude that, in the contested judg-
ment, the Court of First Instance adopted the same 
method for assessing the distinctiveness of the sign in 
question as that applied in the judgment in SAT.1 v 
OHIM (SAT.2), cited above.  
70.      Furthermore, in this case, Court of First Instance 
was confronted not with a word mark, as in SAT.1 v 
OHIM (SAT.2), but with a figurative mark, composed 
of a word element and several figurative elements. It 
found, as we have seen, that the word element ‘BioID’ 
was descriptive of the goods and services referred to in 
the application for registration or of their characteris-
tics. It rightly concluded that that element of the sign in 
question was devoid of distinctive character.  
71.      On the other hand, in paragraphs 35 and 36 of 
the contested judgment, it challenged the analysis of 
the Second Board of Appeal in the contested decision, 
according to which such a mark is devoid of distinctive 
character where the word element is descriptive and the 
relative importance of the figurative element is ‘mini-
mal’ in comparison with that of the word element.  
72.      Thus, in paragraph 36 of the contested judgment, 
the Court held inter alia: 
‘In that regard, it should be noted that the absence of 
distinctive character of a compound mark cannot be 
determined solely by reference to the relative impor-
tance of certain elements of which it is composed as 
compared with that of other elements of the mark, in 
respect of which an absence of distinctive character has 

been established. A compound mark cannot fall under 
Article 7(1)(b) of [the regulation] if one of its compos-
ite elements is distinctive in respect of the goods and 
services concerned. That is true even if the sole distinc-
tive element of the compound mark is not dominant in 
relation to the other composite elements of the mark. 
...’ 
73.      I have some doubts as to the validity of the 
analysis of the Court of First Instance in these last two 
sentences. First, what matters, according to the case-
law, is, as we have seen, that the sign in question, con-
sidered as a whole, may, for the relevant public, have a 
distinctive character in relation to the goods and ser-
vices referred to in the application for registration. 
Consequently, just as it cannot be presumed that a sign 
composed of elements which, individually, are devoid 
of distinctive character is itself devoid of that character, 
I think it is difficult to presume that the presence, in the 
compound sign, of an element which, in itself, may 
have a distinctive nature is sufficient to attribute that 
character to the sign as a whole. 
74.      Accordingly, where the figurative sign in respect 
of which registration has been applied for is composed 
of a word element which, like the abbreviation ‘BioID’, 
is entirely descriptive, because that word element does 
not contain any additional non-descriptive word, it is 
hard to see how that sign, considered as a whole, may 
be regarded as having a distinctive character if that 
word element is dominant in relation to the figurative 
elements of the sign. In that situation, there is every 
reason to think that it is the word element which will 
attract the attention of the relevant public and prevent it 
from perceiving the overall sign as an indication of ori-
gin.  
75.      I therefore consider that a figurative sign com-
posed of a wholly descriptive word element cannot be 
regarded as having a distinctive character unless it con-
tains figurative elements which are individually 
distinctive and have a sufficient impact on the minds of 
the relevant public to keep their attention instead of that 
word element, or figurative elements capable of ‘over-
riding’ the meaning of that word element, and 
bestowing a distinctive effect on the overall sign. 
76.      I am fully aware that it is difficult for those con-
ditions to be regarded as satisfied, because it is usually 
easier to remember a word element than figurative ele-
ments. Nevertheless, even though it follows that 
registration as a trademark of figurative signs of that 
type might prove to be difficult in practice or limited to 
exceptional cases, I think such stringency is necessary 
in order to avoid registration of those marks having the 
effect, in accordance with the usual criteria applied for 
assessing whether there is a likelihood of confusion, of 
granting their proprietor exclusive rights over a word 
element which is wholly descriptive of the characteris-
tics of the goods and services concerned. 
77.      Finally, as the appellant has rightly maintained, 
the Court of First Instance based its assessment on an 
irrelevant criterion in connection with the applicability 
of Article 7(1)(b) of the regulation.  
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78.      The Court thus inferred the lack of distinctive-
ness of the elements composing the sign in question 
from the fact that they may be used, in trade, for the 
presentation of the goods and services referred to in the 
application for registration. 
79.      However, as we have seen, although that crite-
rion is relevant in respect of an element descriptive of 
the goods or services covered by the application for 
registration or of their characteristics, as is the word 
element ‘BioID’ in this case, it is not relevant with re-
gard to figurative elements like letters written in the 
Arial typeface; a simple full-stop or the element ®. The 
fact that those elements, which are not in themselves 
descriptive of the goods and services concerned, may 
be used for their presentation in trade does not, in itself, 
mean that they are devoid of any distinctive character 
in relation to those goods and services.  
80.      Similarly, in paragraph 43 of the contested 
judgment, I believe that the Court misinterpreted Arti-
cle 7(1)(b) of the regulation by basing its conclusion, 
that the sign in question is devoid of distinctive charac-
ter, on its finding that ‘the overall mark is likely to be 
commonly used in trade to present the goods and ser-
vices’ referred to in the application for registration. 
81.      I conclude that the contested judgment is vitiated 
by the same errors of law as the judgment in SAT.1 v 
OHIM (SAT.2), cited above. I therefore suggest that 
the Court of Justice draw the same conclusions as in 
SAT.1 v OHIM (SAT.2), and set aside the contested 
judgment. 
82.      In the light of that proposal, I shall consider only 
in the alternative the other two submissions made by 
the appellant in support of the ground of appeal alleg-
ing infringement of Article 7(1)(b) of the regulation.  
D –    Failure to take into account the appellant’s 
argument that it has not been proved that the sign 
in question was actually used by the public or by 
competitors 
83.      BioID alleges that the Court of First Instance did 
not take account of its argument that it could not be 
proved that the sign in question was actually used by 
the public or by its competitors. Nor did it take account 
of the fact that the sign in question does not appear in 
dictionaries and is not a technical term.  
84.      BioID also maintains that the Court incorrectly 
assessed the facts by holding that ‘Bio’ is an abbrevia-
tion whereas it is a prefix, and by holding that the 
abbreviation ‘BioID’ does not have an unusual struc-
ture. 
85.      As regards the abbreviation ‘BioID’, I do not 
believe that the Court erred in law when it considered 
that it was not necessary, for the ground for refusal set 
out in Article 7(1)(b) to be applicable, that evidence be 
adduced of the actual use of that abbreviation to desig-
nate the goods or services referred to in the application 
for registration. 
86.      Indeed, as the Court held in OHIM v Wrigley, 
cited above, (30) for the ground for refusal set out in 
Article 7(1)(b) to apply it is not necessary that the signs 
and indications composing the mark that are referred to 
in that article actually be in use at the time of the appli-

cation for registration in a way that is descriptive of 
goods or services such as those in relation to which the 
application is filed, or of characteristics of those goods 
or services. It is sufficient, as the wording of that provi-
sion itself indicates, that such signs and indications 
could be used for such purposes. A word sign must 
therefore be refused registration under that provision if 
at least one of its possible meanings designates a char-
acteristic of the goods or services concerned.  
87.      Next, as regards the analysis of the Court of 
First Instance of the public’s perception of the elements 
‘Bio’ and ‘ID’, these are findings of fact and the appel-
lant does not establish that the Court distorted the clear 
sense of that evidence. 
88.      Finally, the argument concerning evidence of the 
use of the sign as it appears as a whole to present goods 
and services in trade essentially overlaps with the 
fourth plea examined above and I have already pro-
posed that the Court declare that such a criterion is 
irrelevant for assessing the distinctiveness of a mark 
composed of several elements which are not all de-
scriptive of the goods and services referred to in the 
application for registration. 
E –    The claim that the Court of First Instance 
committed an error of assessment by holding that 
comparable marks which had been registered were 
not evidence of the distinctive character of the sign 
in question, and infringed the principle of equal 
treatment 
89.      BioID alleges that the Court of First Instance 
committed an error of assessment by not considering 
that the word marks containing the prefix ‘bio’ regis-
tered by the Office were evidence of the distinctive 
character of the sign in question. BioID also disputes 
that Court’s finding, in paragraph 47 of the contested 
judgment, that the appellant did not rely on grounds 
contained in those decisions adopted by the Office 
which might call into question the finding that the sign 
in question is devoid of distinctive character.  
90.      BioID also calls in question the findings of the 
Court of First Instance in relation to the registration by 
the Office of the word mark ‘Bioid’ for goods and ser-
vices identical to those referred to in the application for 
registration at issue. According to the appellant, the 
Court of First Instance erred in law by holding that that 
word mark had a meaning different from that of the 
figurative sign in question because, in that word mark, 
the letters ‘id’ were written in lower case characters. 
The Court thus disregarded the fact that a word mark is 
protected by virtue of being registered, irrespective of 
the written form used. Furthermore, the Court of First 
Instance infringed the principle of equal treatment, be-
cause it is unacceptable for the Office to allow 
registration of the word mark ‘Bioid’ but to refuse reg-
istration of the figurative sign in question, which is 
pronounced in identical fashion and contains additional 
graphic elements. 
91.      The question whether decisions of the Office 
authorising registration of marks identical or compara-
ble to the sign in question may, as a rule, be taken into 
consideration when assessing the distinctiveness of that 
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sign is, in my view, a point of law and may therefore be 
reviewed by the Court of Justice on appeal. 
92.      On that point, I do not believe that the Court of 
First Instance erred in law in the contested judgment, 
since, in paragraph 47, it stated that ‘factual or legal 
grounds contained in a previous decision may certainly 
constitute arguments supporting a plea alleging in-
fringement of a provision of Regulation No 40/94’. In 
using that wording, the Court of First Instance, contrary 
to what the appellant intimated in its arguments, did not 
therefore preclude the grounds of decisions of the Of-
fice authorising registration of marks identical or 
comparable to the sign in question from being taken 
into consideration for the purpose of assessing the dis-
tinctive character of that sign. (31) The appellant’s 
argument on this point is therefore the product of a mis-
reading of the contested judgment. 
93.      As for the statement, in paragraph 47 of the con-
tested judgment, that, in that case, the applicant had not 
relied on grounds contained in decisions of the Office 
which might call into question the finding that the sign 
in question was devoid of distinctive character, this, in 
my view, is the appraisal by the Court of First Instance 
of the evidence adduced by the appellant. It should be 
pointed out that Article 225 EC and Article 58 of the 
Statute of the Court of Justice make it clear that an ap-
peal is to be limited to points of law. The aim of that 
legal remedy is to enable parties to obtain not another 
judgment on the whole of the case before the Court of 
First Instance, but only review of the legality of the de-
cision given by that Court. Therefore, the Court of First 
Instance has sole jurisdiction to assess the value to be 
attributed to the evidence submitted to it, provided that 
it does not distort the clear sense of that evidence. (32) 
In the observations it has submitted to the Court of Jus-
tice, the appellant has not furnished any evidence to 
establish the existence of such distortion. 
94.      Finally, as regards the appellant’s complaints in 
respect of the conclusions which the Court of First In-
stance should have drawn from the decision of the 
Office authorising registration of the word mark 
‘Bioid’ for goods and services described as ‘printing 
products’, ‘telecommunications’ and ‘computer pro-
gramming’, they likewise are not well founded. With 
regard, first, to the finding, in paragraph 48 of the con-
tested judgment, that ‘the fact that ... in the word mark 
‘Bioid’ the letters ‘id’ are in lower case characters dis-
tinguishes it, as regards its semantic content, from the 
abbreviation ‘BioID’ as it appears in the mark applied 
for’, I do not believe that this proves that the Court of 
First Instance disregarded the fact that a word mark 
does not contain figurative elements or that the applica-
tion for registration and the protection afforded by 
registration relate to the word stated in the application, 
not to the way in which it is written therein.  
95.      In my view, the Court of First Instance merely 
wished to state that the word ‘bioid’, as it is written in 
the application for registration, is not pronounced, in 
principle, in the same way as the abbreviation ‘BioID’, 
which is clearly composed of the two elements ‘Bio’ 
and ‘ID’, which, in relation to the goods and services 

concerned, may be understood by the relevant public to 
be the abbreviations of ‘biometrical identification’.  
96.      Furthermore, that part of the grounds of the con-
tested judgment could be regarded as superfluous to the 
Court’s assessment that, in essence, that registration by 
the Office does not affect the finding that the figurative 
sign at issue is devoid of distinctive character, since the 
Court also found that that sign and the word mark 
‘Bioid’ are not interchangeable. Therefore, the appel-
lant’s argument challenging paragraph 48 of the 
contested judgment on the basis of the written form of 
the word mark registered by the Office could be re-
garded as futile. (33) 
97.      Next, I do not believe that the Court of First In-
stance disregarded the principle of equal treatment by 
not concluding from that registration that the sign in 
question does have a distinctive character. Even if that 
principle could be relevant in such a situation, (34) I 
would point out that the Court of First Instance found 
that the sign in question and the registered word mark 
are not interchangeable. The appellant has not estab-
lished that that finding is based on a distortion of the 
facts. In that regard, I would point out that, in the figu-
rative sign ‘BioID’, the representation of the two last 
letters in upper case characters which are less thick, and 
the full stop which follows the abbreviation, show that 
the word element is composed of two distinct elements 
which can be understood by the relevant public as the 
abbreviations of ‘biometrical identification’; that is not 
necessarily so in the case of the word ‘bioid’ registered 
as a word mark. 
98.      It should also be added that the designation of 
the goods and services for which the word mark was 
registered is different from the description of the goods 
and services for which registration of the figurative 
sign in question is sought. It was made clear at the 
hearing that that word mark was registered to designate 
computer software recorded on media of all kinds, tele-
communications products and computer programming, 
with no further details as to the nature of those goods 
and services. However, in the application for registra-
tion of the figurative sign in question, it is specified 
that the goods and services concerned are, in particular, 
those which are used for monitoring user passwords 
through identification of human beings by means of 
specific biometric characteristics and which are there-
fore connected with biometric identification.  
F –    The consequences of setting aside the con-
tested judgment  
99.      The only question which remains to be settled is 
whether the figurative sign in question, considered as a 
whole, is devoid of distinctive character in relation to 
the goods and services referred to in the application for 
registration, within the meaning of Article 7(1)(b) of 
the regulation.  
100. The overall impression conveyed by the sign at 
issue has been the subject of dispute between the par-
ties, particularly during the oral procedure before the 
Court of Justice. I consider therefore that the state of 
the proceedings permits the Court to give final judg-
ment, in accordance with Article 61 of the Statute of 
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the Court of Justice, and that it would be contrary to 
economy of procedure to refer the case back to the 
Court of First Instance. I therefore propose that the 
Court of Justice itself give judgment, as it did in SAT.1 
v OHIM, cited above. 
101. We have seen that the figurative sign in question 
is composed of a word element, formed by the abbre-
viation ‘BioID’, and by figurative elements relating to 
the typographical characteristics of that abbreviation 
and to the graphic elements placed after it, namely a 
full stop and the sign ®.  
102. So far as concerns the abbreviation ‘BioID’, it has 
been found that this may be perceived by the relevant 
public, which is made up of persons with experience in 
the sector of the goods and services concerned, as the 
combination of the two abbreviations ‘Bio’ and ‘ID’ 
meaning ‘biometrical identification’. We also know 
that biometrical identification is one of the technical 
functions of the goods referred to in the application for 
registration and that it refers directly to one of the 
qualities of the services mentioned in the application or 
has a close functional link with them. It is therefore es-
tablished that the abbreviation ‘BioID’ is, as a word 
element wholly descriptive of a characteristic of the 
goods and services referred to in the application for 
registration, devoid of distinctive character in relation 
to those goods and services. 
103. As regards the figurative elements of the sign in 
question, and with regard, first, to the written form used 
for the abbreviation ‘BioID’, it has been noted that 
characters in the Arial typeface are commonly used in 
trade. It also emerged from the hearing that the full-
stop inserted after the abbreviation ‘BioID’ is usually 
used as the last element in a word mark to indicate that 
it is an abbreviation. As regards the element ®, this 
normally indicates that the sign which it accompanies 
has been registered as a trade mark for a specific terri-
tory. 
104. We may conclude from these findings that none of 
the figurative elements which compose the sign in 
question has in itself a specific distinctive character in 
relation to the goods and services covered by the appli-
cation for registration. The sign in question is therefore 
made up of a word element which is descriptive of the 
characteristics of the goods and services concerned and 
of figurative elements which, considered individually, 
are also devoid of distinctive character in relation to 
those goods and services.  
105. When we examine the impression conveyed by the 
overall mark, we find that the interaction of those vari-
ous elements does not give it a distinctive character. 
First, the word element ‘BioID’ is clearly the dominant 
element to emerge from an overall examination of the 
sign in question. The typeface in which it is written is 
unremarkable. As for the full stop and the element ®, 
their importance in the sign in relation to the word ele-
ment ‘BioID’ is minimal.  
106. The inevitable conclusion therefore is that the 
figurative elements which make up the sign in no way 
reduce the potential significance of the abbreviation 
‘BioID’ for the relevant public and, consequently, its 

descriptive character. On the contrary, we could say 
that they accentuate or contribute to that significance. 
Thus, we have seen that the last two letters of the ab-
breviation ‘BioID’ are written in upper case characters, 
whereas the preceding two letters are written in lower 
case. Similarly, the last two letters ‘ID’ are less thick 
than the three preceding letters. This difference in form 
reinforces the impression that the abbreviation ‘BioID’ 
is indeed composed of two distinct elements, ‘Bio’ and 
‘ID’. Similarly, the full stop which follows the abbre-
viation, in the light of its usual significance in the 
domain of trade marks, confirms that the overall term 
‘BioID’ corresponds to abbreviations. 
107. I therefore conclude that the sign in question is 
devoid of distinctive character in relation to the goods 
and services concerned. BioID’s appeal against the 
contested decision should therefore be dismissed.  
108. Under the first paragraph of Article 122 of the 
Rules of Procedure of the Court of Justice, where the 
appeal is well founded and the Court itself gives final 
judgment in the case, it is to make a decision as to 
costs. Under Article 69(2) of the Rules of Procedure, 
applicable to appeals by virtue of Article 118, the un-
successful party is to be ordered to pay the costs if they 
have been applied for in the successful party’s plead-
ings. Since the Office has asked for costs to be awarded 
against the appellant and the appellant has been unsuc-
cessful, it must be ordered to pay the costs. 
V –  Conclusion 
109. In the light of the foregoing considerations, I pro-
pose that the Court of Justice: 
(1)      set aside the judgment of the Court of First In-
stance of the European Communities of 5 December 
2002 in Case T-91/01 BioID v OHIM; 
(2)      dismiss the appeal against the decision of the 
Second Board of Appeal of the Office for Harmonisa-
tion in the Internal Market (Trade Marks and Designs) 
of 20 February 2001 (Case R 538/1999-2);  
(3)      order the appellant to pay the costs of the pro-
ceedings both at first instance and on appeal. 
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	In addition, it must be pointed out that the notion of general interest underlying Article 7(1)(b) of Regulation No 40/94 is, manifestly, indissociable from the essential function of a trade mark, which is to guarantee the identity of the origin of the marked product or service to the consumer or end-user by enabling him, without any possibility of confusion, to distinguish the product or service from others which have another origin (see, SAT.1 v OHIM, cited above, paragraphs 23 and 27).

