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Court of First Instance, 20 April 2005, Atomic Aus-
tria v BHIM  
 

Atomic Blitz 
 
TRADEMARK LAW – PROCEDURAL LAW 
 
Opponent free to choose the evidence 
• It follows that, on the one hand, an opponent is 
free to choose the evidence he considers useful to 
submit to OHIM in support of his opposition and, 
on the other hand, OHIM is obliged to examine all 
the evidence submitted to it in order to determine 
whether it does prove that the earlier mark was reg-
istered or filed, and cannot reject out of hand a 
particular type of evidence on the basis of the form 
it takes.  
That conclusion is supported by the variations which 
exist between administrative practices in Member 
States. If OHIM could impose conditions as to the form 
of the evidence to be produced, the result would be that 
the parties would find it impossible to produce such 
evidence in certain cases. That would be so in this case, 
given that the applicant submits, without the point be-
ing contested by OHIM, that the Österreichisches 
Patentamt does not issue official documents to certify 
the renewal of a mark and that it was not, therefore, in a 
position to submit such a document. 
 
OHIM may not assume 
• OHIM should not have been content simply to 
assume essential facts relating to the protection of 
earlier marks 
Even if, as is apparent from the national rules of law 
submitted by the parties at the invitation of the Court, 
the parties agree that OHIM was correct in its assump-
tion, it should be noted in that respect that OHIM, 
which is a Community institution specialising in the 
field of intellectual property and which therefore has a 
considerable degree of expertise in the subject, should 
not have been content simply to assume essential facts 
relating to the protection of earlier marks. First, the 
Board of Appeal acted in a contradictory fashion in re-
lying, on the one hand, on the presumption of a 
protection period of 10 years for Austrian trade marks, 
and in refusing, on the other hand, to apply that pre-
sumption fully to the duration of the protection period 
when assessing the significance of the register extracts 
submitted by the applicant. Secondly, it follows from 
paragraphs 31 to 41 above that the Board of Appeal 
should have verified the duration of the period for 
which trade marks are protected in Austria, according 
to the law of that State 
 
Evidence validity earlier marks 
• Thus, contrary to the assertions of OHIM, it was 
possible to determine from the extracts submitted 
by the applicant the date on which protection for 
the earlier marks ended, and it was possible, fur-
thermore, to conclude that four of the five earlier 
marks (the exception being mark No 97 370) were 

valid at the time of the Board of Appeal’s decision, 9 
July 2003.  
 
Source: curia.europa.eu 
 
Court of First Instance, 20 April 2005 
(Pirrung , Meij , Pelikánová) 
JUDGMENT OF THE COURT OF FIRST IN-
STANCE (Second Chamber) 
20 April 2005 (*)  
(Community trade mark – Word mark ATOMIC 
BLITZ – Opposition of the proprietor of national word 
marks ATOMIC – Evidence of renewal of registration 
of the earlier mark – Scope of the examination con-
ducted by OHIM – Rejection of opposition – Article 
8(1)(b) of Regulation (EC) No 40/94) 
In Case T-318/03, 
Atomic Austria GmbH, established in Altenmarkt 
(Austria), represented by G. Kucsko and C. 
Schumacher, lawyers,  
applicant, 
v 
Office for Harmonisation in the Internal Market (Trade 
Marks and Designs) (OHIM), represented by G. 
Schneider and B. Müller, acting as Agents,  
defendant, 
the other party to the proceedings before the Board of 
Appeal having been 
Fabricas Agrupadas de Muñecas de Onil, SA, estab-
lished in Onil (Spain),  
ACTION brought against the decision of the Second 
Board of Appeal of OHIM of 9 July 2003 (Case R 
95/2003-2), relating to opposition proceedings between 
Atomic Austria GmbH and Fabricas Agrupadas de 
Muñecas de Onil, SA,  
THE COURT OF FIRST INSTANCE OF THE 
EUROPEAN COMMUNITIES (Second Chamber), 
composed of J. Pirrung, President, A.W.H. Meij and I. 
Pelikánová, Judges, 
Registrar: J. Plingers, Administrator, 
having regard to the application lodged at the Court 
Registry on 15 September 2003, 
having regard to the response lodged at the Court Reg-
istry on 3 February 2004, 
further to the hearing on 9 November 2004, 
gives the following 
Judgment 
 Background to the dispute 
1       On 13 November 2000, the Spanish company 
Fabricas Agrupadas de Muñecas de Onil, SA 
(‘FAMO’) filed an application for a Community trade 
mark at the Office for Harmonisation in the Internal 
Market (Trade Marks and Designs) (OHIM) under 
Council Regulation (EC) No 40/94 of 20 December 
1993 on the Community trade mark (OJ 1994 L 11, p. 
1), as amended.  
2       The mark sought was the word mark ATOMIC 
BLITZ.  
3       The goods in respect of which registration was 
applied for are within Class 28 of the Nice Agreement 
concerning the International Classification of Goods 
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and Services for the Purposes of the Registration of 
Marks of 15 June 1957, as revised and amended, and 
correspond to the following description: ‘Games and 
playthings; gymnastic and sporting articles not included 
in other classes’.  
4       That application was published in Community 
Trade Marks Bulletin No 60/2001 of 9 July 2001.  
5       On 3 October 2001, the company Atomic Austria 
GmbH (‘the applicant’) gave notice of opposition to the 
application for registration, relying on Article 8(1)(b) 
of Regulation No 40/94. The opposition was based on 
five earlier marks consisting of the sign ATOMIC (‘the 
earlier marks’) which were the subject of the following 
registrations in Austria:  
–       word mark No 75 086, filed on 16 March 1973 
and registered on 23 August 1973;  
–        word mark No 76 640, filed on 8 February 1974 
and registered on 15 March 1974;  
–       word mark No 85 558, filed on 2 March 1977 and 
registered on 16 May 1977;  
–       word mark No 97 370, filed on 27 March 1981 
and registered on 22 July 1981;  
–       word mark No 106 849, filed on 28 June 1984 
and registered on 10 September 1984.  
6       The applicant’s opposition was accompanied, in 
respect of each of the earlier marks, by extracts from 
the Austrian trade mark register together with an Eng-
lish translation as well as a certificate drawn up by the 
patent agent who represented the applicant before 
OHIM, confirming that ‘… all five trademark registra-
tions are full in force for all goods to be seen from the 
excerpts and my translation, respectively’. The extracts 
were dated 19 April 1999.  
7       By letter dated 23 November 2001, the Opposi-
tion Division of OHIM informed the applicant that its 
opposition had been communicated to FAMO, and that 
the applicant was allowed four months, ending on 23 
March 2002, to provide any further facts, evidence or 
arguments it considered necessary to support its oppo-
sition.  
8       That letter was accompanied by an information 
sheet on the evidence required to support an opposition 
(‘the information sheet’). Neither the letter nor the in-
formation sheet included an explicit request for clearly 
specified missing documents to be produced.  
9       The applicant did not produce any additional sup-
porting documents to justify its opposition within the 
time allowed.  
10     By decision of 9 December 2002, the Opposition 
Division of OHIM rejected the opposition in its entirety 
on the ground that the applicant had failed to produce 
within the specified period evidence of the renewal of 
the earlier marks, proving their current validity.  
11     On 17 January 2003, the applicant filed a notice 
of appeal against the decision of the Opposition Divi-
sion of OHIM. The applicant argued that the 
Opposition Division had failed to take account of the 
certificate given by the patent agent, that the copy ex-
tracts filed contained nothing to suggest that the 
registrations had expired, and that the Opposition Divi-
sion should have explicitly requested that the applicant 

produce the missing documents.  
12     By decision of 9 July 2003 (‘the contested deci-
sion’), the Second Board of Appeal of OHIM dismissed 
the appeal against the decision of the Opposition Divi-
sion.  
13     The Board of Appeal pointed out that the infor-
mation sheet which accompanied the letter from OHIM 
of 23 November 2001 indicated clearly and unequivo-
cally that the renewal of earlier marks had to be proved 
by a renewal certificate or other equivalent evidence. It 
held that the certificate confirming the validity of the 
earlier marks, which was drawn up by the patent agent 
who represented the applicant before OHIM, could not 
be accepted as evidence equivalent to an official re-
newal certificate. Finally, the Board of Appeal stated 
that the fact that the information sheet had been at-
tached to the letter of 23 November 2001 permitted this 
case to be distinguished from those cited by the appli-
cant in which the Boards of Appeal had held that the 
Opposition Division should have sent a supplementary 
request.  
Procedure 
14     By a letter dated 27 October 2004, OHIM submit-
ted certain observations on the report for the hearing.  
15     On 16 November 2004, following the hearing, the 
Court invited the parties to make submissions on the 
legal rules governing the period of protection for trade 
marks under Austrian law. The applicant and OHIM 
responded to that request by letters dated 25 November 
2004 and 29 November 2004 respectively.  
16     Following the parties’ responses, the oral proce-
dure was closed on 10 December 2004.  
 Submissions of the parties 
17     The applicant claims that the Court should:  
–       annul the contested decision;  
–       order OHIM to pay the costs.  
18     OHIM claims that the Court should:  
–       dismiss the appeal;  
–       order the applicant to pay the costs.  
Law 
19     The applicant puts forward three pleas in support 
of its action: principally, that the Board of Appeal did 
not find against the Opposition Division for failing to 
take account of the evidence the applicant had pro-
duced; in the alternative, that the Board of Appeal 
failed to find that the Opposition Division’s failure to 
draw the applicant’s attention to the missing documents 
constituted a procedural irregularity; and, likewise in 
the alternative, that the Board of Appeal failed to hold 
that the Opposition Division’s failure to point out the 
change in its practice was an infringement of the prin-
ciple of the protection of legitimate expectations.  
 The first plea: failure by the Opposition Division to 
take account of the evidence provided  
20     The first plea can be divided into two parts. In 
relation to the first part, the applicant submits that the 
extracts from the Austrian trade mark register which it 
had filed constituted sufficient evidence of the validity 
of the earlier marks. In relation to the second part, the 
applicant argues, in the alternative, that it had provided 
such evidence in the form of the certificate drawn up by 
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the patent agent.  
21     The first part of this plea should be considered 
first.  
 Arguments of the parties 
22     The applicant submits that the file accompanying 
its notice of opposition of 3 October 2001 was com-
plete. According to the applicant, the evidence required 
under Rule 16(2) of Commission Regulation (EC) No 
2868/95 of 13 December 1995 implementing Council 
Regulation (EC) No 40/94 on the Community trade 
mark (OJ 1995 L 303, p. 1) had been provided, since 
the official extracts from the register in respect of the 
earlier marks showed that the marks in question were 
still valid. Indeed, the applicant considers that if protec-
tion for the earlier marks had, for example, expired by 
the time the extracts were issued, the Österreichisches 
Patentamt (Austrian Patent Office) would have inserted 
a reference to that effect in the extracts. Given that the 
extracts submitted by the applicant in relation to the 
earlier marks did not contain such references, the Op-
position Division had no reason to suppose that the 
registrations were no longer valid.  
23     Between the date on which the register extracts 
were issued and the date on which the notice of opposi-
tion was filed, no renewal of the earlier marks was 
necessary except in respect of trade mark No 97 370. 
Thus, according to the applicant, there was no need to 
submit a renewal certificate or equivalent evidence as 
referred to in the information sheet.  
24     At the hearing, the applicant stated that the period 
of protection for a trade mark according to an official 
document did not guarantee that the mark would be 
protected for that precise period. On the one hand, pro-
tection could be renewed; indeed, in Austria, renewal 
can take place within a period which expires only six 
months after the end of the period of protection. On the 
other hand, a mark can be cancelled by judicial deci-
sion before the end of the period, or the proprietor can 
surrender his trade mark. The applicant concludes from 
this that even stating the period of protection is no 
guarantee that the mark will in fact be protected until 
the specified date, and that, as a result, the period of 
protection does not have the same significance as other 
characteristics of the mark, such as the list of goods and 
services covered.  
25     Furthermore, the applicant stated at the hearing 
that the Österreichisches Patentamt does not issue cer-
tificates specifically for the renewal of a trade mark. 
That being the case, the applicant decided to prove the 
validity of the earlier marks by using the register ex-
tracts.  
26     OHIM recalls that it is for the opponent to pro-
vide evidence of the existence of earlier rights on 
which its opposition is based. Evidence of an earlier 
mark could also include evidence of its renewal, if ap-
plicable. Indeed, if it is not renewed, the mark becomes 
invalid and can therefore no longer be used to prevent 
the registration of new trade marks.  
27     According to OHIM, it was not possible to deter-
mine the date on which protection for the earlier marks 
ended – an essential aspect of the rights granted by the 

mark – from the register extracts from the 
Österreichisches Patentamt in respect of those earlier 
marks which accompanied the applicant’s notice of op-
position. In the absence of any specific explanation by 
the applicant of the period of protection for the earlier 
marks, OHIM considered that the period was 10 years. 
That period had expired between 1973 and 1984 in re-
spect of all the earlier marks registered.  
28     Suggesting the application (mutatis mutandis) of 
the principles established in the order of the Court of 17 
November 2003 in Case T-235/02 Strongline v OHIM 
– Scala(SCALA) [2003] ECR II-0000, OHIM also ar-
gues that the other party in the opposition procedure 
and the Board of Appeal are prevented from verifying 
with sufficient certainty the legal status and proprietor-
ship of the earlier marks by the fact that the expiry date 
of the protection period is not apparent from the regis-
ter extracts. Thus, according to OHIM, the extracts 
produced are not suitable as the only evidence of the 
existence of the earlier marks.  
29     At the hearing, OHIM added that the extracts 
submitted by the applicant were out of date when they 
were submitted to OHIM. It also argued that even if it 
was impossible for the applicant to submit an official 
renewal certificate, it could nevertheless have proved 
the renewal of the earlier marks either by citing the 
provisions of Austrian law that govern the period of 
protection for trade marks, or by producing the cover-
ing letters from the Österreichisches Patentamt which 
accompanied the registration certificates for the earlier 
marks.  
30     In addition, OHIM puts forward a number of ar-
guments in support of the first part of the present plea, 
and thereby the claim for annulment of the contested 
decision.  
 Findings of the Court 
31     The Court recalls at the outset that, as is apparent 
from the fifth recital in the preamble to Regulation No 
40/94, the Community law relating to trade marks does 
not replace the laws of the Member States on trade 
marks. Under the system created by that regulation 
OHIM must take into account the existence of earlier 
national marks or rights.  
32     Thus, Article 8(1) of that regulation, read in con-
junction with Article 8(2)(a)(ii) and (iii), provides that 
the proprietor of an earlier national or international 
trade mark which has effect in a Member State may 
oppose the registration of a Community trade mark in 
specified circumstances.  
33     It follows, in particular, from Article 74(1) of 
Regulation No 40/94 in fine that in proceedings relating 
to relative grounds for refusal of registration, the onus 
is upon the party opposing the registration of a Com-
munity trade mark in reliance on an earlier national 
trade mark, to prove its existence and, as the case may 
be, the extent of protection.  
34     On the other hand, it is for OHIM to examine 
whether, in the context of opposition proceedings, the 
conditions for the application of the ground for refusal 
of registration which has been pleaded have been ful-
filled. In that context, it is necessary to assess the 
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correctness of the facts pleaded, and the probative 
value of the evidence submitted by the parties.  
35     OHIM may be called upon to take account, in 
particular, of the national law of the Member State in 
which the earlier mark on which the opposition is based 
is protected. In that case, it must, of its own motion and 
by whatever means considered appropriate, obtain in-
formation about the national law of the Member State 
concerned, where such information is necessary to as-
sess the applicability of the ground for refusal of 
registration in question and, in particular, the correct-
ness of the facts pleaded or the probative value of the 
documents lodged. Restricting the factual basis of the 
examination by OHIM does not preclude it from taking 
into consideration, in addition to the facts which have 
been expressly put forward by the parties to the opposi-
tion proceedings, facts which are well known, that is, 
facts which are likely to be known by anyone or which 
may be learnt from generally accessible sources (judg-
ment of 22 June 2004 in Case T-185/02 Ruiz-Picasso 
and Others v OHIM – DaimlerChrysler(PICARO) 
[2004] ECR II-0000, paragraph 29, not appealed on 
that point).  
36     OHIM may also, if it considers it helpful, invite 
the parties to provide it with guidance on certain spe-
cific points of national law. The interested party is not, 
however, obliged to provide, on its own initiative, gen-
eral information on the law of intellectual property in 
force in the Member State concerned.  
37     The examination of the facts and evidence sub-
mitted to OHIM must be conducted in such a way as to 
respect the right to a fair hearing of the parties to the 
opposition proceedings and the right to procedural eq-
uity. If an applicant for a Community trade mark 
doubts the probative value of documents submitted by 
the opponent to prove the existence of a claimed earlier 
right, or even the extent of that right, he may say so in 
the proceedings before OHIM, which is required to 
consider the relevant observations carefully.  
38     However, OHIM cannot avoid conducting a com-
prehensive assessment of the facts and documents 
presented to it by arguing that it is for the opponent, on 
his own initiative, to provide OHIM with supporting 
evidence in the form of detailed information on the law 
of the Member State in which there is protection for the 
earlier mark on which the opposition is based.  
39     Furthermore, it must be noted that neither Regula-
tion No 40/94 nor Regulation No 2868/95 specifies a 
compulsory form of evidence to be lodged by the op-
ponent to prove the existence of his earlier right. 
Regulation No 2868/95 merely stipulates in Rule 16(2) 
that ‘if the opposition is based on an earlier mark which 
is not a Community trade mark, the notice of opposi-
tion shall preferably be accompanied by evidence of the 
registration or filing of that earlier mark, such as a cer-
tificate of registration’. Furthermore, Article 76(1) of 
Regulation No 40/94, which relates to the taking of 
evidence in proceedings before OHIM, provides only a 
non-exhaustive list of possible measures (‘… the means 
of giving or obtaining evidence shall include the fol-
lowing …’).  

40     It follows from this that, on the one hand, an op-
ponent is free to choose the evidence he considers 
useful to submit to OHIM in support of his opposition 
and, on the other hand, OHIM is obliged to examine all 
the evidence submitted to it in order to determine 
whether it does prove that the earlier mark was regis-
tered or filed, and cannot reject out of hand a particular 
type of evidence on the basis of the form it takes.  
41     That conclusion is supported by the variations 
which exist between administrative practices in Mem-
ber States. If OHIM could impose conditions as to the 
form of the evidence to be produced, the result would 
be that the parties would find it impossible to produce 
such evidence in certain cases. That would be so in this 
case, given that the applicant submits, without the point 
being contested by OHIM, that the Österreichisches 
Patentamt does not issue official documents to certify 
the renewal of a mark and that it was not, therefore, in a 
position to submit such a document.  
42     In the present case, the applicant submitted ex-
tracts issued by the Österreichisches Patentamt on 19 
April 1999. On the five extracts, each one correspond-
ing to an earlier mark, the box marked ‘expired on’ was 
empty. Therefore, those documents confirm the validity 
of the earlier marks on the date of the extracts, which 
was 19 April 1999. It is also apparent from the extracts 
that the earlier marks were registered on 23 August 
1973 (mark No 75 086), 15 March 1974 (mark No 76 
640), 16 May 1977 (mark No 85 558), 22 July 1981 
(mark No 97 370) and 10 September 1984 (mark No 
106 849) respectively.  
43     In the absence of specific guidance from the ap-
plicant, the Board of Appeal assumed that, under 
Austrian law, the protection period for marks was 10 
years from registration. Even if, as is apparent from the 
national rules of law submitted by the parties at the in-
vitation of the Court, the parties agree that OHIM was 
correct in its assumption, it should be noted in that re-
spect that OHIM, which is a Community institution 
specialising in the field of intellectual property and 
which therefore has a considerable degree of expertise 
in the subject, should not have been content simply to 
assume essential facts relating to the protection of ear-
lier marks. First, the Board of Appeal acted in a 
contradictory fashion in relying, on the one hand, on 
the presumption of a protection period of 10 years for 
Austrian trade marks, and in refusing, on the other 
hand, to apply that presumption fully to the duration of 
the protection period when assessing the significance of 
the register extracts submitted by the applicant. Sec-
ondly, it follows from paragraphs 31 to 41 above that 
the Board of Appeal should have verified the duration 
of the period for which trade marks are protected in 
Austria, according to the law of that State.  
44     Under Article 19(1) of the Markenschutzgesetz 
(Law on the Protection of Trade Marks) of 1970, the 
period for which an Austrian trade mark is protected 
expires 10 years after the end of the month in which the 
mark was registered. That period is renewable. In the 
event of renewal, the new protection period, also 10 
years, begins the day after the end of the previous pe-
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riod, regardless of the effective date of renewal.  
45     It follows that, for their protection to continue, 
each of the earlier marks had to be renewed every 10 
years. The fact that, as set out in paragraph 42 above, 
all the earlier marks were valid on 19 April 1999 means 
that the renewals which should have occurred in 1991 
(mark No 97 370), 1993 (mark No 75 086), 1994 
(marks Nos 76 640 and 106 849) and 1997 (mark No 
85 558) respectively did indeed occur. It also means 
that the period of protection was extended until 31 Au-
gust 2003 for mark No 75 086, 31 March 2004 for 
mark No 76 640, 31 May 2007 for mark No 85 558, 31 
July 2001 for mark No 97 370 and 30 September 2004 
for mark No 106 849.  
46     Thus, contrary to the assertions of OHIM, it was 
possible to determine from the extracts submitted by 
the applicant the date on which protection for the ear-
lier marks ended, and it was possible, furthermore, to 
conclude that four of the five earlier marks (the excep-
tion being mark No 97 370) were valid at the time of 
the Board of Appeal’s decision, 9 July 2003.  
47     The fact that the extracts were dated more than 29 
months before the date they were presented to OHIM 
cannot undermine that conclusion. Even if it would 
have been preferable for the applicant to have provided 
more recent extracts, the assessment set out in para-
graphs 45 and 46 above applies regardless of the age of 
the extracts. Furthermore, it is not disputed that the 
status of the five earlier marks did not change between 
the issue of the extracts and their submission. Finally, it 
was to cover that last period, which is inevitable when 
producing official documents, that the applicant’s pat-
ent agent decided to enclose with the extracts his 
certificate confirming the continued validity of the ear-
lier marks.  
48     It is appropriate also to reject OHIM’s argument 
that in order to prove the renewal of the five earlier 
marks the applicant could have submitted relevant ex-
tracts of Austrian law or the covering letters from the 
Österreichisches Patentamt which accompanied the 
registration certificates of the earlier marks.  
49     As set out in paragraphs 31 to 41 and 43 above, 
the applicant was not obliged to submit, on its own ini-
tiative, general information on Austrian trade mark law.  
50     The covering letters, judging by the one cited as 
an example by OHIM at the hearing, are phrased in 
general terms and do no more than reiterate the provi-
sions relating to the period of protection which are 
contained in the 1970 Markenschutzgesetz. Therefore, 
the possible submission of those letters has no rele-
vance to this case.  
51     Finally, as regards the case-law cited by OHIM in 
relation to the obligation to produce an adequate trans-
lation of the evidence and supporting documents (order 
in SCALA, cited above), the Court notes that, even if 
the rule that the parties should be heard means that the 
other party to the opposition proceedings should be in a 
position to see the evidence submitted by the applicant 
in the language of the proceedings, it cannot be inter-
preted as meaning that the evidence must, by itself, 
enable that party to verify the existence of the earlier 

marks, without recourse to the assistance of an adviser 
or to generally accessible sources of information, be-
yond the evidence produced.  
52     The first part of the first plea must therefore be 
upheld.  
53     Therefore, the contested decision should be an-
nulled without any need to take up the arguments put 
forward by OHIM in support of the first part of the ap-
plicant’s first plea, and consequently, without the Court 
needing to determine their admissibility.  
54     The appeal having been upheld on the first plea, it 
is not necessary to examine the pleas which the appli-
cant submitted in the alternative.  
Costs 
55     Under Article 87(2) of the Rules of Procedure of 
the Court of First Instance, the unsuccessful party is to 
be ordered to pay the costs if they have been applied 
for in the successful party’s pleadings. Since OHIM has 
been unsuccessful, it must be ordered to pay the costs, 
as applied for by the applicant.  
On those grounds, 
THE COURT OF FIRST INSTANCE (Second Cham-
ber) hereby: 
1.      Annuls the decision of the Second Board of Ap-
peal of the Office for Harmonisation in the Internal 
Market (Trade Marks and Designs) of 9 July 2003 
(Case R 95/2003-2); 
2.      Orders the Office for Harmonisation in the Inter-
nal Market (Trade Marks and Designs) to pay the costs. 
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