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TRADEMARK LAW 
 
Relevant classes of persons for purposes of the as-
sessment 
• In cases where intermediaries participate in the 
distribution to the consumer or the end user of a 
product which is the subject of a registered trade 
mark, the relevant classes of persons whose views 
fall to be taken into account in determining whether 
that trade mark has become the common name in 
the trade for the product in question comprise all 
consumers and end users and, depending on the fea-
tures of the market concerned, all those in the trade 
who deal with that product commercially. 
If the function of the trade mark as an indication of ori-
gin is of primary importance to the consumer or end 
user, it is also relevant to intermediaries who deal with 
the product commercially. As with consumers or end 
users, it will tend to influence their conduct in the mar-
ket. 
In general, the perception of consumers or end users 
will play a decisive role. The whole aim of the com-
mercialisation process is the purchase of the product by 
those persons and the role of the intermediary consists 
as much in detecting and anticipating the demand for 
that product as in increasing or directing it. 
Accordingly, the relevant classes of persons com-prise 
principally consumers and end users. However, de-
pending on the features of the product market con-
cerned, the influence of intermediaries on decisions to 
purchase, and thus their perception of the trade mark, 
must also be taken into consideration. 
 
Source: curia.europa.eu 
 
 
European Court of Justice, 2 November 2008 
(V. Skouris, C. Gulmann, J.N. Cunha Rodrigues, J.-P. 
Puissochet and R. Schintgen) 
JUDGMENT OF THE COURT (Sixth Chamber) 
29 April 2004 (1) 
 (Trade marks – Directive 89/104/EEC – Article 
12(2)(a) – Revocation of rights conferred by the trade 
mark – Trade mark which has become the common 

name in the trade – Relevant classes of persons for pur-
poses of the assessment) 
In Case C-371/02, 
REFERENCE to the Court under Article 234 EC by the 
Svea hovrätt (Sweden) for a preliminary ruling in the 
proceedings pending before that court between  
Björnekulla Fruktindustrier AB 
and 
Procordia Food AB, 
on the interpretation of Article 12(2)(a) of the First 
Council Directive 89/104/EEC of 21 December 1988 to 
approximate the laws of the Member States relating to 
trade marks (OJ 1989 L 40, p. 1), 
THE COURT (Sixth Chamber), 
composed of: V. Skouris, acting as the President of the 
Sixth Chamber, C. Gulmann (Rapporteur), J.N. Cunha 
Rodrigues, J.-P. Puissochet and R. Schintgen, Judges, 
Advocate General: P. Léger, 
Registrar: H. von Holstein, 
after considering the written observations submitted on 
behalf of: 
–  Procordia Food AB, by B. Eliasson, jur kand,  
 the Swedish Government, by K. Wistrand, acting as 
Agent, 
–  the Italian Government, by I.M. Braguglia, acting as 
Agent, and by O. Fiumara, vice avvocato generale dello 
Stato, 
–  the United Kingdom Government, by P. Ormond, 
acting as Agent, assisted by M. Tappin, barrister, 
–  the Commission of the European Communities, by 
C. Tufvesson and N.B. Rasmussen, acting as Agents, 
having regard to the Report for the Hearing, 
after hearing the oral observations of Björnekulla Fruk-
tindustrier AB, represented by I. Bernhult and B.A. 
Samuelson, advokater, Procordia Food AB, represented 
by B. Eliasson and M. Plogell, advokat, and the Com-
mission, represented by C. Tufvesson and N.B. 
Rasmussen, at the hearing on 10 September 2003, 
after hearing the Opinion of the Advocate General at 
the sitting on 13 November 2003, 
gives the following 
Judgment 
1 By order of 14 October 2002, received at the Court 
on 16 October 2002, the Svea hovrätt (Svea Court of 
Appeal) referred for a preliminary ruling under Article 
234 EC a question on the interpretation of Article 
12(2)(a) of the First Council Directive 89/104/EEC of 
21 December 1988 to approximate the laws of the 
Member States relating to trade marks (OJ 1989 L 40, 
p. 1) (hereinafter ‘the Directive’).  
2 That question was raised in the course of proceedings 
between Björnekulla Fruktindustrier AB (hereinafter 
‘Björnekulla’) and Procordia Food AB (hereinafter 
‘Procordia’), proprietor of the Bostongurka trade mark 
used in respect of a preserve consisting of chopped 
pickled gherkins, relating to the rights conferred by that 
trade mark, the revocation of which is sought by 
Björnekulla. 
I – Legal framework 
Community law 
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3 Under the heading ‘Grounds for refusal or invalidity’, 
the Directive states at Article 3(1)(b), (c) and (d): 
 ‘1. The following shall not be registered or if regis-
tered shall be liable to be declared invalid:  
… 
 (b) trade marks which are devoid of any distinctive 
character;  
 (c) trade marks which consist exclusively of signs or 
indications which may serve, in trade, to designate the 
kind, quality, quantity, intended purpose, value, geo-
graphical origin, or the time of production of the goods 
or of rendering of the service, or other characteristics of 
the goods or service;  
 (d) trade marks which consist exclusively of signs or 
indications which have become customary in the cur-
rent language or in the bona fide and established 
practices of the trade;’.  
4 Under the heading ‘Grounds for revocation’, Article 
12(2)(a) provides: 
‘2. A trade mark shall also be liable to revocation if, 
after the date on which it was registered,  
(a)  in consequence of acts or inactivity of the proprie-
tor, it has become the common name in the trade for a 
product or service in respect of which it is registered;’.  
National law 
5 Under Article 25 of the Swedish Trade Marks Law 
1960:644 of 2 December 1960, as amended for the pur-
poses of transposing the Directive (hereinafter ‘the 
Swedish Trade Marks Law’) a trade mark may be re-
voked if it no longer has a distinctive character. 
The main proceedings 
6 Björnekulla brought proceedings against Procordia 
before the tingsrätt (District Court) seeking revocation 
of the Bostongurka trade mark. It claimed that the trade 
mark had lost its distinctive character, as it was consid-
ered to be a generic name for chopped pickled 
gherkins.  
7 In support of its application, it relied principally on 
two market research surveys of consumers. 
8 Procordia contested that application, citing in particu-
lar a market research survey of leading operators in the 
grocery, mass catering and food stall sectors.  
9 Relying principally on the travaux préparatoires for 
the Swedish Law on Trade Marks, the tingsrätt held 
that the relevant class of persons for determining 
whether or not the trade mark had lost its distinctive 
character was the distribution chain level which had 
been the subject of the research carried out by Procor-
dia. It dismissed Björnekulla’s application on the 
ground that Björnekulla had failed to prove that the 
trade mark no longer had a distinctive character. 
10 The Svea hovrätt considers that it is not clear from 
either the wording of Article 25 of the Swedish Law on 
Trade Marks or that of Article 12(2)(a) of the Directive 
which classes of persons are relevant in determining 
whether a trade mark has lost its distinctive character. 
According to it, if the Swedish Law on Trade Marks is 
interpreted on the basis of the travaux préparatoires, the 
relevant classes of persons are those who deal commer-
cially with the product. However, the Svea hovrätt is 

uncertain whether such an interpretation is consistent 
with the Directive. 
11 Accordingly, it decided to stay the proceedings and 
refer the following question to the Court of Justice for a 
preliminary ruling:  
‘In cases where a product is handled at several stages 
before it reaches the consumer what is or are, under Ar-
ticle 12(2)(a) of the Trade Mark Directive, the relevant 
class or classes of persons for determining whether a 
trade mark has become the common name in the trade 
for a product in respect of which it is registered?’ 
The question referred 
12 By the question referred, the national court is essen-
tially asking whether Article 12(2)(a) of the Directive 
must be interpreted as meaning that in cases where in-
termediaries participate in the distribution to the 
consumer or end user of a product which is the subject 
of a registered trade mark, the relevant classes of per-
sons whose views must be taken into account for 
assessing whether that trade mark has become the 
common name in the trade for the product in question 
comprise all consumers or end users of the product 
and/or all those in the trade who deal with the product 
commercially., the rel  
13 Where a national court is called upon to interpret 
national law, whether the provisions in question were 
adopted before or after the directive concerned, it is re-
quired to do so, so far as possible, in the light of the 
wording and the purpose of the directive in order to 
achieve the result pursued by the latter and thereby 
comply with the third paragraph of Article 249 EC (see, 
inter alia, Case C-106/89 Marleasing [1990] ECR I-
4135, paragraph 8, and Case C-218/01 Henkel [2004] 
ECR I-0000, paragraph 60). That applies notwithstand-
ing any contrary interpretation which may arise from 
the travaux préparatoires for the national rule.  
14 The answer to the question referred by the national 
court depends principally on the meaning of the expres-
sion ‘in the trade’ used in Article 12(2)(a) of the 
Directive. 
15 Björnekulla and the Italian Government argue that 
the relevant class of persons comprises solely consum-
ers. Conversely, Procordia and the Swedish 
Government submit that the relevant class of persons 
comprises solely operators who deal with the product 
commercially. The Commission argues that the rele-
vant class of persons comprises above all the 
consumers of the product but that, depending on the 
circumstances of the case, it may also include other 
groups, in particular intermediaries. 
16 It must be noted in that regard that it is settled case-
law that Community provisions must be interpreted and 
applied uniformly in the light of the versions existing in 
the other Community languages (see, to that effect, in-
ter alia, Case 19/67 Van der Vecht [1967] ECR 345, 
354, and Case C�219/95 P Ferriere Nord v Commis-
sion [1997] ECR I-4411, paragraph 15). 
17 Consideration of the different language versions of 
Article 12(2)(a) of the Directive shows that the expres-
sions used in the English and Finnish versions (‘in the 
trade’ and ‘elinkeinotoiminnassa’) refer to trade circles 
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alone, while those used in the Spanish, Danish, Ger-
man, Greek, French, Italian, Dutch, Portuguese and 
Swedish versions (‘en el comercio’, ‘inden for han-
delen’, ‘im geschäftlichen Verkehr’, ‘συνήθης 
εμπορική ονομασία’, ‘dans le commerce’, ‘la generica 
denominazione commerciale’, ‘in de handel’, ‘no 
comércio’ and ‘i handeln’) refer both to consumers and 
end users as well as to the operators who distribute the 
product. 
18 It would thus appear that in the majority of those 
language versions the Community provision which 
must be interpreted is not restricted to those in the trade 
alone. 
19 That view is supported by the general scheme and 
the objectives of the Directive. 
20 The essential function of the trade mark is to guar-
antee the identity of the origin of the marked goods or 
service to the consumer or end user by enabling him, 
without any possibility of confusion, to distinguish the 
goods or service from others which have another origin 
(see, inter alia, Case C-39/97 Canon [1998] ECR I-
5507, paragraph 28, and Case C�517/99 Merz & 
Krell [2001] ECR I-6959, paragraph 22). For the trade 
mark to be able to fulfil its essential role in the system 
of undistorted competition which the EC Treaty seeks 
to establish, it must offer a guarantee that all the goods 
or services bearing it have been produced under the 
control of a single undertaking which is responsible for 
their quality (Canon, paragraph 28).  
21 That essential function of trade marks has been in-
corporated by the Community legislature into Article 2 
of the Directive, which provides that signs which are 
capable of being represented graphically may only con-
stitute a trade mark if they are capable of distinguishing 
the goods or services of one undertaking from those of 
other undertakings (Merz & Krell, paragraph 23). 
22 That condition is given effect to in, inter alia, Arti-
cles 3 and 12 of the Directive. While Article 3 specifies 
the circumstances in which a trade mark is incapable, 
ab initio, of fulfilling its function as an indication of 
origin, Article 12(2)(a) addresses the situation where 
the trade mark is no longer capable of fulfilling that 
function. 
23 If the function of the trade mark as an indication of 
origin is of primary importance to the consumer or end 
user, it is also relevant to intermediaries who deal with 
the product commercially. As with consumers or end 
users, it will tend to influence their conduct in the mar-
ket. 
24 In general, the perception of consumers or end users 
will play a decisive role. The whole aim of the com-
mercialisation process is the purchase of the product by 
those persons and the role of the intermediary consists 
as much in detecting and anticipating the demand for 
that product as in increasing or directing it. 
25 Accordingly, the relevant classes of persons com-
prise principally consumers and end users. However, 
depending on the features of the product market con-
cerned, the influence of intermediaries on decisions to 
purchase, and thus their perception of the trade mark, 
must also be taken into consideration.  

26 The answer to the question referred must therefore 
be that Article 12(2)(a) of the Directive should be in-
terpreted as meaning that in cases where intermediaries 
participate in the distribution to the consumer or the 
end user of a product which is the subject of a regis-
tered trade mark, the relevant classes of persons whose 
views fall to be taken into account in determining 
whether that trade mark has become the common name 
in the trade for the product in question comprise all 
consumers and end users and, depending on the fea-
tures of the market concerned, all those in the trade 
who deal with that product commercially. 
Costs 
27 The costs incurred by the Swedish, Italian and 
United Kingdom Governments, and by the Commis-
sion, which have submitted observations to the Court, 
are not recoverable. Since the proceedings are, for the 
parties to the main proceedings, a step in the action 
pending before the national court, the decision on costs 
is a matter for that court.  
 On those grounds, 
THE COURT (Sixth Chamber), 
in answer to the questions referred to it by the Svea 
hovrätt by order of 14 October 2002, hereby rules: 
Article 12(2)(a) of the First Council Directive of 21 
December 1988 to approximate the laws of the Member 
States relating to trade marks should be interpreted as 
meaning that in cases where intermediaries participate 
in the distribution to the consumer or the end user of a 
product which is the subject of a registered trade mark, 
the relevant classes of persons whose views fall to be 
taken into account in determining whether that trade 
mark has become the common name in the trade for the 
product in question comprise all consumers and end 
users and, depending on the features of the market con-
cerned, all those in the trade who deal with that product 
commercially. 
 
 
OPINION OF ADVOCATE GENERAL 
LÉGER  
 
delivered on 13 November 2003 (1) 
Case C-371/02  
Björnekulla Fruktindustrier AB 
v 
Procordia Food AB 
 (Trade marks – Article 12(2)(a) of First Directive 
89/104/EEC – Revocation of rights conferred by the 
trade mark – Trade mark which has become the com-
mon name in the trade for the goods or services in 
relation to which the mark is registered – Assessment 
criteria – Determination of the relevant classes of per-
sons for the purposes of the assessment – Persons in the 
trade who deal with the goods or services concerned 
commercially – Consumers or end users of that type of 
goods or services) 
1.       How to assess whether a trade mark has become 
a common name in the trade for a product or service in 
respect of which it has been registered, with the result 
that the trade mark may be revoked? Should such a 
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finding be based only on the perceptions of persons in 
the trade who deal in those types of products or ser-
vices commercially or should it also be based on the 
perceptions of the relevant consumers?  
2.       Those are, in substance, the questions referred by 
the Svea hovrätt (Svea Court of Appeal), Sweden, in a 
dispute between two economic operators regarding a 
word mark relating to a food product which is com-
monly consumed in Sweden. By these questions, the 
national court asks the Court to interpret, for the first 
time, the provisions of Article 12(2)(a) of the First 
Council Directive 89/104/EEC of 21 December 1988 to 
approximate the laws of the Member States relating to 
trade marks.  (2)  
I –  Legal background 
A – Community legislation 
3.       The Directive represents the first steps taken to 
approximate the national laws relating to trade marks, 
and its purpose is to put an end to disparities in this 
field, which may impede the free movement of goods 
and freedom to provide services and may distort com-
petition within the common market, and which most 
directly affect the functioning of that market. (3)  
4.       To that end, the Directive provides that the con-
ditions for obtaining and continuing to hold a registered 
trade mark should, in general, be identical in all Mem-
ber States and that trade marks which have been duly 
registered should enjoy the same protection. (4)  
5.       As regards the registration of trade marks, Article 
2 of the Directive states that a trade mark may consist 
of any sign capable of being represented graphically, 
provided that such signs are capable of distinguishing 
the goods or services of one undertaking from those of 
other undertakings.  (5)  
6.       In keeping with that requirement, Article 3(1) of 
the Directive lists certain cases in which a sign may not 
be registered as a trade mark, or, if registered, is liable 
to be declared invalid. 
7.       This is the case inter alia where a trade mark is 
devoid of any distinctive character, (6) as well as where 
trade marks are ‘descriptive’, that is to say when they 
‘... consist exclusively of signs or indications which 
may serve, in trade, to designate the kind, quality, in-
tended purpose, value, geographical origin or the time 
of production of the goods or of rendering the service, 
or other characteristics of the goods or service’. (7)  
8.       The same applies to ‘trade marks which consist 
exclusively of signs or indications which have become 
customary in the current language or in the bona fide 
and established practices of the trade’. (8)  
9.       However, a trade mark is not to be refused regis-
tration or to be declared invalid in any of these three 
cases if, before the date of application for registration 
and following the use which has been made of it, it has 
acquired a distinctive character.  (9)  
10.     As regards the protection of trade marks, Article 
5(1) of the Directive sets out the principle that a regis-
tered trade mark confers on the proprietor exclusive 
rights in relation to the specified goods or services, en-
titling him to a monopoly right in the registered sign as 
a trade mark, without limit of time. 

11.     Article 12 of the Directive lists three separate 
cases in which the rights of the holder of a trade mark 
may be revoked. 
12.     One of these is specified in Article 12(2)(a) of 
the Directive. It applies where, ‘after the date on which 
[a trade mark] was registered, in consequence of acts or 
inactivity of the proprietor, it has become the common 
name in the trade for a product or service in respect of 
which it is registered’. It is those provisions of the Di-
rective whose interpretation is requested by the national 
court. 
13.     Following on from the Directive, Council Regu-
lation (EC) No 40/94 of 20 December 1993 on the 
Community trade mark (10) introduced the Community 
trade mark, which is a new type of industrial property, 
distinct from national trade marks and having equal ef-
fect throughout the Community. (11)  
14.     The provisions of the Regulation relating to the 
obtaining, protection and revocation of rights conferred 
by a trade mark are the same as, or at least substantially 
similar to, those of the Directive in that regard. (12)  
B – National legislation 
15.     Article 25 of the Swedish Trade Marks Law 
1960:644 of 2 December 1960, as amended for the pur-
poses of implementing the Directive, states that a trade 
mark may be revoked if it no longer has a distinctive 
character. 
16.     According to the order for reference, the travaux 
préparatoires for that law include a statement that ‘in 
determining whether a trade mark has lost its distinc-
tive character, particular account must be taken of the 
perception of those who deal with the product commer-
cially’. (13)  
17.     That statement is echoed in the report of the va-
rumärkes- och firmautredning (Working Group on 
Trade Marks and Business Names), which states that ‘it 
is not sufficient for a considerable proportion of the 
relevant class of persons to perceive the trade mark as a 
freely available description, as long as a significant 
number of those who deal most closely with the prod-
uct perceive the trade mark as having a distinctive 
character’. (14) It goes on to say that ‘in that regard, it 
is the perception within the upstream distribution 
stages, in the wholesale trade, in the purchasing sec-
tions of department stores and retail businesses, etc., 
which is conclusive, rather than that of sales staff in 
retail shops or of consumers’.  (15)  
II –  Facts and procedure in the main proceedings 
18.     Procordia Food AB (hereinafter ‘Procordia’), a 
company incorporated in Sweden, is the proprietor of 
the registered trade mark ‘Bostongurka’, relating to a 
preserve consisting of chopped pickled gherkins. 
19.     Björnekulla Fruktindustrier AB (hereinafter 
‘Björnekulla’), which is also a company incorporated in 
Sweden, makes pickled gherkins, pickled beetroot and 
other semi-pickled products. 
20.     Björnekulla brought proceedings against Procor-
dia seeking revocation of the trade mark of which the 
latter is proprietor. The basis of Björnekulla’s claim 
was that the trade mark had lost its distinctive character 
since, in its submission, the word ‘Bostongurka’ is now 
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considered to be a generic term for chopped pickled 
gherkins. It referred in that regard to two consumer 
surveys in which the majority of those questioned had 
considered that the term ‘Bostongurka’ could be freely 
used by any producer of chopped pickled gherkins. 
21.     Procordia disputed this claim. It relied on a mar-
ket research survey of leading operators in the grocery, 
mass catering and food stall sectors. According to that 
survey, half of those questioned had claimed to recog-
nise the term ‘Bostongurka’ as a trade mark for 
chopped pickled gherkins. 
22.     The court before which the case had been 
brought, the tingsrätt (District Court), Sweden, dis-
missed Björnekulla’s claim for revocation on the 
ground that it had failed to prove that the trade mark no 
longer had a distinctive character. It based its conclu-
sions in particular on the travaux préparatoires for the 
Swedish Trade Marks Law, and held that the relevant 
class of persons for determining whether or not the 
trade mark in dispute had lost its distinctive character 
consisted of those involved in the distribution chain for 
the goods in question. 
23.     Björnekulla appealed against this decision to the 
Svea hovrätt. It argued that it was apparent from the 
Court’s case-law that the public’s perception was con-
clusive when establishing whether, under the Directive, 
a trade mark could be registered and whether there was 
a likelihood of confusion which might constitute an in-
fringement of the trade mark. The same should apply to 
the revocation of a trade mark. 
24.     Procordia submitted that the travaux prépara-
toires for the Directive and its wording, in particular 
when the various language versions were compared, 
showed that the relevant class of persons is those who 
deal with the product commercially. 
III –  The question referred for a preliminary ruling 
25.     In the light of the parties’ submissions, the Svea 
hovrätt decided to stay the proceedings and to refer the 
following question to the Court for a preliminary rul-
ing:’In cases where a product is handled at several 
stages before it reaches the consumer what is or are, 
under Article 12(2)(a) of the Trade Mark Directive, the 
relevant class or classes of persons for determining 
whether a trade mark has become the common name in 
the trade for a product in respect of which it is regis-
tered?’ 
IV –  Analysis 
26.     The main issue raised by the question referred by 
the national court is whether Article 12(2)(a) of the Di-
rective should be interpreted as meaning that in order to 
assess whether a trade mark has become a common 
name in the trade for a product in respect of which the 
mark is registered, with the result that the trade mark 
may be revoked, account should be taken of the percep-
tion only of those in the trade who deal with the type of 
goods commercially, or whether the perception of con-
sumers of that type of goods is also relevant. 
27.     This question applies particularly where the 
goods in question pass through several trade sectors 
before reaching the consumer or end users, that is to 
say that its commercialisation follows a route which 

involves several successive intermediaries, such as dis-
tributors and retailers. 
28.     In order to answer that question, in accordance 
with the methods of interpretation of the Court, the 
wording of the Directive, in particular in its different 
language versions, its general scheme and its objectives 
must be considered in turn. (16)  
A – The wording of Article 12(2)(a) of the Directive 
29.     Article 12(2)(a) of the Directive provides that ‘a 
trade mark shall ... be liable to revocation if, after the 
date on which it was registered, in consequence of acts 
or inactivity of the proprietor, it has become the com-
mon name in the trade for a product or service in 
respect of which it is registered’.  (17)  
30.     The question which lies at the heart of the debate 
in this case is that of the meaning of the expression ‘in 
the trade’, which is used in Article 12(2)(a). Assuming 
that this expression refers to the relevant class(es) of 
persons whose point of view is to be taken into account 
in assessing whether a trade mark has become a com-
mon name, the first question is whether, in the light of 
the wording of the provisions cited above, it is possible 
to identify the relevant class(es) in that regard. 
31.     In my opinion, the travaux préparatoires for the 
Directive are not of great assistance in analysing the 
wording of the provisions in question. 
32.     There is nothing in them which gives clear guid-
ance on the meaning of the words ‘in the trade’, added 
by the Commission in its amended proposal for the Di-
rective of 17 December 1985. (18)  
33.     Furthermore, contrary to what Procordia and the 
Swedish Government argue, no conclusive answer lies 
in the fact that Article 12(2)(a) of the Directive uses the 
expression ‘in the trade’, rather than the words ‘on the 
part of the public’, which appear in Articles 4(1)(b) and 
5(1)(b) of the Directive. Like the Commission, I am not 
convinced that these two expressions require to be con-
trasted. In any event, it would be wrong to think that 
the expression ‘on the part of the public’ refers only to 
consumers and excludes persons in the trade. Although, 
according to settled case-law, ‘the perception of marks 
in the mind of the average consumer of the type of 
goods or services in question plays a decisive role in 
the global appreciation of the likelihood of confusion’ 
within the meaning of Articles 4(1)(b) and 5(1)(b) of 
the Directive, (19) it would be wrong to conclude from 
that that the role is exclusive, that is to say that the per-
spective of persons in the trade should be entirely 
excluded from consideration. 
34.     In those circumstances, it is appropriate to com-
pare the different language versions of the Directive. 
35.     As the Court stated in CILFIT and Others, (20) 
‘it must be borne in mind that Community legislation is 
drafted in several languages and that the different lan-
guage versions are all equally authentic’. (21) It 
follows that ‘an interpretation of a provision of Com-
munity law ... involves a comparison of the different 
language versions’. (22) In other words, as the Court 
held in Van der Vecht, (23) ‘the need for a uniform in-
terpretation of Community regulations necessitates that 
this passage should not be considered in isolation, but 
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that, in cases of doubt, it should be interpreted and ap-
plied in the light of the versions existing in the other ... 
languages’. (24)  
36.     I agree with Procordia that the expression ‘in the 
trade’ in the English version appears to refer to a spe-
cific class of persons, whose perception alone falls to 
be taken into account, namely persons in the trade who 
carry on business in a particular commercial or indus-
trial activity, in a specific area or sector. (25) It would 
therefore appear not to be the case that the perception 
of consumers falls to be taken into account in assessing 
whether a trade mark has become a common name for 
the purposes of Article 12(2)(a) of the Directive. 
37.     The Finnish version of Article 12(2)(a) of the Di-
rective appears to be to the same effect. The word 
‘elinkeinotoiminnassa’ can be interpreted as referring 
only to economic operators in the context of their trad-
ing activities, to the exclusion of consumers. 
38.     None the less, such an exclusion does not appear 
in the other language versions of the Directive. 
39.     The Italian expression ‘la generica denominazi-
one commerciale’ and the equivalent Greek expression 
suggest that the assessment of the generic character of a 
name should be based on the perception of all persons 
(those in the trade and consumers) who use the term in 
their commercial relations, that is to say in buying and 
selling goods and in providing services. 
40.     This approach also underlies the French version 
of the Directive. The expression ‘dans le commerce’ is 
synonymous with ‘in the marketplace’. (26) The word 
‘marketplace’ implies the interface of supply and de-
mand or an exchange, a transaction, in particular 
between persons in the trade and consumers. The use of 
the expression ‘dans le commerce’ tends therefore to 
suggest that in order to assess whether a trade mark has 
become a common name, the perspective of both per-
sons in the trade who deal with the type of goods or 
services concerned commercially and of the consumers 
for whom the goods or services are intended should be 
taken into account. 
41.     What is stated above in relation to the French 
version of the Directive would also appear to apply to 
the other versions of the Directive, namely the Spanish, 
Danish, German, Dutch, Portuguese and Swedish ver-
sions. (27)  
42.     A comparison of these language versions shows 
that the great majority of them support the proposition 
that Article 12(2)(a) of the Directive should be inter-
preted as meaning that in order to assess whether a 
trade mark has become a common name, the perspec-
tive of persons in the trade who deal with the type of 
goods or services concerned commercially and of the 
consumers of the type of goods or services in question 
should be taken into account. 
43.     Nevertheless, bearing in mind the discrepancies 
between the different language versions of the Direc-
tive, and the lack of clear guidance provided by the 
travaux préparatoires for it, Article 12(2)(a) of the Di-
rective should, in accordance with settled case-law, be 
interpreted in the light of its general scheme and its ob-
jectives.  (28)  

B – The general scheme of the Directive 
44.     According to the settled case-law of the Court, 
the essential function of the trade mark is to guarantee 
the identity of the origin of the marked goods or service 
to the consumer or end user by enabling him, without 
any possibility of confusion, to distinguish the product 
or service from others which have another origin and to 
make his choice accordingly. (29) The trade mark 
should thus guarantee the identity of the origin of the 
marked product, that is to say it must offer a guarantee 
that all the goods or services bearing it have originated 
under the control of a single undertaking which is re-
sponsible for their quality. (30)  
45.     It is for that reason that Article 2 of the Directive 
lays down the principle that in order to constitute a 
trade mark, a sign must be capable of distinguishing the 
goods or services of one undertaking from those of 
other undertakings.  (31)  
46.     Several consequences flow from this principle. 
47.     First, signs or indications which are incapable of 
distinguishing the goods or services of one undertaking 
from those of other undertakings cannot be registered 
as a trade mark, or, if they have been registered, are li-
able to be declared invalid. That is the effect of Article 
3(1)(b), (c) and (d) of the Directive as regards respec-
tively trade marks which are devoid of any distinctive 
character, descriptive trade marks, and trade marks 
which consist exclusively of signs or indications which 
have become customary in the current language or in 
the bona fide and established practices of the trade. 
48.     Secondly, where, by the use which has been 
made of it, a sign has acquired a distinctive character 
which it did not originally have, it may be registered as 
a trade mark, and, if it has already been registered, is 
not liable to be declared invalid. That is stated in Arti-
cle 3(3) of the Directive, by way of qualification to the 
rules laid down in Article 3(1)(b), (c) and (d), referred 
to above. 
49.     Thirdly, in the converse situation, where a sign 
has, through the use which has been made of it, lost the 
distinctive character which it originally had at the time 
when it was registered as a trade mark, the trade mark 
may be revoked. That is the effect of Article 12(2)(a) of 
the Directive. 
50.     Those provisions apply where the use of a trade 
mark has become so widespread that the sign which 
constitutes the trade mark in question has come to des-
ignate the kind, the type or the nature of the goods or 
services covered by the registration rather than the spe-
cific goods or services originating from a particular 
undertaking. That is the case, for example, of the terms 
‘thermos’ for an insulated flask, ‘walkman’ for a port-
able stereo, ‘cellophane’ for a transparent film 
manufactured from cellulose hydrate and used for 
packaging, and ‘aspirin’ for a medicine which relieves 
pain and reduces body temperature and which is made 
from acetylsalicylic acid. 
51.     In cases such as those just mentioned, the func-
tion of the trade mark as an indication of origin has 
been lost. There is no longer any need for protection of 
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the sign registered as a trade mark and it is therefore 
liable to be revoked. 
52.     The effect of such a revocation is to terminate the 
exclusive right of the proprietor of the trade mark to 
control the use of it by third parties in business since, 
under Article 5(1) of the Directive, that exclusive right 
is capable of existing without limit of time, thereby al-
lowing the proprietor in question to monopolise the 
sign registered as a trade mark indefinitely. (32)  
53.     Once it is revoked other operators are allowed 
freely to use the registered sign. Revocation thus pur-
sues an aim which is in the public interest, namely that 
signs or indications which have become a common 
name for goods or services in respect of which registra-
tion of a trade mark is applied for, or a trade mark has 
been registered, may be available to or freely used by 
all. (33) Like Article 3(1)(c)and (d) of the Directive, 
Article 12(2)(a) reflects the legitimate objective of not 
allowing registration of a trade mark to be used to per-
petuate exclusive rights over terms that are generic or 
commonly associated with goods or services covered 
by the registration in question. Each of these provisions 
prevents such signs or indications from being reserved 
indefinitely to one undertaking because they have been 
registered as trade marks. 
54.     It follows from the above that Articles 3(1)(c) 
and (d) and 12(2)(a) of the Directive seek to achieve 
the same result, namely the guaranteeing of the distinc-
tive character of a trade mark as an indication of origin, 
and the avoidance of generic terms being reserved in-
definitely for a single undertaking by reason of their 
having been registered as a trade mark. 
55.     Since these provisions pursue the same result, 
they must be interpreted in the same way. (34) This is 
all the more the case as they use expressions or con-
cepts which are the same or substantially similar. 
56.     Article 12(2)(a) of the Directive should therefore 
be interpreted by reference to Article 3(1)(c) and (d) of 
that directive. 
57.     In that regard, the wording of Article 3(1)(d) of 
the Directive deserves particular attention. In order to 
assess whether a sign or an indication has become the 
common name for goods and services in respect of 
which the registration of the mark is applied for or has 
been applied for, with the result that such registration 
would be refused or that a registered trade mark is li-
able to be declared invalid, it expressly states that it 
should be considered whether the sign or indication in 
question has become customary ‘in the current lan-
guage or in the bona fide and established practices of 
the trade’ (as was held by the Court in Merz & Krell, 
cited above (35) ). 
58.     In my opinion, this expression clearly refers 
globally both to the perception of the average consumer 
of the type of goods or services in question (that is to 
say to the perception of the reasonably well-informed 
and reasonably observant and circumspect consumer) 
(36) and to that of persons in the trade who deal with 
those goods or services commercially. (37)  
59.     Indeed, this is illustrated by the practice currently 
followed by the Office for Harmonisation in the Inter-

nal Market (trade marks and designs) (OHIM) when 
applying Article 7(1)(d) of the Regulation, whose 
wording is the same as that of Article 3(1)(d) of the Di-
rective. 
60.     On the basis of these provisions in the Regula-
tion, the OHIM undertakes a global assessment of the 
perspective of the relevant classes of persons, which 
varies depending on the type of goods or services in 
question. Thus, where a mark relates to goods whose 
pattern of consumption is widespread, as may be the 
case with a food product, particular attention is paid to 
the meaning of the term in question in the current lan-
guage, that is to say not only from the perspective of 
the average consumer, but also that of persons in the 
trade concerned.  (38) Where a mark relates to goods or 
services whose use is limited to a restricted group of 
persons carrying on a particular trade, regard is had in-
stead to the perception of the term in question by the 
persons in the trade concerned, in other words to its 
meaning in the bona fide and established practices of 
the trade. (39)  
61.     This interpretation of Article 3(1)(d) of the Di-
rective, in parallel to that in Article 7(1)(d) of the 
Regulation, should be extended to the interpretation of 
Article 12(2)(a) of the Directive. 
62.     Article 12(2)(a) of the Directive should thus be 
interpreted as meaning that it refers, implicitly but nec-
essarily, both to the perspective of the average 
consumer of the type of goods or services concerned 
and to that of persons in the trade who deal with the 
type of goods or services in question commercially. 
63.     As regards a food product that is commonly con-
sumed, as is the case with the chopped pickled gherkins 
(at least in Sweden) at issue in the main proceedings, 
the marketing of which involves several successive in-
termediaries, it is thus appropriate, in order to assess 
whether the term protected by the trade mark has be-
come a common name in the trade, to take into account 
both the perspective of the average consumer and that 
of persons in the trade who deal with the type of prod-
uct in question commercially. 
64.     In my opinion, this analysis is supported by the 
interpretation given by the Court to Article 3(1)(c) and 
(3) of the Directive. 
65.     It should be noted that Article 3(1)(c) of the Di-
rective states that ‘the following shall not be registered 
or if registered shall be liable to be declared invalid: ... 
trade marks which consist exclusively of signs or indi-
cations which may serve, in trade, to designate the 
kind, quality, quantity, intended purpose, value, geo-
graphical origin, or the time of production of the goods 
or of rendering of the service, or other characteristics of 
the goods or service’.  (40)  
66.     In Windsurfing Chiemsee, cited above, the Court 
held that Article 3(1)(c) of the Directive ‘is not con-
fined to prohibiting the registration of geographical 
names as trade marks solely where they designate 
specified geographical locations which are already fa-
mous, or are known for the category of goods 
concerned, and which are therefore associated with 
those goods in the mind of the relevant class of per-
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sons, that is to say in the trade and amongst average 
consumers of that category of goods in the territory in 
respect of which registration is applied for’.  (41) Ac-
cording to the Court, therefore, it follows from the 
wording of Article 3(1)(c) that ‘geographical names 
which are liable to be used by undertakings must re-
main available to such undertakings as indications of 
the geographical origin of the category of goods con-
cerned’.  (42)  
67.     The Court was accordingly making it clear that 
the descriptive character of a trade mark (at the time of 
its registration) must be assessed globally, taking into 
account the perspective of all relevant classes of per-
sons, that is to say both that of the average consumer of 
the type of goods concerned and of persons in the trade 
who deal with the type of goods concerned commer-
cially. 
68.     This global assessment of the nature of a trade 
mark has also been held to apply when determining 
whether a sign which did not originally have a distinc-
tive character has acquired that character following the 
use which has been made of it, so that it may be regis-
tered as a trade mark in terms of Article 3(3) of the 
Directive. 
69.     In Windsurfing Chiemsee, cited above, the Court 
held that ‘the competent authority must make an overall 
assessment of the evidence that the mark has come to 
identify the product concerned as originating from a 
particular undertaking, and thus to distinguish that 
product from goods of other undertakings’. (43)  
70.     In that regard, the Court stated that ‘in assessing 
the distinctive character of a mark in respect of which 
registration has been applied for, the following may ... 
be taken into account: the market share held by the 
mark; how intensive, geographically widespread and 
long-standing use of the mark has been; the amount in-
vested by the undertaking in promoting the mark; the 
proportion of the relevant class of persons who, be-
cause of the mark, identify goods as originating from a 
particular undertaking; and statements from chambers 
of commerce and industry or other trade and profes-
sional associations’. (44)  
71.     The Court pointed out that in order for the re-
quirement laid down in Article 3(3) of the Directive to 
be satisfied, the relevant class of persons, or at least a 
significant proportion thereof, must identify goods as 
originating from a particular undertaking because of the 
trade mark. It added that such a conclusion could not be 
reached solely by reference to general, abstract, data 
such as predetermined percentages. (45)  
72.     It follows from this case-law that in the context 
of the application of Article 3(1)(c) and (3) of the Di-
rective, the question of whether a mark does or does 
not have a distinctive character, at the date of its regis-
tration, should be assessed globally, that is to say by 
considering a group of factors which relate both to the 
perspective of the average consumer of the type of 
goods or services concerned and to that of persons in 
the trade who deal with the goods or services in ques-
tion commercially. (46)  

73.     The same should apply for the purposes of as-
sessing the generic character of a trade mark once it has 
been registered. 
74.     The expression ‘in the trade’, which appears in 
Article 3(1)(c) of the Directive, is also found in Article 
12(2)(a) of that directive. Both logically and for rea-
sons of legal certainty, it may be assumed that the 
expression in question should be given the same mean-
ing in both provisions. (47)  
75.     Furthermore, I am of the opinion that whatever 
applies to assessing the distinctive character of a trade 
mark at the date of its registration applies equally for 
the purposes of assessing whether it has retained this 
character subsequently. It is, in reality, a question of 
two sides of the same coin. 
76.     Contrary to the submissions of Procordia and the 
Swedish Government, it is my view that this approach 
is not called into question by the fact that the revoca-
tion of a trade mark is considerably more serious than a 
decision to refuse to register a sign as a trade mark. 
77.     I do not deny that such a revocation may have 
material consequences for the proprietor of the trade 
mark, particularly where the revocation is based on the 
generic character of the mark. It may be assumed in 
such a case that the proprietor will have invested sig-
nificant sums in order to exploit the mark and to 
promote it in the market, particularly through advertis-
ing, to such a point that it has become the common 
name for the type of products or services in question. 
78.     Nevertheless, contrary to the submissions of Pro-
cordia and the Swedish Government, the conclusion 
cannot be drawn that the assessment of the generic 
character of a trade mark should rest with the perspec-
tive only of persons in the trade who deal with the type 
of goods or services concerned commercially, to the 
exclusion of that of the average consumer of the type of 
goods or services in question. In my opinion, such a 
conclusion would run counter to the objectives of the 
Directive. 
C – The objectives of the Directive 
79.     It must be noted that the Directive represents the 
first steps taken to approximate national trade mark 
laws and its purpose is to remove disparities in the field 
which may impede the free movement of goods and 
freedom to provide services and may distort competi-
tion within the common market, and which most 
directly affect the functioning of that market. (48)  
80.     As the Court has held on several occasions, trade 
mark rights ‘constitute an essential element in the sys-
tem of undistorted competition which the Treaty is 
intended to establish [and maintain]’. (49) By guaran-
teeing the identity of the origin of the marked goods or 
services to the consumer, trade marks contribute to-
wards the creation of a system of undistorted 
competition in which undertakings must be able to at-
tract and retain customers by the quality of their 
products or services. (50)  
81.     In my opinion, that objective might be under-
mined if it were sufficient to prove that a trade mark 
had become generic only amongst the persons in the 
trade who deal with the type of goods or services in 
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question commercially, for the trade mark to be re-
voked. To adopt such an approach would mean opening 
the door to certain practices that might distort competi-
tion within the market. 
82.     There must be a strong risk that some economic 
operators, who deal commercially with goods or ser-
vices that are the same as or similar to those covered by 
a trade mark, or who wish to enter that market, might 
resort to bringing proceedings for revocation of the 
trade mark solely in order to establish themselves in 
that market, thereby doing serious harm to the interests 
of their competitor (the proprietor of the trade mark) 
and benefiting improperly from his efforts and invest-
ment in promoting trade in the goods or services in 
question. The proprietor of the trade mark would be 
entitled to expect that he would receive lasting benefits 
from his efforts and investment, since a registered trade 
mark confers on its proprietor an exclusive monopoly, 
allowing him to claim the registered sign as a trade 
mark without limit of time. 
83.     That danger, which would inevitably arise if only 
the perspective of persons involved in the trade were to 
be taken into account, was also pointed out by Advo-
cate General Cosmas in his Opinion in Windsurfing 
Chiemsee, cited above, in relation to the assessment of 
the distinctive character of a trade mark acquired 
through use. Mostly for reasons of competition, some 
economic operators may have a particular interest in 
the mark being registered or refused registration, in 
which case the position they adopt will be based on ul-
terior motives.  (51)  
84.     Quite apart from these considerations based on 
the objective of freedom of competition which the Di-
rective seeks to achieve, it should be noted that, as the 
10th recital in the preamble to the Directive states, the 
function of the protection afforded by the trade mark is 
in particular to guarantee the mark as an indication of 
origin. 
85.     As has already been mentioned, the Court has 
consistently held that this function consists in guaran-
teeing the identity of the marked goods or service to the 
consumer or end user by enabling him, without any 
possibility of confusion, to distinguish the goods or 
service from others which have another origin.  (52)  
86.     It is in the light of this essential function of a 
trade mark, which underlies the Directive, that an as-
sessment should be made of whether a trade mark has 
become generic, with the result that it may be revoked. 
As has already been stated, if the Directive provided for 
revocation on this ground, it was precisely because the 
trade mark concerned no longer fulfilled its essential 
function. 
87.     In my opinion, it would be to misconstrue this 
essential function of a trade mark to base the assess-
ment of its generic character on the perspective only of 
persons in the trade who deal with the goods or services 
concerned commercially, to the exclusion of that of 
consumers or end users of that type of goods or ser-
vices. 
88.     Accordingly, the answer to the question referred 
should be that Article 12(2)(a) of the Directive should 

be interpreted as meaning that in order to assess 
whether a trade mark has become the common name in 
the trade for a product for which that trade mark is reg-
istered, with the result that the trade mark may be 
revoked, there should be taken into account globally 
both the perspective of consumers or end users of the 
type of goods or services concerned, and that of the 
persons in the trade who deal with that type of goods or 
services commercially. 
V –  Conclusion 
89.     In the light of the foregoing considerations, I pro-
pose that the Court should answer as follows the 
question referred for a preliminary ruling by the Svea 
hovrätt: 
Article 12(2)(a) of the First Council Directive 
89/104/EEC of 21 December 1988 to approximate the 
laws of the Member States relating to trade marks 
should be interpreted as meaning that in order to assess 
whether a trade mark has become the common name in 
the trade for a product for which that trade mark is reg-
istered, with the result that the trade mark may be 
revoked, there should be taken into account globally 
both the perspective of consumers or end users of the 
type of goods or services concerned, and that of the 
persons in the trade who deal with that type of goods or 
services commercially. 
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sauces, with the result that it was a common term in 
everyday language. Accordingly, the application for 
cancellation of the trade mark was held to be well 
founded. 
39 – See the decision of the first Cancellation Division 
of the OHIM of 15 December 1999 (C0000901341/1-
BSS) concerning the trade mark ‘BSS’ relating to oph-
thalmic pharmaceutical preparations and sterile 
solutions for ophthalmic surgery. That Cancellation 
Division held that in the medical and pharmaceutical 
fields the term represented a generic indication for 
‘balanced salt solution’. See also the decision of the 
first Board of Appeal of the OHIM of 19 December 
2000 (Case R 397/2000-1) concerning the trade mark 
‘Proteomics’ relating to various products and services 
in the field of scientific and medical research. Relying 
in particular on articles in specialist works and periodi-
cals, the first Board of Appeal held that the term was 
already in common use at the time of the registration of 
the contested trade mark, to designate a particular field 
of study, which had grown rapidly over recent years, in 
biotechnology. See, lastly, the decision of the first Can-
cellation Division of 11 December 2001 (85C 
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000703579/1) concerning the trade mark ‘DLC’ relat-
ing to razors and razor blades, utensils and various 
accessories for those goods. Relying on several articles 
appearing in various periodicals and on a scientific en-
cyclopaedia, that division of the OHIM held that the 
term in question was an established generic expression 
in the commercial area of metallurgy and not in purely 
academic circles to designate an industrial product 
called ‘diamond like carbon’, which was much valued 
for manufacturing cutting implements, such as those 
covered by the registration of the trade mark con-
cerned. 
40 – Emphasis added. 
41 – Paragraph 29, emphasis added. 
42 – Ibid., paragraph 30. 
43 – Paragraph 49. 
44 – Ibid., paragraph 51. 
45 – Ibid., paragraph 52. 
46 – In his Opinion in Windsurfing Chiemsee, cited 
above, Advocate General Cosmas took care to point out 
that in assessing the distinctive character of a trade 
mark which has been acquired through use, the relevant 
class of persons is essentially made up of consumers 
within the sector concerned, but also includes, in prin-
ciple, traders and undertakings selling similar products, 
as well as manufacturers of such products (point 72). 
47 – For an illustration of this situation, see, inter alia, 
the Opinion of Advocate General Jacobs in ARD, cited 
above, point 43. 
48 – First and third recitals in the preamble. 
49 – See, inter alia, Hag II, cited above, paragraph 13; 
Case C-349/95 Loendersloot [1997] ECR I�6227, 
paragraph 22; Case C-63/97 BMW [1999] ECR I-905, 
paragraph 62; Merz & Krell, cited above, paragraph 21; 
and Libertel, cited above, paragraph 48. 
50 – See, to that effect, Merz & Krell, cited above, 
paragraph 21. 
51 – See point 72 of the Opinion and the examples 
given. 
52 – See, inter alia, Merz & Krell, cited above, para-
graph 22. 
 
 


	 In cases where intermediaries participate in the distribution to the consumer or the end user of a product which is the subject of a registered trade mark, the relevant classes of persons whose views fall to be taken into account in determining whether that trade mark has become the common name in the trade for the product in question comprise all consumers and end users and, depending on the features of the market concerned, all those in the trade who deal with that product commercially.
	If the function of the trade mark as an indication of ori-gin is of primary importance to the consumer or end user, it is also relevant to intermediaries who deal with the product commercially. As with consumers or end users, it will tend to influence their conduct in the mar-ket.
	In general, the perception of consumers or end users will play a decisive role. The whole aim of the com-mercialisation process is the purchase of the product by those persons and the role of the intermediary consists as much in detecting and anticipating the demand for that product as in increasing or directing it.
	Accordingly, the relevant classes of persons com-prise principally consumers and end users. However, depending on the features of the product market con-cerned, the influence of intermediaries on decisions to purchase, and thus their perception of the trade mark, must also be taken into consideration.


