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TRADEMARK LAW

Risc of dilution — Article 5(2) Directive

e A Member State, where it exercises the option
provided by Article 5(2) of the Directive, is bound to
grant the specific protection both in_relation to
goods or services which are not similar and in rela-
tion to goods or services which are identical with or
similar to those covered by that mark.

A Member State, where it exercises the option provided
by Article 5(2) of the Directive, is bound to grant the
specific protection in question in cases of use by a third
party of a later mark or sign which is identical with or
similar to the registered mark with a reputation, both in
relation to goods or services which are not similar and
in relation to goods or services which are identical with
or similar to those covered by that mark.

o It is sufficient for the degree of similarity (not be-
ing likelihood of confusion) between the mark with a
reputation and the sign to have the effect that the
relevant section of the public establishes a link be-
tween the sign and the mark.

The infringements referred to in Article 5(2) of the Di-
rective, where they occur, are the consequence of a
certain degree of similarity between the mark and the
sign, by virtue of which the relevant section of the pub-
lic makes a connection between the sign and the mark,
that is to say, establishes a link between them even
though it does not confuse them (...). The existence of
such a link must, just like a likelihood of confusion in

the context of Article 5(1)(b) of the Directive, be ap-
preciated globally, taking into account all factors
relevant to the circumstances of the case (...). The pro-
tection conferred by Article 5(2) of the Directive is not
conditional on a finding of a degree of similarity be-
tween the mark with a reputation and the sign such that
there exists a likelihood of confusion between them on
the part of the relevant section of the public. It is suffi-
cient for the degree of similarity between the mark with
a reputation and the sign to have the effect that the
relevant section of the public establishes a link between
the sign and the mark.

Embellishment

e The fact that a sign is viewed as an embellishment
is not in itself an obstacle to protection by Article
5(2), unless the public views the sign purely as an
embellishment

The fact that a sign is viewed as an embellishment by
the relevant section of the public is not, in itself, an ob-
stacle to the protection conferred by Article 5(2) of the
Directive where the degree of similarity is none the less
such that the relevant section of the public establishes a
link between the sign and the mark. By contrast, where,
according to a finding of fact by the national court, the
relevant section of the public views the sign purely as
an embellishment, it necessarily does not establish any
link with a registered mark, with the result that one of
the conditions of the protection conferred by Article
5(2) of the Directive is then not satisfied.
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JUDGMENT OF THE COURT (Sixth Chamber)

23 October 2003 (1)

(Directive 89/104/EEC - Article 5(2) - Trade marks
with a reputation - Protection against use of a sign in
relation to identical or similar goods or services - De-
gree of similarity between the mark and the sign -
Effect on the public - Sign viewed as an embellishment)
In Case C-408/01,

REFERENCE to the Court under Article 234 EC by the
Hoge Raad der Nederlanden (Netherlands) for a pre-
liminary ruling in the proceedings pending before that
court between

Adidas-Salomon AG, formerly Adidas AG,

Adidas Benelux BV

and

Fitnessworld Trading Ltd,

on the interpretation of Article 5(2) of First Council Di-
rective 89/104/EEC of 21 December 1988
approximating the laws of the Member States relating
to trade marks (OJ 1989 L 40, p. 1),

THE COURT (Sixth Chamber),

composed of: J.-P. Puissochet, President of the Cham-
ber, C. Gulmann (Rapporteur), F. Macken, N. Colneric
and J.N. Cunha Rodrigues, Judges,
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Advocate General: F.G. Jacobs,

Registrar: M.-F. Contet, Principal Administrator,

after considering the written observations submitted on
behalf of:

- Adidas Salomon AG and Adidas Benelux BV, by C.
Gielen, advocaat,

- Fitnessworld Trading Ltd, by J.J. Brinkhof and
D.J.G. Visser, advocaten,

- the Netherlands Government, by H.G. Sevenster,
acting as Agent,

- the United Kingdom Government, by G.J.A.
Amodeo, acting as Agent, and M. Tappin, barrister,

- the Commission of the European Communities, by
H.M.H. Speyart and N.B. Rasmussen, acting as Agents,
having regard to the Report for the Hearing,

after hearing the oral observations of Adidas Salomon
AG and Adidas Benelux BV, represented by C. Gielen;
Fitnessworld Trading Ltd, represented by D.J.G. Vis-
ser; the United Kingdom Government, represented by
K. Manji, acting as Agent, and M. Tappin, and the
Commission, represented by N.B. Rasmussen and F.
Tuytschaever, advocaat, at the hearing on 3 April 2003,
after hearing the Opinion of the Advocate General at
the sitting on 10 July 2003,

gives the following

Judgment

1. By judgment of 12 October 2001, received at the
Court on 15 October 2001, the Hoge Raad der Neder-
landen (Supreme Court of the Netherlands) referred to
the Court for a preliminary ruling under Article 234 EC
two questions on the interpretation of Article 5(2) of
First Council Directive 89/104/EEC of 21 December
1988 approximating the laws of the Member States re-
lating to trade marks (OJ 1989 L 40, p. 1) (‘the
Directive’).

2. Those questions have been raised in proceedings be-
tween Adidas-Salomon AG and Adidas Benelux BV,
on the one hand, and Fitnessworld Trading Ltd (‘Fit-
nessworld’), on the other, in connection with the
marketing by Fitnessworld of sports clothing.

The legal background

3. Article 5(1) and (2) of the Directive provide:

‘1. The registered trade mark shall confer on the pro-
prietor exclusive rights therein. The proprietor shall be
entitled to prevent all third parties not having his con-
sent from using in the course of trade:

(@) any sign which is identical with the trade mark in
relation to goods or services which are identical with
those for which the trade mark is registered,;

(b)  any sign where, because of its identity with, or
similarity to, the trade mark and the identity or similar-
ity of the goods or services covered by the trade mark
and the sign, there exists a likelihood of confusion on
the part of the public, which includes the likelihood of
association between the sign and the trade mark.

2. Any Member State may also provide that the pro-
prietor shall be entitled to prevent all third parties not
having his consent from using in the course of trade
any sign which is identical with, or similar to, the trade
mark in relation to goods or services which are not
similar to those for which the trade mark is registered,

where the latter has a reputation in the Member State
and where use of that sign without due cause takes un-
fair advantage of, or is detrimental to, the distinctive
character or the repute of the trade mark.’

4. Article 13(A)(1)(b) and (c) of the Uniform Benelux
Law on Trade Marks, whose object is to transpose into
Benelux law Article 5(1) and (2) of the Directive, pro-
vides:

‘Without prejudice to any application of the ordinary
law governing civil liability, the exclusive rights in a
trade mark shall entitle the proprietor to oppose:

(b) any use, in the course of trade, of the mark or a
similar sign in respect of the goods for which the mark
is registered or similar goods where there exists a risk
of association on the part of the public between the sign
and the mark;

(c) any use, in the course of trade and without due
cause, of a trade mark which has a reputation in the
Benelux countries or of a similar sign for goods which
are not similar to those for which the trade mark is reg-
istered, where use of that sign would take unfair
advantage of, or would be detrimental to, the distinctive
character or the repute of the trade mark.’

The main proceedings

5. Adidas-Salomon AG, a company established in
Germany, is the proprietor of a figurative trade mark
registered at the Benelux Trade Mark Office for a
number of types of clothing. That mark is formed by a
motif consisting of three very striking vertical stripes of
equal width, running parallel, which appear on the side
and down the whole length of the article of clothing.
The motif may be executed in different sizes and dif-
ferent colour combinations, provided that it always
contrasts with the basic colour of the article of clothing.
6. The mark is the subject of an exclusive licence
granted in respect of the Benelux to Adidas Benelux
BV, a company established in the Netherlands.

7. Fitnessworld, a company established in the United
Kingdom, markets fitness clothing under the name Per-
fetto. A number of those articles of clothing bear a
motif of two parallel stripes of equal width which con-
trast with the main colour and are applied to the side
seams of the clothing.

8. Proceedings are pending before the Hoge Raad der
Nederlanden between Adidas-Salomon AG and Adidas
Benelux BV (‘Adidas’), on the one hand, and Fitness-
world in connection with the marketing by
Fitnessworld in the Netherlands of Perfetto clothing.

9. Adidas claims that that marketing of clothing with
two stripes creates a likelihood of confusion on the part
of the public, since the public might associate that
clothing with Adidas' sports and leisure clothing which
bears three stripes, and Fitnessworld thus takes advan-
tage of the repute of the Adidas mark. The exclusivity
of that mark could thereby be impaired.

10. The Hoge Raad takes the view that it is necessary to
determine whether the reference to non-similar goods
or services in Article 5(2) of the Directive and in Arti-
cle 13(A)(1)(c) of the Uniform Benelux Law on Trade
Marks must be interpreted as a restriction, that is to say,
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in the sense that the rules concerned do not apply where
a sign is used in relation to similar goods or services, or
whether that reference is intended merely to emphasise
that those rules apply also if the goods or services are
not similar, so that those rules are not restricted to cases
where the sign is used for similar goods.

11. If Article 5(2) of the Directive applies to the use of
a sign in relation to similar goods, the national court
seeks to ascertain, first, whether the criterion to be ap-
plied is a criterion other than confusion as to origin
and, second, whether the fact that the sign is viewed
purely as an embellishment by the relevant section of
the public is important to the assessment of the situa-
tion.

12. In that context, the Hoge Raad der Nederlanden de-
cided to stay proceedings and to refer the following
questions to the Court for a preliminary ruling:

‘1. (@ Must Article 5(2) of the Directive be inter-
preted as meaning that, under a national law
implementing that provision, the proprietor of a trade
mark which has a reputation in the Member State con-
cerned may also oppose the use of the trade mark or a
sign similar to it, in the manner and circumstances re-
ferred to therein, in relation to goods or services which
are identical with or similar to those for which the trade
mark is registered?

(b)  If the answer to Question 1(a) is in the nega-
tive: where Article 5(2) of the Directive is implemented
in a national law, must the concept of “likelihood of
confusion” referred to in Article 5(1)(b) of the Direc-
tive be interpreted as meaning that there exists such a
likelihood if a person other than the proprietor of the
trade mark uses a trade mark with a reputation or a sign
similar to it, in the manner and circumstances referred
to in Article 5(2) of the Directive, in relation to goods
or services which are identical with or similar to those
for which the trade mark is registered?

2. If the answer to Question 1(a) is in the affirmative:

(@) Must the question concerning the similarity be-
tween the trade mark and the sign in such a case be
assessed on the basis of a criterion other than that of
(direct or indirect) confusion as to origin, and if so, ac-
cording to what criterion?

(b) If the sign alleged to be an infringement in such
a case is viewed purely as an embellishment by the
relevant section of the public, what importance must be
attached to that circumstance in connection with the
question concerning the similarity between the trade
mark and the sign?’

Question 1

Question 1(a)

13. Question 1(a) contains the question whether, not-
withstanding the fact that Article 5(2) of the Directive
refers expressly only to use of a sign by a third party in
relation to goods or services which are not similar, that
provision is to be interpreted as entitling the Member
States to provide specific protection for a registered
trade mark with a reputation in cases where the later
mark or sign, which is identical with or similar to the
registered mark, is intended to be used or is used in re-

lation to goods or services identical with or similar to
those covered by that mark.

14. Since the decision making the reference was regis-
tered, the Court has answered that question in the
affirmative in Case C-292/00 Davidoff [2003] ECR I-
389.

15. Having regard to that interpretation and for the pur-
poses of an answer which will be helpful in resolving
the dispute in the main proceedings, Question 1(a) must
be understood as also seeking to ascertain whether a
Member State, where it exercises the option provided
by Article 5(2) of the Directive, is bound to grant the
specific protection in question in cases of use by a third
party of a later mark or sign which is identical with or
similar to the registered mark with a reputation, both in
relation to goods or services which are not similar and
in relation to goods or services which are identical with
or similar to those covered by that mark.

16. Adidas and the Commission contend that, on that
point, an affirmative answer must be given. The Com-
mission takes the view that such an answer is
necessarily inferred from paragraph 25 of Davidoff.

17. The United Kingdom Government, by contrast, pro-
poses a negative answer. A Member State is free to
adopt provisions restricted to the express wording of
Article 5(2) of the Directive, that is to say to goods or
services which are not similar. It is not bound to grant
the same protection also in relation to goods or services
which are identical or similar. The United Kingdom
Government contends, in any event, that it is for the
national courts to interpret a provision transposing Ar-
ticle 5(2) of the Directive in relation to the question of
what protection a Member State intended to confer on
proprietors of marks with a reputation.

18. In that regard, it should be noted that where a Mem-
ber State exercises the option provided by Article 5(2)
of the Directive, it must grant to the proprietors of
marks with a reputation a form of protection in accor-
dance with that provision.

19. In Davidoff (paragraphs 24 and 25), the Court ob-
served in support of its interpretation that, in the light
of the overall scheme and objectives of the system of
which Article 5(2) of the Directive is part, that article
cannot be given an interpretation which would lead to
marks with a reputation having less protection where a
sign is used for identical or similar goods or services
than where a sign is used for non-similar goods or ser-
vices. It went on to hold, in other words, that where the
sign is used for identical or similar goods or services, a
mark with a reputation must enjoy protection which is
at least as extensive as where a sign is used for non-
similar goods or services (Davidoff, paragraph 26).

20. In the light of those findings, the Member State, if it
transposes Article 5(2) of the Directive, must therefore
grant protection which is at least as extensive for iden-
tical or similar goods or services as for non-similar
goods or services. The Member State's option thus re-
lates to the principle itself of granting greater protection
to marks with a reputation, but not to the situations
covered by that protection when the Member State
grants it.
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21. It has been consistently held that, in applying na-
tional law, in particular national legislative provisions
which were specially introduced in order to transpose a
directive, the national court is required to interpret its
national law, so far as possible, in the light of the word-
ing and the purpose of the directive (see, in particular,
Case 14/83 Von Colson and Kamann [1984] ECR
1891, paragraph 26; Case 79/83 Harz [1984] ECR
1921, paragraph 26, and Case C-185/97 Coote [1998]
ECR 1-5199, paragraph 18).

22. The answer to Question 1(a) must therefore be that
a Member State, where it exercises the option provided
by Article 5(2) of the Directive, is bound to grant the
specific protection in question in cases of use by a third
party of a later mark or sign which is identical with or
similar to the registered mark with a reputation, both in
relation to goods or services which are not similar and
in relation to goods or services which are identical with
or similar to those covered by that mark.

Question 1(b)

23. Since Question 1(b) was posed only in the event of
a negative answer to Question 1(a), it does not require
an answer.

Question 2

Question 2(a)

24. By Question 2(a) the national court seeks essen-
tially to ascertain whether the protection conferred by
Article 5(2) of the Directive is conditional on a finding
of a degree of similarity between the mark with a repu-
tation and the sign such that there exists a likelihood of
confusion between them on the part of the relevant sec-
tion of the public.

25. Adidas submits that a finding of a likelihood of
confusion is not necessary. It is sufficient for the na-
tional court to find a likelihood of association on the
basis of a visual, aural or conceptual similarity between
the mark with a reputation and the sign. The Commis-
sion also submits that a likelihood of association is
sufficient.

26. Fitnessworld submits, by contrast, that the similar-
ity between the mark and the sign must be such that it
can create confusion on the part of the relevant section
of the public, having regard to the visual, aural and
conceptual similarities.

27. In that regard, it must be noted at the outset that,
unlike Article 5(1)(b) of the Directive, which is de-
signed to apply only if there exists a likelihood of
confusion on the part of the public, Article 5(2) of the
Directive establishes, for the benefit of trade marks
with a reputation, a form of protection whose imple-
mentation does not require the existence of such a
likelihood. Article 5(2) applies to situations in which
the specific condition of the protection consists of a use
of the sign in question without due cause which takes
unfair advantage of, or is detrimental to, the distinctive
character or the repute of the trade mark (see Case C-
425/98 Marca Mode [2000] ECR 1-4861, paragraphs
34 and 36).

28. The condition of similarity between the mark and
the sign, referred to in Article 5(2) of the Directive, re-
quires the existence, in particular, of elements of visual,

aural or conceptual similarity (see, in respect of Article
5(1)(b) of the Directive, Case C-251/95 SABEL
[1997] ECR 1-6191, paragraph 23 in fine, and Case
C-342/97 Lloyd Schuhfabrik Meyer [1999] ECR I-
3819, paragraphs 25 and 27 in fine).

29. The infringements referred to in Article 5(2) of the
Directive, where they occur, are the consequence of a
certain degree of similarity between the mark and the
sign, by virtue of which the relevant section of the pub-
lic makes a connection between the sign and the mark,
that is to say, establishes a link between them even
though it does not confuse them (see, to that effect,
Case C-375/97 General Motors [1999] ECR 1-5421,
paragraph 23).

30. The existence of such a link must, just like a likeli-
hood of confusion in the context of Article 5(1)(b) of
the Directive, be appreciated globally, taking into ac-
count all factors relevant to the circumstances of the
case (see, in respect of the likelihood of confusion,
SABEL, paragraph 22, and Marca Mode, paragraph
40).

31. The answer to Question 2(a) must therefore be that
the protection conferred by Article 5(2) of the Directive
is not conditional on a finding of a degree of similarity
between the mark with a reputation and the sign such
that there exists a likelihood of confusion between them
on the part of the relevant section of the public. It is
sufficient for the degree of similarity between the mark
with a reputation and the sign to have the effect that the
relevant section of the public establishes a link between
the sign and the mark.

Question 2(b)

32. By Question 2(b), the national court seeks essen-
tially to ascertain, in connection with the question
concerning the similarity between the mark with a
reputation and the sign, what importance must be at-
tached to a finding of fact by the national court to the
effect that the sign in question is viewed purely as an
embellishment by the relevant section of the public.
Observations submitted to the Court

33. Adidas submits that the fact that a sign is used or
viewed as an embellishment is of no importance to the
applicability of Article 5(2) of the Directive in situa-
tions such as those described by the national court.
Since that provision entitles the proprietor of a mark
with a reputation to oppose the use of any sign similar
to his mark, there is no requirement that the sign be dis-
tinctive. It could be any other sign, such as an
embellishment.

34. Fitnessworld proposes that the question be an-
swered to the effect that, if a sign is viewed purely as
an embellishment by the relevant section of the public,
there cannot in any event be an infringement to the
mark.

35. The Netherlands Government considers that even
the decorative use of a sign can dilute a mark with a
reputation, in particular where it is a figurative mark.
36. The United Kingdom Government confines itself to
contending that the fact that a sign is viewed as a mere
embellishment is not relevant to the question whether
that sign is similar to the mark with a reputation.
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37. According to the Commission, Article 5(2) of the
Directive concerns protection against the use of a sign
which is similar to the mark with a reputation to such
an extent that the use in question involves a likelihood
of dilution of or detriment to the mark's reputation. It is
in fact difficult to imagine that a sign bearing such a
similarity to a mark with a reputation can be regarded
as a mere embellishment. Conversely, by definition, a
mere embellishment cannot be similar, within the
meaning of Article 5(2) of the Directive, to a mark with
a reputation.

Reply of the Court

38. The answer to Question 2(a) shows that one of the
conditions of the protection conferred by Article 5(2) of
the Directive is that the degree of similarity between
the mark with a reputation and the sign must have the
effect that the relevant section of the public establishes
a link between the sign and the mark.

39. The fact that a sign is viewed as an embellishment
by the relevant section of the public is not, in itself, an
obstacle to the protection conferred by Article 5(2) of
the Directive where the degree of similarity is none the
less such that the relevant section of the public estab-
lishes a link between the sign and the mark.

40. By contrast, where, according to a finding of fact
by the national court, the relevant section of the public
views the sign purely as an embellishment, it necessar-
ily does not establish any link with a registered mark.
That therefore means that the degree of similarity be-
tween the sign and the mark is not sufficient for such a
link to be established.

41. The answer to Question 2(b) must therefore be that
the fact that a sign is viewed as an embellishment by
the relevant section of the public is not, in itself, an ob-
stacle to the protection conferred by Article 5(2) of the
Directive where the degree of similarity is none the less
such that the relevant section of the public establishes a
link between the sign and the mark. By contrast, where,
according to a finding of fact by the national court, the
relevant section of the public views the sign purely as
an embellishment, it necessarily does not establish any
link with a registered mark, with the result that one of
the conditions of the protection conferred by Article
5(2) of the Directive is then not satisfied.

Costs

42. The costs incurred by the Netherlands and United
Kingdom Governments and by the Commission, which
have submitted observations to the Court, are not re-
coverable. Since these proceedings are, for the parties
to the main proceedings, a step in the action pending
before the national court, the decision on costs is a mat-
ter for that court.

On those grounds,

THE COURT (Sixth Chamber),

in answer to the questions referred to it by the Hoge
Raad der Nederlanden by judgment of 12 October
2001, hereby rules:

1. A Member State, where it exercises the option pro-
vided by Article 5(2) of First Council Directive
89/104/EEC of 21 December 1988 to approximate the
laws of the Member States relating to trade marks, is

bound to grant the specific protection in question in
cases of use by a third party of a later mark or sign
which is identical with or similar to the registered mark
with a reputation, both in relation to goods or services
which are not similar and in relation to goods or ser-
vices which are identical with or similar to those
covered by that mark.

2. The protection conferred by Article 5(2) of Direc-
tive 89/104 is not conditional on a finding of a degree
of similarity between the mark with a reputation and
the sign such that there exists a likelihood of confusion
between them on the part of the relevant section of the
public. It is sufficient for the degree of similarity be-
tween the mark with a reputation and the sign to have
the effect that the relevant section of the public estab-
lishes a link between the sign and the mark.

3. The fact that a sign is viewed as an embellishment
by the relevant section of the public is not, in itself, an
obstacle to the protection conferred by Article 5(2) of
Directive 89/104 where the degree of similarity is none
the less such that the relevant section of the public es-
tablishes a link between the sign and the mark. By
contrast, where, according to a finding of fact by the
national court, the relevant section of the public views
the sign purely as an embellishment, it necessarily does
not establish any link with a registered mark, with the
result that one of the conditions of the protection con-
ferred by Article 5(2) of Directive 89/104 is then not
satisfied.

OPINION OF

ADVOCATE GENERAL JACOBS

delivered on 10 July 2003(1)

Case C-408/01

Adidas-Salomon AG and Adidas Benelux BV

%

Fitnessworld Trading Ltd

1. In this case the Hoge Raad der Nederlanden (Su-
preme Court of the Netherlands) has referred a series of
questions on the interpretation of Article 5(1) and (2) of
the Trade Marks Directive. (2)

2. At issue in particular is Article 5(2), under which
Member States may provide protection for the proprie-
tor of a trade mark with a reputation against use by
another party of a similar sign which ‘takes unfair ad-
vantage of, or is detrimental to, the distinctive character
or the repute of the trade mark'.

The Trade Marks Directive

3. Article 5 of the Directive provides in so far as rele-
vant:

‘1. The registered trade mark shall confer on the pro-
prietor exclusive rights therein. The proprietor shall be
entitled to prevent all third parties not having his con-
sent from using in the course of trade:

(@) any sign which is identical with the trade mark in
relation to goods or services which are identical with
those for which the trade mark is registered,;

(b) any sign where, because of its identity with, or
similarity to, the trade mark and the identity or similar-
ity of the goods or services covered by the trade mark
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and the sign, there exists a likelihood of confusion on
the part of the public, which includes the likelihood of
association between the sign and the trade mark.

2. Any Member State may also provide that the pro-
prietor shall be entitled to prevent all third parties not
having his consent from using in the course of trade
any sign which is identical with, or similar to, the trade
mark in relation to goods or services which are not
similar to those for which the trade mark is registered,
where the latter has a reputation in the Member State
and where use of that sign without due cause takes un-
fair advantage of, or is detrimental to, the distinctive
character or the repute of the trade mark.

3. Paragraphs 1 to 4 shall not affect provisions in any
Member State relating to the protection against the use
of a sign other than for the purposes of distinguishing
goods or services, where use of that sign without due
cause takes unfair advantage of, or is detrimental to, the
distinctive character or the repute of the trade mark.'

4. It may be noted that Article 4(1) of the Directive
provides that a trade mark is not to be registered or, if
registered, is liable to be declared invalid if, essentially,
it satisfies the same conditions as those set out in Arti-
cle 5(1) in relation to a sign, and that under Article
4(4)(a) Member States may provide that a trade mark is
not to be registered or, if registered, is liable to be de-
clared invalid if, essentially, it satisfies the conditions
set out in Article 5(2) in relation to a sign. Moreover
Article 9(1)(a), (b) and (c) (all of which are mandatory)
of Regulation No 40/94 (3) confer equivalent protec-
tion on a Community trade mark.

5. According to the written observations of the Com-
mission, all the Member States have made use of the
option conferred by Article 5(2) of the Directive. Arti-
cle 13A(1)(c) of the Uniform Benelux Law on trade
marks (4) transposes Article 5(2) in substantially simi-
lar terms.

The facts and the questions referred

6. The order for reference describes the facts and the
main proceedings as follows.

7. Adidas-Salomon AG is the owner of a figurative
trade mark formed by a motif consisting of three stripes
which is registered as a Benelux mark for a number of
types of clothing. Adidas Benelux BV is Adidas AG's
exclusive licensee for the Benelux countries. | shall re-
fer to those companies jointly as ‘Adidas'.

8. The trade mark is characterised by the fact that three
very striking vertical stripes of equal width, running
parallel, appear on the side and down the whole length
of the article of clothing, a motif which may be exe-
cuted in different colour combinations and different
sizes, provided that it always contrasts with the basic
colour of the article of clothing.

9. The triple-stripe logo of Adidas is a strong mark and
enjoys general recognition.

10. Fitnessworld Trading Ltd (‘Fitnessworld") markets
fitness clothing under the name Perfetto and acts as im-
porter for Perfetto Sportswear Inc. A number of the
articles of clothing offered for sale by Fitnessworld
bear a double-stripe motif. Those stripes run parallel,

are of equal width, contrast with the main colour and
are applied to the side seams of the clothing.

11. In September 1997 Adidas sought an interlocutory
order from the President of the Rechtbank te Zwolle
(District Court, Zwolle) enjoining Fitnessworld inter
alia (i) to cease using in the Benelux countries any sign
similar to the triple-stripe motif of Adidas, such as the
double-stripe motif used by Fitnessworld, as applied to
specified articles of clothing and (ii) to account for
profits on sales of the allegedly infringing articles.

12. Adidas based its claim on the argument that the of-
fering for sale by Fitnessworld of clothing with the
double-stripe motif creates a likelihood of confusion on
the part of the relevant section of the public in that it
might associate those articles of clothing with Adidas'
sports and leisure clothing which bear the triple-stripe
logo, that Fitnessworld is relying on the recognition
and popularity enjoyed by the triple-stripe mark and
that the exclusivity of that Adidas logo could be im-
paired.

13. In October 1997 the President of the Rechtbank
granted the orders sought. Fitnessworld appealed to the
Gerechtshof te Arnhem (Regional Court of Appeal,
Arnhem).

14. In August 1998 the Gerechtshof set aside the judg-
ment of the Rechtbank and, in a fresh judgment,
dismissed Adidas' claims.

15. The judgment of the Gerechtshof included the fol-
lowing statements:

‘5.10 On the principle that where a trade mark enjoys
a high degree of recognition the use of a sign similar to
it is more likely to create a likelihood of confusion, the
Gerechtshof nevertheless finds that for the time being
there is no likelihood of confusion in the present case.
The relevant section of the public at which Adidas aims
its products consists above all of people who wish to be
seen in exclusive and more expensive branded clothing.
That section of the public is well aware that Adidas is
distinguished by the triple-stripe motif and will there-
fore not become confused if it sees articles of clothing
with two stripes, such as the sports and leisure clothing
sold by Fitnessworld, even if the two stripes are applied
to the clothing in the same manner as the three stripes
of Adidas. Only the three stripes are associated with
Adidas. The difference between two and three stripes is
easy to detect, certainly when buying clothing, because
this will usually not be done hastily or thoughtlessly. In
this respect, on a global appreciation of the overall im-
pression, the Gerechtshof considers the presence of
three stripes to be a distinctive and dominant compo-
nent.

511 Moreover, the Gerechtshof considers that, as
Fitnessworld has for the time being demonstrated suffi-
ciently on the basis of ... exhibits, the stripe motif of
two vertical parallel stripes on the side seams, contrast-
ing with the background colour, has over the years been
regularly used in the Netherlands to embellish (sports)
clothing. It will therefore not do for Adidas, which has
chosen a triple-stripe motif as its trade mark, to attempt
to monopolise the stripe motif. As is apparent from the
exhibits produced by it, Adidas has been actively trying
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to do that since 1996 and, as it asserts, even earlier.
Monopolisation is certainly not possible in the present
case, in which the two-stripe motif is used only as an
embellishment and not as a trade mark, and the sports
clothing sold by Fitnessworld (almost) always bears the
Perfetto trade mark. The Gerechtshof rejects the asser-
tion by Adidas that such use leads to dilution of its
trade mark and that it suffers damage from such use
without due cause by Fitnessworld. Since the stripe
motif is a motif regularly used for the embellishment of
sports clothing, Fitnessworld does have due cause for
using that motif unless it bears similarity to the Adidas
mark, something which the Gerechtshof does not, how-
ever, ... for the time being accept.’

16. In essence, therefore, the Gerechtshof considered
that on the facts there was (i) no likelihood of confu-
sion given the relevant category of consumers and the
difference between the sign and the mark and (ii) no
dilution of Adidas' mark since the double-stripe motif
was used for embellishment or decoration.

17. Adidas appealed to the Hoge Raad der Nederlan-
den, arguing in particular that the Trade Marks
Directive provides protection, at least as regards marks
with a reputation and/or great distinctive character,
even where there is no likelihood of confusion, in cases
where unfair advantage is taken of, or detriment caused
to, the distinctive character or the repute of the trade
mark.

18. In that context, the Hoge Raad has the following
doubts about the correct interpretation of the Directive.
19. First, it questions whether Article 5(2), which is ex-
pressed to apply only where a sign is used in relation to
goods or services which are not similar to those for
which the trade mark is registered, can also apply in
relation to similar goods or services. If Article 5(2)
cannot apply in relation to similar goods, the Hoge
Raad wonders whether, if a third party uses a sign with
the characteristics and in the circumstances described
in that provision to the detriment of a trade mark with a
reputation, but for similar goods, a likelihood of confu-
sion within the meaning of Article 5(1)(b) may arise.
20. Second, it raises the question whether the Gerecht-
shof applied a correct criterion for determining whether
the signs at issue were similar within the meaning of
Article 5(2) of the Directive.

21. Finally, the Hoge Raad refers to the Gerechtshof's
statements concerning the use by Fitnessworld of the
double-stripe motif only as an embellishment. Taking
into account that court's earlier observation that such a
motif had been used in the Netherlands regularly over
the years as an embellishment for sports clothing, it
considers that the Gerechtshof clearly meant that the
relevant section of the public would view that motif
purely as an embellishment or decoration and thus not
as a trade mark. The Hoge Raad is not sure however
whether and to what extent that view taken by the pub-
lic affects the answer to the question whether there is
trade mark infringement in a case where the alleged in-
fringement lies in dilution.

22. The Hoge Raad has accordingly stayed the proceed-
ings and referred the following questions to the Court
for a preliminary ruling:

‘1(a) Must Article 5(2) of the Directive be interpreted
as meaning that, under a national law implementing
that provision, the proprietor of a trade mark which has
a reputation in the Member State concerned may also
oppose the use of the trade mark or a sign similar to it,
in the manner and circumstances referred to therein, in
relation to goods or services which are identical with or
similar to those for which the trade mark is registered?

(b)  If the answer to Question 1(a) is in the negative:
where Article 5(2) of the Directive is implemented in a
national law, must the concept of “likelihood of confu-
sion” referred to in Article 5(1)(b) of the Directive be
interpreted as meaning that there exists such a likeli-
hood if a person other than the proprietor of the trade
mark uses a trade mark with a reputation or a sign simi-
lar to it, in the manner and circumstances referred to in
Article 5(2) of the Directive, in relation to goods or
services which are identical or similar to those for
which the trade mark is registered?

2. If the answer to Question 1(a) is in the affirmative:
(@  Must the question concerning the similarity be-
tween the trade mark and the sign in such a case be
assessed on the basis of a criterion other than that of
(direct or indirect) confusion as to origin, and if so, ac-
cording to what criterion?

(b) If the sign alleged to be an infringement in such a
case is viewed purely as an embellishment by the rele-
vant section of the public, what importance must be
attached to that circumstance in connection with the
question concerning the similarity between the trade
mark and the sign?'

23. Written observations have been submitted by Adi-
das, Fitnessworld, the Netherlands and United
Kingdom Governments and the Commission, all of
whom except the Netherlands Government were also
represented at the hearing.

Question 1 and the Davidoff 11 judgment

24. By question 1(a) the referring court asks essentially
whether Article 5(2) of the Directive requires Member
States which choose to implement it to entitle the pro-
prietor of a trade mark with a reputation in the Member
State concerned to oppose the use of an identical or
similar sign, in the manner and circumstances described
in the provision, in relation to goods or services which
are identical or similar to those for which the trade
mark is registered.

25. Since the reference was made and the written ob-
servations lodged in the present case, that question has
in my view been answered in the affirmative by the
judgment of the Court in Davidoff Il. (5)

26. In that case the Court was asked in effect whether
Article 5(2) applies, as its wording suggests, only in
relation to goods or services which are not similar. The
Court ruled that Article 5(2) entitles the Member States
to provide specific protection for registered trade marks
with a reputation in cases where a later mark or sign,
which is identical or similar to the registered mark, is
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used for goods or services identical or similar to those
covered by the registered mark.

27. The United Kingdom however contends that the
judgment in Davidoff Il does not provide the answer to
the first question referred in the present case. In es-
sence, the United Kingdom submits that that judgment
was merely permissive: the Court ruled that Member
States in implementing Article 5(2) may lawfully ex-
tend protection to identical and similar goods or
services. The judgment does not however mean that
they are obliged to do so and implementation (such as
that at issue in the present case) which, in line with the
wording of Article 5(2), expressly limits protection to
non-similar goods or services remains both adequate
and lawful in accordance with its terms.

28. The United Kingdom submits that that interpreta-
tion follows from the fact that Article 5(2) is optional.
The Directive does not require Member States to pro-
vide any extra protection for marks with a reputation
but rather expressly confers a specific option for the
provision of such protection where the mark and the
sign are used in relation to non-similar goods or ser-
vices. If a Member State may properly decide to reject
Article 5(2) altogether, it must be lawful for it to decide
to implement only the express aspect of it.

29. | accept of course that the question referred and the
ruling given in Davidoff 11 are couched in terms of the
Directive's entitling Member States to provide protec-
tion in relation to identical and similar goods rather
than requiring such protection. That terminology how-
ever may be explained by the fact that Article 5(2) is an
optional provision, so that Member States are in any
event not required to implement it. Moreover | am not
persuaded by the United Kingdom's submission for a
number of reasons.

30. First, the Court in Davidoff Il explicitly stated that,
in the light of the overall scheme and objectives of the
legislation, ‘Article 5(2) cannot be given an interpreta-
tion which would lead to well-known marks having less
protection where a sign is used for identical or similar
goods or services than where a sign is used for non-
similar goods or services'. (6) It is clear from the fol-
lowing paragraphs in the judgment that the Court
considered that an interpretation of Article 5(2) which
did not protect against use of a sign in relation to simi-
lar goods or services would have that result.
Accordingly it follows from the judgment that Article
5(2) cannot be so interpreted. That factor alone to my
mind militates against the approach advocated by the
United Kingdom.

31. Furthermore, the United Kingdom's interpretation
runs directly counter to the statement in the preamble to
the Directive that ‘the grounds for refusal or invalidity
concerning the trade mark itself . or concerning con-
flicts between the trade mark and earlier rights, are to
be listed in an exhaustive manner, even if some of these
grounds are listed as an option for the Member States
which will therefore be able to maintain or introduce
those grounds in their legislation'. (7)

32. The Court has also consistently held that Articles 5
to 7 of the Directive embody a complete harmonisation

of the rules relating to the rights conferred by a trade
mark and accordingly define the rights of proprietors of
trade marks in the Community. (8)

33. Finally, it seems improbable that the Court in Davi-
doff 1l was intending to permit Member States to retain
national implementing legislation which did not extend
to similar goods or services given that the national leg-
islation at issue (like that at issue in the present case)
was, in line with the wording of Article 5(2), expressly
limited to non-similar goods or services; (9) the refer-
ring court needed to know whether that national
legislation none the less conferred protection where the
allegedly infringing use was in relation to similar goods
or services.

34. In my view therefore question 1(a) referred by the
Hoge Raad should be answered in the affirmative, to
the effect that Article 5(2) of the Directive is not cor-
rectly implemented unless the proprietor of a trade
mark with a reputation in the Member State concerned
is entitled to oppose the use of the mark or a similar
sign, in the manner and circumstances described in the
provision, not only in relation to goods or services
which are not similar but also in relation to goods or
services which are identical or similar to those for
which the trade mark is registered.

35. Since question 1(b) arises only if the answer to
question 1(a) is in the negative, it does not require an
answer.

The scope of Article 5(2): dilution, degradation and
free riding

36. Article 5(2) protects the proprietor of a mark with a
reputation against use of an identical or similar sign
‘where use of that sign without due cause takes unfair
advantage of, or is detrimental to, the distinctive char-
acter or the repute of the trade mark'. There are thus in
principle four types of use which may be caught: use
which takes unfair advantage of the mark's distinctive
character, use which takes unfair advantage of its re-
pute, use which is detrimental to the mark's distinctive
character and use which is detrimental to its repute.

37. The concept of detriment to the distinctive charac-
ter of a trade mark reflects what is generally referred to
as dilution. That notion was first articulated by
Schechter, (10) who advocated protection against in-
jury to a trade mark owner going beyond the injury
caused by use of an identical or similar mark in relation
to identical or similar goods or services causing confu-
sion as to origin. Schechter described the type of injury
with which he was concerned as the ‘gradual whittling
away or dispersion of the identity and hold upon the
public mind' of certain marks. (11) The courts in the
United States, where owners of certain marks have
been protected against dilution for some time, (12)
have added richly to the lexicon of dilution, describing
it in terms of lessening, watering down, debilitating,
weakening, undermining, blurring, eroding and insidi-
ous gnawing away at a trade mark. (13) The essence of
dilution in this classic sense is that the blurring of the
distinctiveness of the mark means that it is no longer
capable of arousing immediate association with the
goods for which it is registered and used. (14) Thus, to
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quote Schechter again, (15) ‘for instance, if you allow
Rolls Royce restaurants and Rolls Royce cafeterias, and
Rolls Royce pants, and Rolls Royce candy, in 10 years
you will not have the Rolls Royce mark any more'.

38. In contrast, the concept of detriment to the repute of
a trade mark, often referred to as degradation or tar-
nishment of the mark, describes the situation where - as
it was put in the well-known Claeryn / Klarein decision
of the Benelux Court of Justice (16) - the goods for
which the infringing sign is used appeal to the public's
senses in such a way that the trade mark's power of at-
traction is affected. That case concerned the identically
pronounced marks ‘Claeryn' for a Dutch gin and
‘Klarein' for a liquid detergent. Since it was found that
the similarity between the two marks might cause con-
sumers to think of detergent when drinking ‘Claeryn'
gin, the ‘Klarein' mark was held to infringe the
‘Claeryn' mark. (17)

39. The concepts of taking unfair advantage of the dis-
tinctive character or repute of the mark in contrast must
be intended to encompass ‘instances where there is
clear exploitation and free-riding on the coattails of a
famous mark or an attempt to trade upon its reputation'.
(18) Thus by way of example Rolls Royce would be
entitled to prevent a manufacturer of whisky from ex-
ploiting the reputation of the Rolls Royce mark in order
to promote his brand. (19) It is not obvious that there is
any real difference between taking advantage of a
mark's distinctive character and taking advantage of its
repute; since however nothing turns on any such differ-
ence in the present case, | shall refer to both as free-
riding.

40. In the present case it appears from the order for ref-
erence that Adidas is claiming that the use by
Fitnessworld of the two-stripe motif takes unfair advan-
tage of the repute of Adidas' trade mark (free-riding)
and is detrimental to the distinctive character of that
mark (dilution). (20) Against that background, the
Hoge Raad has referred two questions on the interpreta-
tion of Article 5(2).

Question 2(a)

41. In question 2(a) the Hoge Raad asks whether the
notion of similarity between a mark and a sign for the
purpose of Article 5(2) is to be assessed on the basis of
a criterion other than that of (direct or indirect) confu-
sion as to origin; if so, it asks the Court to indicate the
correct criterion.

42. Article 5(2) applies, like Article 5(1)(b), where the
mark and the sign are identical or similar. Both those
provisions impose further conditions for their applica-
tion: in particular Article 5(2) applies where use of the
sign without due cause takes unfair advantage of, or is
detrimental to, the distinctive character or the repute of
the mark, while Article 5(1)(b) applies where, because
of the identity or similarity, there exists a likelihood of
confusion on the part of the public.

43. It is clear from the judgments of the Court in SA-
BEL (21)and Lloyd(22)that in order to assess the
degree of similarity between a mark and a sign for the
purpose of Article 5(1)(b), and hence in order to assess
whether they are sufficiently similar to give rise to a

likelihood of confusion for the purpose of that provi-
sion, the national court must determine the degree of
visual, aural or conceptual similarity between them.
Since that ruling, the Court has recognised in Sieck-
mann(23)that a smell or olfactory sign may in principle
constitute a trade mark (although the requirement that
the sign be capable of graphic representation was not
satisfied by any of the means proposed in that case); the
national court may therefore in future be called on to
determine in addition the degree of olfactory similarity
between a mark and a sign. | agree with Fitnessworld,
Adidas and the Netherlands and United Kingdom Gov-
ernments that the national court must carry out the
same exercise - namely determine the degree of sensory
or conceptual similarity - in order to assess the degree
of similarity for the purpose of Article 5(2); indeed it is
difficult to see on what other basis similarity could be
assessed.

44. 1t is clearly not necessary however to show that that
similarity gives rise to a likelihood of confusion for the
purpose of Article 5(2), as Fitnessworld submits.

45, In SABEL(24) the Court explained the concepts of
direct and indirect confusion as to origin, indicating
that there would be direct confusion where the public
confused the sign and the mark in question and indirect
confusion where the public made a connection between
the proprietors of the sign and those of the mark and
confused them. Both direct and indirect confusion in
that sense constitute confusion within the meaning of
Article 5(1)(b). In contrast, likelihood of association
would arise where the public considered the sign to be
similar to the mark and perception of the sign called to
mind the memory of the mark, although the two were
not confused. The Court ruled that likelihood of asso-
ciation did not constitute confusion within the meaning
of Article 5(1)(b).

46. That provision, it will be recalled, entitles trade
mark owners to prevent third parties from using ‘any
sign where, because of its identity with, or similarity to,
the trade mark and the identity or similarity of the
goods or services covered ., there exists a likelihood of
confusion on the part of the public'. It thus requires a
direct causal relationship between the similarity (or
identity) and the likelihood of confusion. The interde-
pendence of the two concepts is further stressed in the
preamble to the Directive, which states that ‘it is indis-
pensable to give an interpretation of the concept of
similarity in relation to the likelihood of confusion'.
(25)

47. Article 5(2) in contrast makes no mention of a like-
lihood of confusion. The Court has moreover explicitly
stated that that provision “establishes, for the benefit of
well-known trade marks, a form of protection whose
implementation does not require the existence of a like-
lihood of confusion'. (26)

48. Although Article 5(2) applies only where the mark
and the sign are identical or similar, it does not explic-
itly require that that similarity cause a given state of
mind on the part of the public. Instead, the provision
focuses on the effect of the use against which it seeks
to protect, referring to use which “‘without due cause
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takes unfair advantage of, or is detrimental to, the dis-
tinctive character or the repute of the trade mark'.

49. It seems obvious that use of a sign cannot have such
an effect unless the sign brings the mark in some way
to the mind of the relevant public. Thus, considering in
the light of the general scheme and purpose of the Di-
rective the requirement in Article 5(2) that the trade
mark have a reputation, the Court has stated that it is
only where there is a sufficient degree of knowledge of
the mark that the public, when confronted by the sign,
may possibly make a connection between the two and
that the mark may consequently be damaged. (27)

50. However, it does not seem either necessary or help-
ful to seek to specify further the criteria by which the
question concerning the similarity between the mark
and the sign should be assessed. National courts will be
able to decide, without further analysis of the concept
of similarity, whether the similarity is such as to make
possible the use complained of, be it in the form of di-
lution, degradation or free-riding. It is therefore
sufficient in my view to note that Article 5(2) requires
(i) that the mark and the sign be similar and (ii) that the
use complained of take unfair advantage of, or be det-
rimental to, the distinctive character or the repute of the
mark.

51. I accordingly conclude in answer to question 2(a)
that (i) the notion of similarity between a mark and a
sign for the purpose of Article 5(2) is to be assessed on
the basis of the degree of sensory or conceptual similar-
ity between them and (ii) the protection conferred by
Article 5(2) does not require the existence of a likeli-
hood of confusion between the mark and the sign.
Question 2(b)

52. In question 2(b) the Hoge Raad asks whether it is
relevant in assessing the similarity between the mark
and the sign for the purpose of Article 5(2) that the sign
is viewed purely as an embellishment or decoration by
the relevant section of the public.

53. In order to determine whether Article 5(2) is appli-
cable it must of course be assessed inter alia whether
the mark and the allegedly infringing sign are similar.
As | have indicated in the context of question 2(a), |
consider that the similarity between a mark and a sign
for the purpose of Article 5(2) is to be assessed on the
basis of the degree of sensory or conceptual similarity
between them. Whether the sign is viewed purely as a
decoration does not however seem to me to assist in
that assessment. | will accordingly approach question
2(b) on the basis that what is at issue is rather whether
it is relevant in assessing the applicability of Article
5(2) as a whole that the sign is viewed purely as a deco-
ration by the relevant section of the public.

54. It has been suggested by some of those submitting
observations (28) that Article 5(2) cannot apply where
a sign is viewed purely as a decoration simply because
in such circumstances no connection with a similar
mark will be made. However | do not consider that
those statements are necessarily correct, particularly
where the trade mark allegedly infringed is based on a
shape or pattern in widespread use. It is not inconceiv-
able for example that a person seeing a pattern

involving diamond shapes will be reminded of Ren-
ault's trade mark consisting of a stylised diamond, or
that a pattern of red triangles could call to mind the red
triangle which has been an essential component of the
trade mark of Bass, the UK brewing company, since
the mid-nineteenth century. (29) The Court moreover
has recently ruled that in principle a colour per se may
be sufficiently distinctive to be registered as a trade
mark; (30) to the extent that colours are so registered,
the scope for the public to be reminded of a particular
mark by merely decorative use of the same or a similar
colour in other contexts is clearly increased.

55. | do not therefore consider that the referring court's
question 2(b) can be answered on the sole basis that
Article 5(2) cannot apply where a sign is viewed purely
as a decoration simply because in such circumstances
no connection with a similar mark may be made. The
correct starting point must be the terms, scheme and
objective of Article 5(2) as a whole.

56. That provision does not explicitly refer to the way
in which the offending sign is viewed. It applies where
the sign is used in the course of trade in relation to
goods or services. The Commission contends that that
phrase must mean ‘in order to distinguish goods or ser-
vices' or ‘as a mark'. In support of that argument the
Commission refers to Article 5(5). That provision states
that Article 5(1) to 5(4) ‘shall not affect provisions in
any Member State relating to the protection against the
use of a sign other than for the purposes of distinguish-
ing goods and services, where use of that sign without
due cause takes unfair advantage of, or is detrimental
to, the distinctive character or the repute of the trade
mark'. The Commission submits that it follows that Ar-
ticle 5(2) does not permit a trade mark owner to prevent
any use of a sign but only uses the purpose of which is
to distinguish the goods or services to which it relates
from those of other undertakings.

57. Article 5(5) is clearly directed at provisions of na-
tional law in areas other than trade mark regulation -
for example, unfair competition and comparative ad-
vertising. (31) It follows from that provision that the
regulation of non-trade mark use of a sign which with-
out due cause takes unfair advantage of, or is
detrimental to, the distinctive character or the repute of
a trade mark is not governed by the Directive. Such use
cannot therefore fall within Article 5(2).

58. That proposition is moreover firmly supported by
the case-law of the Court. In particular in Robelco(32)
the Court stated that ‘reinforced protection of a trade
mark's distinctive character or reputation against certain
uses of a sign other than for the purpose of distinguish-
ing goods or services is not covered by Community
harmonisation' and that ‘where . the sign is not used for
the purpose of distinguishing goods or services, it is
necessary to refer to the legal orders of the Member
States to determine the extent and nature, if any, of the
protection afforded to owners of trade marks who claim
to be suffering damage as a result of use of that sign'.
59. The question therefore is whether a sign may be
correctly regarded as ‘used for the purpose of distin-
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guishing goods or services' where it is viewed purely as
a decoration by the relevant section of the public.

60. It seems to me that that question must be answered
in the negative. If the relevant section of the public per-
ceives a given sign as doing no more than embellishing
goods, and in no way as identifying their origin, that
sign cannot be regarded as used for the purpose of dis-
tinguishing those goods.

61. The case-law of the Court confirms that the percep-
tion of the relevant section of the public is relevant in
assessing whether a sign is used as a trade mark. From
the earliest trade mark cases before it (which, before
the Directive, were brought under the Treaty provisions
on the free movement of goods), the Court has ruled
that the essential function of the trade mark “is to guar-
antee the identity of the origin of the trade-marked
product to the consumer or ultimate user, by enabling
him without any possibility of confusion to distinguish
that product from products which have another origin'.
(33) Clearly that function cannot be fulfilled if the rele-
vant public perceives the sign purely as an
embellishment or decoration. As the Court stated in
Libertel Groep: (34)

‘A trade mark must distinguish the goods or services
concerned as originating from a particular undertaking.
In that connection, regard must be had both to the ordi-
nary use of trade marks as a badge of origin in the
sectors concerned and to the perception of the relevant
public.'

62. The effect of the way in which the decorative ele-
ment is perceived in the present case is very different
from the situation in Arsenal, (35) in which the Court
held that it was not relevant that the allegedly infring-
ing sign was perceived as a badge of support for or
loyalty or affiliation to the proprietor of the mark. That
case concerned a claim for infringement under Article
5(1)(a), which provides for absolute protection in the
case of identity between the mark and the sign and be-
tween the goods or services concerned and those for
which the mark is registered. (36) In that context the
unauthorised use by a third party of the identical mark
on identical goods was plainly trade mark use, notwith-
standing that perception.

63. Finally I would add that in my view it would in any
event be undesirable as a matter of principle to extend
the protection of trade marks in such a way as to pre-
clude the use of common decorations and motifs such
as stripes. The Court has ruled that Article 3(1)(c) and
Article 3(1)(e) of the Directive pursue aims that are in
the public interest, which requires that signs and indica-
tions descriptive of the categories of goods or services
for which registration is sought, and a shape whose es-
sential characteristics perform a technical function and
were chosen to fulfil that function, may be freely used
by all. (37) It has also recognised that there is a public
interest in not unduly restricting the availability of col-
ours for the other operators who offer for sale goods or
services of the same type as those in respect of which
registration is sought. (38) Advocate General Ruiz-
Jarabo sounded a similar note of caution in what may
appropriately be described as the coda to his recent

Opinion in Shield Mark, (39) a case which concerns the
question whether sounds or noises (40) may be re-
garded as trade marks. Although the present case raises
the slightly different question of the extent of protec-
tion conferred by Article 5(2), | consider that analogous
public interest considerations militate against extending
that protection so as to prevent traders from using sim-
ple and long-accepted decorations and motifs.

64. | accordingly conclude that it is a condition of the
application of Article 5(2) that the allegedly infringing
sign is used as a trade mark, that is to say for the pur-
pose of distinguishing goods or services. That will not
be case where that sign is viewed purely as a decoration
by the relevant section of the public.

Conclusion

65. | am therefore of the opinion that the questions re-
ferred by the Hoge Raad should be answered as
follows:

1) Article 5(2) of First Council Directive
89/104/EEC of 21 December 1988 to approximate the
laws of the Member States relating to trade marks is not
correctly implemented unless the proprietor of a trade
mark with a reputation in the Member State concerned
is entitled to oppose the use of the mark or a similar
sign, in the manner and circumstances described in the
provision, not only in relation to goods or services
which are not similar but also in relation to goods or
services which are identical or similar to those for
which the trade mark is registered.

(2)  The notion of similarity between a mark and a
sign for the purpose of Article 5(2) of Directive 89/104
is to be assessed on the basis of the degree of sensory
or conceptual similarity between them.

(3) The protection conferred by Article 5(2) of Direc-
tive 89/104 does not require the existence of a
likelihood of confusion between the mark and the sign.
(4) It is a condition of the application of Article 5(2)
of Directive 89/104 that the allegedly infringing sign is
used as a trade mark, that is to say for the purpose of
distinguishing goods or services. That will not be case
where that sign is viewed purely as a decoration by the
relevant section of the public.
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