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European Court of Justice, 22 June 2000, Adidas v
Marca

TRADEMARK LAW

Likelihood of confusion

e Article 4(1)(b) of the Directive has been the sub-
ject of interpretation by the Court, that interpreta-
tion _must also _apply to Article 5(1)(b) of the
Directive.

Article 5(1)(b) of the Directive entitles the proprietor of
a mark, subject to certain conditions, to prevent third
parties from using a sign for which there exists a likeli-
hood of confusion on the part of the public, which
includes the likelihood of association between the sign
and the trade mark.

26. Substantially identical terms are used in Article
4(1)(b) of the Directive, which states the grounds on
which a trade mark may be refused registration or, if
registered, declared invalid.

27. Atrticle 4(1)(b) of the Directive has been the sub-
ject of interpretation by the Court, notably in SABEL.
28. Accordingly, that interpretation must also apply to
Article 5(1)(b) of the Directive.

e That, even in particular _circumstances such as
those out-lined by the Hoge Raad in its order for
reference, a likelihood of confusion cannot be pre-
sumed.

In this connection, it should be noted at the outset that,
even in particular circumstances such as those out-lined
by the Hoge Raad in its order for reference, a likeli-
hood of confusion cannot be presumed.

e Protection of a registered mark thus depends on
there being a likelihood of confusion.

Article 5(1)(b) of the Directive is designed to apply
only if, because of the identity or similarity both of the

marks and of the goods or services which they desig-
nate, 'there exists a likelihood of confusion on the part
of the public, which includes the likelihood of associa-
tion between the sign and the trade mark*. It follows
from that wording that the concept of likelihood of as-
sociation is not an alternative to that of likelihood of
confusion, but serves to define its scope. The very
terms of the provision exclude its application where
there is no likelihood of confusion on the part of the
public (see, as regards Article 4(1)(b) of the Directive,
SABEL, paragraph 18). Protection of a registered mark
thus depends, in accordance with Article 5(1)(b) of the
Directive, on there being a likelihood of confusion (see,
as regards Article 4(1)(b) of the Directive, Case C-
39/97 Canon Kabushiki Kaisha v MGM [1998] ECR
1-5507, paragraph 18).

Likelihood of confusion of marks with a highly dis-
tinctive character

e The reputation of a mark does not give grounds
for presuming the existence of a likelihood of confu-
sion simply because of the existence of a likelihood
of association in the strict sense.

The reputation of a mark, where it is demonstrated, is
thus an element which, amongst others, may have a
certain importance. To this end, it may be observed that
marks with a highly distinctive character, in particular
because of their reputation, enjoy broader protection
than marks with a less distinctive character (Canon,
paragraph 18). Nevertheless, the reputation of a mark
does not give grounds for presuming the existence of a
likelihood of confusion simply because of the existence
of a likelihood of association in the strict sense. (...)
that Article 5(1)(b) of the Directive cannot be inter-
preted as meaning that where

- atrade mark has a particularly distinctive character,
either per se or because of the reputation it enjoys with
the public, and

- a third party, without the consent of the proprietor
of the mark, uses, in the course of trade in goods or
services which are identical with, or similar to, those
for which the trade mark is registered, a sign which so
closely corresponds to the mark as to give rise to the
possibility of its being associated with that mark,

the exclusive right enjoyed by the proprietor entitles
him to prevent the use of the sign by that third party if
the distinctive character of the mark is such that the
possibility of such association giving rise to confusion
cannot be ruled out.

Source: curia.europa.eu

European Court of Justice, 22 June 2000

(J.C. Moitinho de Almeida, C. Gulmann , J.-P. Puisso-
chet, G. Hirsch and F. Macken)

JUDGMENT OF THE COURT (Sixth Chamber)

22 June 2000 (1)

(Directive 89/104/EEC - Article 5(1)(b) - Trade marks -
Likelihood of confusion - Likelihood of association be-
tween the sign and the trade mark)
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In Case C-425/98,

REFERENCE to the Court under Article 177 of the EC
Treaty (now Article 234 EC) by the Hoge Raad der
Nederlanden, Netherlands, for a preliminary ruling in
the proceedings pending before that court between
Marca Mode CV

and

Adidas AG,

Adidas Benelux BV

on the interpretation of Article 5(1)(b) of First Council
Directive 89/104/EEC of 21 December 1988 to ap-
proximate the laws of the Member States relating to
trade marks (0OJ 1989 L 40, p. 1),

THE COURT (Sixth Chamber),

composed of: J.C. Moitinho de Almeida, President of
the Chamber, C. Gulmann (Rapporteur), J.-P. Puisso-
chet, G. Hirsch and F. Macken, Judges,

Advocate General: F.G. Jacobs,

Registrar: H. von Holstein, Deputy Registrar,

after considering the written observations submitted on
behalf of:

- Marca Mode CV, by O.W. Brouwer, D.W.F. Ver-
kade and D.J.G. Visser, of the Amsterdam Bar, and by
P. Wytinck, of the Brussels Bar,

- Adidas AG and Adidas Benelux BV, by C. Gielen,
of the Amsterdam Bar,

- the Netherlands Government, by M.A. Fierstra,
Head of the European Law Department in the Ministry
of Foreign Affairs, acting as Agent,

- the United Kingdom Government, by M. Ewing, of
the Treasury Solicitor's Department, acting as Agent,

- the Commission of the European Communities, by
K. Banks and P. van Nuffel, of its Legal Service, acting
as Agents,

having regard to the Report for the Hearing,

after hearing the oral observations of Marca Mode CV,
represented by D.J.G. Visser and C.R.A. Swaak, of the
Amsterdam Bar, of Adidas AG and Adidas Benelux
BV, represented by S.A. Klos, of the Amsterdam Bar,
and of the Commission, represented by H.M.H. Spe-
yart, of its Legal Service, acting as Agent, at the
hearing on 24 November 1999,

after hearing the Opinion of the Advocate General at
the sitting on 27 January 2000,

gives the following

Judgment

1. By judgment of 6 November 1998, received at the
Court on 26 November 1998, the Hoge Raad der Ned-
erlanden (Supreme Court of the Netherlands) referred
to the Court for a preliminary ruling under Article 177
of the EC Treaty (now Article 234 EC) a question on
the interpretation of Article 5(1)(b) of First Council Di-
rective 89/104/EEC of 21 December 1988 to
approximate the laws of the Member States relating to
trade marks (OJ 1989 L 40, p. 1; 'the Directive®).

2. That question was raised in proceedings between
Marca Mode CV (‘Marca Mode*), established in Am-
sterdam, Netherlands, on the one hand, and Adidas AG,
established in Herzogenaurach, Germany, and Adidas
Benelux BV, established in Etten-Leur, Netherlands, on
the other, concerning a figurative trade mark which is

registered by Adidas AG at the Benelux Trade Mark
Office and is also the subject of an exclusive licence
granted by Adidas AG to Adidas Benelux BV for the
Benelux.

Legal background

3. Paragraph 1(b) of Article 5 of the Directive, relating
to the rights conferred by a trade mark, provides:

"The registered trade mark shall confer on the proprietor
exclusive rights therein. The proprietor shall be entitled
to prevent all third parties not having his consent from
using in the course of trade:

(a)

(b) any sign where, because of its identity with, or
similarity to, the trade mark and the identity or similar-
ity of the goods or services covered by the trade mark
and the sign, there exists a likelihood of confusion on
the part of the public, which includes the likelihood of
association between the sign and the trade mark.*

4. Most of the language versions of the Directive use,
in that provision, the notion of 'risk* or 'danger* of con-
fusion or association. The Dutch and Swedish versions
use the concepts of possibility of confusion and risk of
association, whereas the English version uses the no-
tion of 'likelihood* of confusion or association.

5. Article 5(2) of the Directive states:

'‘Any Member State may also provide that the proprie-
tor shall be entitled to prevent all third parties not
having his consent from using in the course of trade
any sign which is identical with, or similar to, the trade
mark in relation to goods or services which are not
similar to those for which the trade mark is registered,
where the latter has a reputation in the Member State
and where use of that sign without due cause takesun-
fair advantage of, or is detrimental to, the distinctive
character or the repute of the trade mark.*

6. Article 13A(1)(b) of the Uniform Benelux Law on
Trade Marks, which is designed to transpose Article
5(1)(b) of the Directive into Benelux law, states:
'‘Without prejudice to any application of the ordinary
law governing civil liability, the exclusive rights in a
trade mark shall entitle the proprietor to oppose:

(b) any use, in the course of trade, of the mark or a
similar sign in respect of the goods for which the mark
is registered or similar goods where there exists a risk
of association on the part of the public between the sign
and the mark.*

The dispute in the main proceedings

7. The figurative mark registered by Adidas AG at the
Benelux Trade Mark Office is composed of three paral-
lel stripes. It covers, in particular, sports clothes and
articles connected with sport.

8. Marca Mode put up for sale in its establishment in
Breda, Netherlands, a sports clothes collection, a num-
ber of the items in which bore on the sides two parallel
stripes running longitudinally. Those clothes were
white with black stripes or black with white stripes.

9. Marca Mode also marketed a white and orange T-
shirt bearing three black, vertical stripes which run in
parallel down the entire length of the front of the gar-
ment, are edged on the outside with a narrow white
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border and are broken up by a medallion showing a pic-
ture of a cat and bearing the word 'TIM".

10. On 26 June 1996, Adidas AG and Adidas Benelux
BV (collectively 'Adidas‘) made an application for in-
terim relief against Marca Mode before the President of
the Rechtbank te Breda (Breda District Court). Adidas
claimed that Marca Mode had infringed its figurative
trade mark composed of three stripes and sought an or-
der restraining that company from using the signs
composed of triple or double stripes in the future in the
Benelux.

11. The judge hearing the application for interim relief
allowed the claim in respect of seven items of clothing
and the T-shirt bearing the word 'TIM".

12. The Gerechtshof te ‘'s-Hertogenbosch ('s-
Hertogenbosch Regional Court of Appeal) upheld the
order made.

13. Marca Mode then appealed on a point of law
against the judgment of the Gerechtshof to the Hoge
Raad.

14. Before the Hoge Raad, Marca Mode argues, in par-
ticular, that the Gerechtshof misapplied Article
13A(1)(b) of the Uniform Benelux Law on Trade
Marks by basing its decision solely on the finding that
there existed a risk of association on the part of the
public concerned of the signs in question and the regis-
tered mark. Relying on Case C-251/95 SABEL v
Puma [1997] ECR 1-6191, Marca Mode submits that,
under Article 5(1)(b) of the Directive, the Gerechtshof
should have based its decision on a finding that there
existed a likelihood of confusion.

15. The Hoge Raad takes the view that, in the light of
SABEL, and in particular paragraphs 18, 22 and 24
thereof, there may be justifiable reasons for concluding
that where, on account of specific circumstances, such
as the particularly distinctive character of the mark, ei-
ther per se or because of the reputation it enjoys with
the public, the risk of confusion cannot be excluded, a
finding of a risk of association may indeed be sufficient
to justify a prohibition on the use of the signs in ques-
tion.

16. In the view of the Hoge Raad, such an interpreta-
tion in relation to well-known marks reconciles Article
5(1)(b) with Article 5(2) of the Directive, the second
provision authorising Member States to confer on well-
known marks protection in relation to goods and ser-
vices which are not similar 'where ... use of that sign
without due cause takes unfair advantage of, or is det-
rimental to, the distinctive character or the repute of the
trade mark‘. The proposed interpretation of Article
5(1)(b) of the Directive also protects well-known marks
against the use of signs in relation to identical or simi-
lar goods or services which takes advantage of, or is
detrimental to, the distinctive character of such marks.
17. The national court concludes that, if its interpreta-
tion of SABEL is correct, the ground of appeal
advanced by Marca Mode cannot serve to have the
Gerechtshof's judgment set aside. It points out that, in
addition to ruling that there was a possibility of asso-
ciation between Marca Mode's sign and Adidas' trade
mark, the Gerechtshof found that that mark had a repu-

tation. By virtue of that finding, it cannot be ruled out
that the possibility of association may give rise to con-
fusion. In those circumstances, the findings of fact
made may justify the grant of the prohibition sought by
Adidas.

18. In the light of those observations, the Hoge Raad
decided to stay proceedings and to refer the following
question to the Court for a preliminary ruling:

'Where:

(@) atrade mark has a particularly distinctive charac-
ter, either per se or because of the reputation it enjoys
with the public, and

(b) athird party, without the consent of the proprietor
of the mark, uses, in the course of trade in goods or
services which are identical with, or similar to, those
for which the trade mark is registered, a sign which so
closely corresponds to the mark as to give rise to the
possibility of its being associated with that mark,

must Article 5(1)(b) of Directive 89/104/EEC be inter-
preted as meaning that the exclusive right enjoyed by
the proprietor entitles him to prevent the use of the sign
by that third party if the distinctive character of the
mark is such that the possibility of such association
giving rise to confusion cannot be ruled out?*

19. By the same judgment, the Hoge Raad also re-
ferred several questions to the Benelux Court of Justice
for a preliminary ruling. According to information sup-
plied by Marca Mode, that court, by order of 18
January 1999, suspended its examination of the ques-
tions referred pending the ruling of this Court.

The question referred for preliminary ruling

20. Adidas requests the Court to rule on the interpreta-
tion of Article 5(2) of the Directive.

21. According to settled case-law, as regards the divi-
sion of jurisdiction between national courts and the
Court of Justice under Article 177 of the Treaty the na-
tional court, which alone has direct knowledge of the
facts of the case and of the arguments put forward by
the parties, and which will have to give judgment in the
case, is in the best position to determine, with full
knowledge of the matter before it, the relevance of the
questions of law raised by the dispute before it and the
necessity for a preliminary ruling so as to enable it to
give judgment. However, where the questions are inap-
propriately framed, the Court is free to extract from all
the factors provided by the national court and in par-
ticular from the statement of grounds contained in the
reference, the elements of Community law requiring an
interpretation having regard to the subject-matter of the
dispute (see, in particular, Case 83/78 Pigs Marketing
Board v Redmond [1978] ECR 2347, paragraphs 25
and 26).

22. In the present case, it is clear from the order for
reference that the Hoge Raad is seeking solely an inter-
pretation of Article 5(1)(b) of the Directive and that the
resolution of the dispute in the main proceedings de-
pends on whether the Gerechtshof was right in holding
that the requirement of the existence of ‘a likelihood of
confusion ... which includes the likelihood of associa-
tion between the sign and the trade mark‘ was met.
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23. Furthermore, it is not clear from the order for ref-
erence that Adidas argued in the main proceedings that
the use of the signs in question without due cause took
unfair advantage of, or was detrimental to, the distinc-
tive character or the repute of the trade mark registered
by Adidas, a condition to which any application of the
provision implementing Article 5(2) of the Directive is
subject. The Hoge Raad refers to that lastarticle, not on
the ground that the dispute actually concerns the par-
ticular prejudice to the mark which it envisages, but in
order to submit that the interpretation of Article 5(1)(b)
of the Directive proposed in the order for reference en-
sures a certain consistency between the situations
governed by those two provisions.

24. Accordingly, it is not necessary, in order to give a
useful answer to the national court, to examine the
question of the interpretation of Article 5(2) of the Di-
rective.

25. As regards the question referred by the Hoge Raad,
it should be noted that Article 5(1)(b) of the Directive
entitles the proprietor of a mark, subject to certain con-
ditions, to prevent third parties from using a sign for
which there exists a likelihood of confusion on the part
of the public, which includes the likelihood of associa-
tion between the sign and the trade mark.

26. Substantially identical terms are used in Article
4(1)(b) of the Directive, which states the grounds on
which a trade mark may be refused registration or, if
registered, declared invalid.

27. Article 4(1)(b) of the Directive has been the sub-
ject of interpretation by the Court, notably in SABEL.
28. Accordingly, that interpretation must also apply to
Article 5(1)(b) of the Directive.

29. In the view of the Hoge Raad, the case-law of the
Court does not rule out the possibility that a likelihood
of confusion between the mark and the sign may be
presumed where the mark has a particularly distinctive
character, in particular because of its reputation, and
where the sign used by the third party in respect of
identical or similar goods so closely corresponds to the
mark as to give rise to the possibility of its being asso-
ciated with that mark.

30. By its question, the Hoge Raad thus seeks to ascer-
tain whether Article 5(1)(b) of the Directive must be
interpreted as meaning that, in such circumstances, the
proprietor of the mark may prevent a third party from
using the sign if the distinctive character of the mark is
such that the possibility of the association made by the
public between the sign and the mark giving rise to
confusion cannot be ruled out.

31. Referring to SABEL, Marca Mode, the Nether-
lands and United Kingdom Governments and the
Commission submit that the protection conferred under
Article 5(1)(b) of the Directive is, like that provided for
in Article 4(1)(b) of the same directive, always condi-
tional on positive proof of a likelihood of confusion.
They take the view that, even in respect of well-known
marks, it is not sufficient, where there is merely a like-
lihood of association, for a likelihood of confusion not
to be ruled out.

32. Relying, in particular, on paragraph 24 of SABEL,
Adidas contends that, in respect of well-known marks,
the likelihood of association is sufficient to justify a
prohibitionwhere a likelihood of confusion cannot be
ruled out. In other words, as far as such marks are con-
cerned, the likelihood of association means that a
likelihood of confusion is assumed.

33. In this connection, it should be noted at the outset
that, even in particular circumstances such as those out-
lined by the Hoge Raad in its order for reference, a
likelihood of confusion cannot be presumed.

34. Atrticle 5(1)(b) of the Directive is designed to apply
only if, because of the identity or similarity both of the
marks and of the goods or services which they desig-
nate, 'there exists a likelihood of confusion on the part
of the public, which includes the likelihood of associa-
tion between the sign and the trade mark*. It follows
from that wording that the concept of likelihood of as-
sociation is not an alternative to that of likelihood of
confusion, but serves to define its scope. The very
terms of the provision exclude its application where
there is no likelihood of confusion on the part of the
public (see, as regards Article 4(1)(b) of the Directive,
SABEL, paragraph 18). Protection of a registered mark
thus depends, in accordance with Article 5(1)(b) of the
Directive, on there being a likelihood of confusion (see,
as regards Article 4(1)(b) of the Directive, Case C-
39/97 Canon Kabushiki Kaisha v MGM [1998] ECR
1-5507, paragraph 18).

35. The tenth recital in the preamble to the Directive,
according to which 'the likelihood of confusion ... con-
stitutes the specific condition for such protection‘, also
confirms that interpretation (SABEL, paragraph 19).
36. The interpretation is not inconsistent with Article
5(2) of the Directive which establishes, for the benefit
of well-known trade marks, a form of protection whose
implementation does not require the existence of a like-
lihood of confusion. That provision applies to situations
in which the specific condition of the protection con-
sists of a use of the sign in question without due cause
which takes unfair advantage of, or is detrimental to,
the distinctive character or the repute of the trade mark.
37. Adidas cannot effectively rely on paragraph 24 of
SABEL.

38. In that paragraph, the Court noted that the more
distinctive the earlier mark, the greater will be the like-
lihood of confusion, adding that it is therefore not
impossible that the conceptual similarity resulting from
the fact that two marks use images with analogous se-
mantic content may give rise to a likelihood of
confusion where the earlier mark has a particularly dis-
tinctive character, either per se or because of the
reputation it enjoys with the public.

39. The Court thus stated that the particularly distinc-
tive character of the earlier mark may increase the
likelihood of confusion and that, where there is a con-
ceptual similarity between the mark and the sign, that
character may contribute to the creation of such a like-
lihood. The negative formulation 'it is therefore not
impossible* which is used in paragraph 24 of SABEL
simply underlines the possibility that a likelihood may
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arise from the conjunction of the two factors analysed.
It in no way implies a presumptionof likelihood of con-
fusion resulting from the existence of a likelihood of
association in the strict sense. By such wording, the
Court referred by implication to the assessment of evi-
dence which the national court must undertake in each
case pending before it. It did not excuse the national
court from the necessary positive finding of the exis-
tence of a likelihood of confusion which constitutes the
matter to be proved.

40. In this connection, it must be noted that the likeli-
hood of confusion must be appreciated globally, taking
into account all factors relevant to the circumstances of
the case (SABEL, paragraph 22). A global assessment
implies some interdependence between the relevant
factors (Canon, paragraph 17). For example, a likeli-
hood of confusion may be found, despite a lesser
degree of similarity between the goods or services cov-
ered, where the marks are very similar and the earlier
mark, in particular its reputation, is highly distinctive
(Canon, paragraph 19).

41. The reputation of a mark, where it is demonstrated,
is thus an element which, amongst others, may have a
certain importance. To this end, it may be observed that
marks with a highly distinctive character, in particular
because of their reputation, enjoy broader protection
than marks with a less distinctive character (Canon,
paragraph 18). Nevertheless, the reputation of a mark
does not give grounds for presuming the existence of a
likelihood of confusion simply because of the existence
of a likelihood of association in the strict sense.

42. Accordingly, the answer to the question must be
that Article 5(1)(b) of the Directive cannot be inter-
preted as meaning that where

- atrade mark has a particularly distinctive character,
either per se or because of the reputation it enjoys with
the public, and

- a third party, without the consent of the proprietor
of the mark, uses, in the course of trade in goods or
services which are identical with, or similar to, those
for which the trade mark is registered, a sign which so
closely corresponds to the mark as to give rise to the
possibility of its being associated with that mark,

the exclusive right enjoyed by the proprietor entitles
him to prevent the use of the sign by that third party if
the distinctive character of the mark is such that the
possibility of such association giving rise to confusion
cannot be ruled out.

Costs

43. The costs incurred by the Netherlands and United
Kingdom Governments and by the Commission of the
European Communities, which have submitted obser-
vations to the Court, are not recoverable. Since these
proceedings are, for the parties to the mainproceedings,
a step in the action pending before the national court,
the decision on costs is a matter for that court.

On those grounds,

THE COURT (Sixth Chamber),

in answer to the question referred to it by the Hoge
Raad der Nederlanden by judgment of 6 November
1998, hereby rules:

Article 5(1)(b) of First Council Directive 89/104/EEC
of 21 December 1988 to approximate the laws of the
Member States relating to trade marks cannot be inter-
preted as meaning that where

- atrade mark has a particularly distinctive character,
either per se or because of the reputation it enjoys with
the public, and

- athird party, without the consent of the proprietor
of the mark, uses, in the course of trade in goods or
services which are identical with, or similar to, those
for which the trade mark is registered, a sign which so
closely corresponds to the mark as to give rise to the
possibility of its being associated with that mark,

the exclusive right enjoyed by the proprietor entitles
him to prevent the use of the sign by that third party if
the distinctive character of the mark is such that the
possibility of such association giving rise to confusion
cannot be ruled out.

OPINION OF ADVOCATE GENERAL
JACOBS

delivered on 27 January 2000 (1)
Case C-425/98

Marca Mode CV

v

Adidas AG and Adidas Benelux BV

1. Article 4(1)(b) of the Trade Marks Directive (2) pro-
tects owners of trade marks against the registration of
an identical or similar mark for identical or similar
goods or services which would result in ‘a likelihood of
confusion on the part of the public, which includes the
likelihood of association with the earlier trade mark®. In
SABEL v Puma (3) the Court was asked whether there
was a likelihood of confusion for that purpose where
the public might make a mere association between two
marks although the two were not confused. The Court
stated that it followed from the wording of Article
4(1)(b) that the concept of likelihood of association was
not an alternative to that of likelihood of confusion but
served to define its scope; that the terms of the provi-
sion itself excluded its application where there was no
likelihood of confusion on the part of the public; and
that that interpretation was confirmed by the 10th re-
cital in the preamble to the Directive, according to
which 'the likelihood of confusion ... constitutes the
specific condition for such protection®. (4)

2. The present case concerns Article 5(1)(b) of the Di-
rective which, using essentially identical terms, protects
trade-mark owners against the use by others of an iden-
tical or similar sign for identical or similar goods or
services which would result in ‘a likelihood of confu-
sion on the part of the public, which includes the
likelihood of association between the sign and the trade
mark‘. The Hoge Raad (Supreme Court), the Nether-
lands, has referred the following question to the Court
for a preliminary ruling:

'Where:
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(@) atrade mark has a particularly distinctive charac-
ter, either per se or because of the reputation it enjoys
with the public; and

(b) a third party, without the consent of the proprietor
of the mark, uses, in the course of trade in goods or
services which are identical with, or similar to, those
for which the trade mark is registered, a sign which so
closely corresponds to the mark as to give rise to the
possibility of its being associated with that mark,

must Article 5(1)(b) of Directive 89/104 be interpreted
as meaning that the exclusive right enjoyed by the pro-
prietor entitles him to prevent the use of the sign by
that third party if the distinctive character of the mark is
such that the possibility of such association giving rise
to confusion cannot be ruled out?*

The Trade Marks Directive

3. The Trade Marks Directive was adopted under Arti-
cle 100a of the Treaty (now, after amendment, Article
95 EC). Its aim was not 'to undertake full-scale ap-
proximation of the trade-mark laws of the Member
States* but simply to approximate 'those national provi-
sions of law which most directly affect the functioning
of the internal market*. (5)

4. The 9th and 10th recitals of the preamble to the Di-
rective are in the following terms, in so far as is
relevant:

'Whereas it is fundamental, in order to facilitate the free
circulation of goods and services, to ensure that hence-
forth registered trade marks enjoy the same protection
under the legal systems of all the Member States;
whereas this should however not prevent the Member
States from granting at their option extensive protection
to those trade marks which have a reputation;

...whereas it is indispensable to give an interpretation of
the concept of similarity in relation to the likelihood of
confusion; whereas the likelihood of confusion, the ap-
preciation of which depends on numerous elements
and, in particular, on the recognition of the trade mark
on the market, on (6) the association which can be
made with the used or registered sign, on (7) the degree
of similarity between the trade mark and the sign and
between the goods or services identified, constitutes the
specific condition for such protection; whereas the
ways in which likelihood of confusion may be estab-
lished, and in particular the onus of proof, are a matter
for national procedural rules which are not prejudiced
by the Directive*.

5. Article 4(1)(b) of the Directive provides that a trade
mark shall not be registered or, if registered, shall be
liable to be declared invalid 'if because of its identity
with, or similarity to, the earlier trade mark and the
identity or similarity of the goods or services covered
by the trade marks, there exists a likelihood of confu-
sion on the part of the public, which includes the
likelihood of association with the earlier trade mark®.

6. Article 5(1)(b) provides that the proprietor of a trade
mark shall be entitled to prevent third parties from us-
ing in the course of trade 'any sign where, because of
its identity with, or similarity to, the trade mark and the
identity or similarity of the goods or services covered
by the trade mark and the sign, there exists a likelihood

of confusion on the part of the public, which includes
the likelihood of association between the sign and the
trade mark”.

7. Itis clear, and appears to be accepted by the parties
submitting observations, that Articles 4(1)(b) and
5(1)(b) should be interpreted in the same way.

8. 1 would mention at this point a discrepancy between
the different language versions of the Directive. Most
versions other than the English use the notion of 'risk’
or 'danger‘ of confusion and association rather than
'likelihood*; the Dutch however uses the concept of
possibility of confusion and of association in Article
4(1)(b) and of possibility of confusion and risk of asso-
ciation in Article 5(1)(b), although the 10th recital in
the preamble refers to the 'risk* or ‘danger* of confu-
sion. For reasons which | will explain later, | do not
consider that anything turns on those differences of
terminology.

9. Article 5(2) provides that any Member State 'may
also provide that the proprietor shall be entitled to pre-
vent all third parties not having his consent from using
in the course of trade any sign which is identical with,
or similar to, the trade mark in relation to goods or ser-
vices which are not similar to those for which the trade
mark is registered, where the latter has a reputation in
the Member State and where use of that sign without
due cause takes unfair advantage of, or is detrimental
to, the distinctive character or the repute of the trade
mark®.

The national law

10. Under the Uniform Benelux Law on trade marks
(8) ('the Benelux Law*) prior to implementation of the
Directive, the owner of a trade mark could prevent any
use of a mark identical or similar to his own registered
mark in respect of the same or similar goods. (9) Simi-
larity of the marks was thus sufficient; in contrast to the
position in other Member States, the Benelux Law did
not require a risk of confusion. Nor did it expressly re-
fer to a likelihood of association. That concept was
introduced by the Benelux Court in the 'Union/Union
Soleure* case in 1983 (10) and subsequently reflected
in the Benelux Law after its amendment with a view to
implementing the Directive: Article 13A(1)(b) of the
Benelux Law as amended (11) provides that the exclu-
sive right to a trade mark entitles the proprietor to
oppose any commercial use of the mark or a similar
sign in respect of the products for which the mark is
registered or similar products when there exists, in the
mind of the public, a 'risk of association* between the
sign and the mark.

The facts and the main proceedings

11. Adidas AG is the proprietor in the Benelux oun-
tries of a trade mark consisting of a logo composed of
three stripes. The mark is generally recognised as be-
longing to Adidas; the three stripes are not regarded as
a purely decorative feature. Adidas Benelux is the ex-
clusive licensee of Adidas AG in respect of the
Benelux countries. The two companies are hereinafter
collectively referred to as 'Adidas*.

12. Marca markets a sports clothes collection, a num-
ber of the items in which bear on the side two parallel
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stripes running longitudinally. Marca also markets a
white and orange T-shirt bearing three black, vertical
stripes running in parallel down the entire length of the
front of the garment, broken up by a medallion showing
a picture of a cat and bearing the word TIM.

13. In July 1996 Adidas, considering that Marca had
infringed its triple-stripe trade mark, obtained an inter-
locutory order from the President of the Rechtbank te
Breda (Breda District Court) restraining Marca from
using on some seven articles of clothing and the TIM
shirt in the Benelux countries the sign consisting of the
triple or double-stripe motif or any other sign corre-
sponding to Adidas' logo. Adidas founded its
application on Article 13A(1) of the Benelux Law.

14. In April 1997 the Gerechtshof te 's-Hertogenbosch
(‘s-Hertogenbosch Regional Court of Appeal) upheld
that judgment. According to the referrring court, the
Gerechtshof found (i) that the overall impression given
by the articles of clothing in question was such that
there was a real possibility that an association would be
triggered on the part of the relevant section of the gen-
eral public between Marca's double-stripe motif and
Adidas' triple-stripe motif; (ii) that there existed, with
regard to the TIM shirt, a possibility that the three
stripes featuring on that shirt - which was intended for
children of up to 8 years of age and was generally
bought by their parents - might be associated by the
parents with Adidas' triple-stripe motif and (iii) that
Adidas' mark was generally known.

15. In May 1997 Marca appealed to the Hoge Raad.
Before that court it argued, on the basis of SABEL v
Puma, that it was not sufficient, for the purposes of es-
tablishing a trade-mark infringement, to prove the
existence of a real likelihood that the relevant section
of the general public might associate the sign with the
trade mark; instead, it was necessary to show a likeli-
hood of confusion on the part of the public within the
meaning of Article 5(1)(b) of the Directive.

16. The Advocate General at the Hoge Raad, Advocate
General Bakels, delivered his Opinion in September
1998. In his Opinion, Advocate General Bakels reviews
the history of the Benelux provision, the broad protec-
tion of marks which had been derived from it, the
negotiating history of the relevant provisions of the Di-
rective and the conviction of the Benelux Governments
and certainBenelux authors and judges that the Benelux
provision was compatible with the Directive. The Ad-
vocate General is however clearly of the view that the
law has changed as a result of the Directive and that a
mere risk of association without a risk of confusion is
insufficient; moreover he stresses that that view is un-
questionably correct since the judgment of the Court in
SABEL v Puma (which as he notes postdated the deci-
sion of the Gerechtshof (12)). Advocate General Bakels
concludes that the Hoge Raad should show that it ap-
plies the Court's case-law even if it would have
preferred that case-law to have gone the other way.

17. The Hoge Raad was apparently not persuaded by
the arguments of its Advocate General. In its judgment
it expresses the view that the judgment in SABEL v
Puma does not automatically mean that the Gerechtshof

was wrong in confirming the decision in favour of Adi-
das. It notes that in SABEL v Puma the Court ruled that
Article 4(1)(b) was not applicable ‘where there is no
likelihood of confusion on the part of the public* (13)
and infers that a mere risk (14) of association is not
enough to justify an injunction under Article 5(1)(b)
where there can be no question of confusion on the part
of the public. The Hoge Raad considers however that
there are justifiable reasons for concluding that where
(on account of other factors) the risk of confusion can-
not be excluded, a risk of association may indeed be
sufficient to justify an injunction. In its view, SABEL v
Puma appears to confirm that conclusion where the ear-
lier mark has a particularly distinctive character, either
per se or because of the reputation it enjoys with the
public: paragraph 24 of that judgment appears to indi-
cate that, in such circumstances, the existence of a risk
of association is sufficient, since the possibility that the
association arising from some semantic or other simi-
larity may create confusion cannot be ruled out.

18. The Hoge Raad adds that the interpretation of Arti-
cle 5(1)(b) in relation to well-known marks suggested
by such a reading of the judgment in SABEL v Puma
vindicates the compromise inherent in the inclusion of
the words ‘includes the likelihood of association be-
tween the sign and the trade mark‘ and reconciles
Article 5(1)(b) with the optional protection provided
for such marks by Article 5(2) against use of a sign in
relation to goods or services which are not similar to
those covered by the mark: on such a reading Article
5(1)(b) protects well-known marks against the use of
signs in relation to identical or similar goods or ser-
vices which takes unfair advantage of, or detracts from,
the distinctive character of such marks.

19. The Hoge Raad concludes that if its interpretation
of SABEL v Puma is correct, there is no cause to quash
the Gerechtshof's judgment. That is because, in addi-
tion to ruling that there was a real possibility that
Marca's sign might beassociated with Adidas' trade
mark, the Gerechtshof found that that mark was gener-
ally known. By virtue of that finding, it cannot be
excluded that the very real possibility of association
established by the Gerechtshof may give rise to confu-
sion; consequently, on the basis of its suggested
interpretation of Article 5(1)(b), the findings of fact
made may justify the grant of the injunctive relief
sought by Adidas.

20. The Hoge Raad accordingly referred to the Court
for a preliminary ruling the question set out in para-
graph 2 above.

21. Written observations have been submitted by
Marca Mode, Adidas, the Netherlands and United
Kingdom Governments and the Commission. Marca
Mode, Adidas and the Commission were represented at
the hearing.

Analysis

22. In my view, the construction of Article 5(1)(b) pro-
posed by the Hoge Raad is irreconcilable with the
scheme and wording of the Directive as interpreted by
the Court. Before considering the specific question re-
ferred, namely whether there are grounds for extending
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the scope of Article 5(1)(b) where the first mark has a
particularly distinctive character, either per se or be-
cause of its reputation, | propose to examine the general
question whether there are grounds for regarding Arti-
cle 5(1)(b) as applicable where there is a likelihood of
association and the possibility of confusion, although
not established, cannot be ruled out. Finally, | shall
briefly address a point raised by Adidas about the scope
of Article 5(2). Since however | consider that the na-
tional court's question in the present case is
substantially answered by the decisions of the Court in
SABEL v Puma and in a subsequent case, Canon, (15)
in which the Court was asked to clarify the relationship
between the distinctiveness of the mark seeking protec-
tion and the likelihood of confusion, | propose first to
set out in full the relevant paragraphs of the judgments
in those two cases.

The case-law of the Court

23. In SABEL v Puma, the Court was asked essentially
whether there was a likelihood of confusion for the
purpose of Article 4(1)(b) where the public simply
made an association between a sign and a mark con-
veying a similar idea - in that case, pictorial
representations of, first, a bounding puma and, second,
a bounding cheetah - although the two were not con-
fused. Under the pre-Directive German law, such
association would not have been sufficient to preclude
registration of the sign: confusion in the strict sense
was required. The question was essentiallywhether the
Directive had broadened protection in line with the pre-
Directive law in the Benelux, where mere association
sufficed. The Court stated as follows:

'14  The Belgian, Luxembourg and Netherlands Gov-
ernments claimed that the term ”likelihood of
association” was included in those provisions of the
Directive at their request, in order that they should be
construed in the same manner as Article 13a of the Uni-
form Benelux Law on Trade Marks which adopts the
concept of resemblance between marks, rather than that
of likelihood of confusion, in defining the scope of the
exclusive right conferred by a trade mark.

15  Those governments refer to a judgment of the
Benelux Court holding that there is resemblance be-
tween a mark and a sign when, taking account of the
particular circumstances of the case, in particular the
distinctiveness of the mark, the mark and the sign, con-
sidered separately and together, present, aurally,
visually or conceptually, a similarity such as to estab-
lish an association between the sign and the mark
(judgment of 20 May 1983 in Case A 82/5 Jullien v
Verschuere, Jur. 1983, vol. 4, p. 36). That decision is
based on the idea that, where a sign is likely to give rise
to association with a mark, the public makes a connec-
tion between the sign and the mark. Such a connection
may be prejudicial to the earlier mark not only if it
gives the impression that the products have the same or
a related origin, but also where there is no likelihood of
confusion between the sign and the mark. Since percep-
tion of the sign calls to mind, often subconsciously, the
memory of the mark, associations made between a sign
and a mark can result in the "goodwill” attached to the

earlier mark being transferred to the sign and dilute the
image linked to that mark.

16 According to those governments, the likelihood of
association may arise in three sets of circumstances: (1)
where the public confuses the sign and the mark in
question (likelihood of direct confusion); (2) where the
public makes a connection between the proprietors of
the sign and those of the mark and confuses them (like-
lihood of indirect confusion or association); (3) where
the public considers the sign to be similar to the mark
and perception of the sign calls to mind the memory of
the mark, although the two are not confused (likelihood
of association in the strict sense).

17 It must therefore be determined whether, as those
governments claim, Article 4(1)(b) can apply where
there is no likelihood of direct or indirect confusion,
but only a likelihood of association in the strict sense.
Such an interpretation of the Directive is contested by
both the United Kingdom Government and by the
Commission.

18 In that connection, it is to be remembered that Ar-
ticle 4(1)(b) of the Directive is designed to apply only
if, by reason of the identity or similarity both of the
marks and of the goods or services which they desig-
nate, “thereexists a likelihood of confusion on the part
of the public, which includes the likelihood of associa-
tion with the earlier trade mark”. It follows from that
wording that the concept of likelihood of association is
not an alternative to that of likelihood of confusion, but
serves to define its scope. The terms of the provision
itself exclude its application where there is no likeli-
hood of confusion on the part of the public.

19 The 10th recital in the preamble to the Directive,
according to which “the likelihood of confusion ... con-
stitutes the specific condition for such protection”, also
confirms that interpretation.

22 As pointed out in paragraph 18 of this judgment,
Article 4(1)(b) of the Directive does not apply where
there is no likelihood of confusion on the part of the
public. In that respect, it is clear from the 10th recital in
the preamble to the Directive that the appreciation of
the likelihood of confusion “depends on numerous
elements and, in particular, on the recognition of the
trade mark on the market, of the association which can
be made with the used or registered sign, of the degree
of similarity between the trade mark and the sign and
between the goods or services identified”. The likeli-
hood of confusion must therefore be appreciated
globally, taking into account all factors relevant to the
circumstances of the case.

23 That global appreciation of the visual, aural or
conceptual similarity of the marks in question, must be
based on the overall impression given by the marks,
bearing in mind, in particular, their distinctive and
dominant components. The wording of Article 4(1)(b)
of the Directive - ... there exists a likelihood of confu-
sion on the part of the public ...” - shows that the
perception of marks in the mind of the average con-
sumer of the type of goods or services in question plays
a decisive role in the global appreciation of the likeli-
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hood of confusion. The average consumer normally
perceives a mark as a whole and does not proceed to
analyse its various details.

24 In that perspective, the more distinctive the earlier
mark, the greater will be the likelihood of confusion. It
is therefore not impossible that the conceptual similar-
ity resulting from the fact that two marks use images
with analogous semantic content may give rise to a
likelihood of confusion where the earlier mark has a
particularly distinctive character, either per se or be-
cause of the reputation it enjoys with the public.

25 However, in circumstances such as those in point
in the main proceedings, where the earlier mark is not
especially well known to the public and consists of an
image with little imaginative content, the mere fact that
thetwo marks are conceptually similar is not sufficient
to give rise to a likelihood of confusion.

26  The answer to the national court's question must
therefore be that the criterion of “likelihood of confu-
sion which includes the likelihood of association with
the earlier mark” contained in Article 4(1)(b) of the Di-
rective is to be interpreted as meaning that the mere
association which the public might make between two
trade marks as a result of their analogous semantic con-
tent is not in itself a sufficient ground for concluding
that there is a likelihood of confusion within the mean-
ing of that provision.*

24. In Canon, the company MGM had applied to regis-
ter the mark 'CANNON® in respect of certain goods
including video film cassettes. Canon opposed the ap-
plication on the ground that it infringed its own mark
'‘Canon’, already registered in respect of certain goods
including television filming and recording devices and
accepted as having a reputation (unlike Puma's mark,
which was found by the national court not to be par-
ticularly distinctive either per se or because of its
reputation). The Court was asked whether, on a proper
construction of Article 4(1)(b) of the Directive, the dis-
tinctive character of the earlier trade mark, and in
particular its reputation, was to be taken into account
when determining whether the similarity between the
goods or services covered by the two trade marks was
sufficient to give rise to the likelihood of confusion.

25. The Court first set out the 10th recital in the pre-
amble to the Directive (16) and continued:

'16  Second, the Court has held that the likelihood of
confusion on the part of the public, in the absence of
which Article 4(1)(b) of the Directive does not apply,
must be appreciated globally, taking into account all
factors relevant to the circumstances of the case (Case
C-251/95 SABEL v Puma [1997] ECR 1-6191, para-
graph 22).

17 A global assessment of the likelihood of confusion
implies some interdependence between the relevant
factors, and in particular [between the] similarity [of]
the trade marks and [that of the] goods or services. (17)
Accordingly, a lesser degree of similarity between
these goods or services may be offset by a greater de-
gree of similarity between the marks, and vice versa.
The interdependence of these factors is expressly men-
tioned in the 10th recital of the preamble to the

Directive, which states that it is indispensable to give
an interpretation of the concept of similarity in relation
to the likelihood of confusion, the appreciation of
which depends, in particular, on the recognition of the
trade mark on the market and thedegree of similarity
between the mark and the sign and between the goods
or services identified.

18 Furthermore, according to the case-law of the
Court, the more distinctive the earlier mark, the greater
the risk of confusion (SABEL, paragraph 24). Since
protection of a trade mark depends, in accordance with
Article 4(1)(b) of the Directive, on there being a likeli-
hood of confusion, marks with a highly distinctive
character, either per se or because of the reputation they
possess on the market, enjoy broader protection than
marks with a less distinctive character.*

'Likelihood of confusion*

26. | turn now to the question whether Article 5(1)(b)
may be applicable where there is a likelihood of asso-
ciation and the possibility of confusion cannot be ruled
out. Such a construction of that provision is to my mind
untenable for the following reasons.

27. First, the language of the provision, and of the
Court when interpreting it, precludes such a construc-
tion. Article 5(1)(b) itself is expressed to apply 'where
there exists a likelihood of confusion®; the 10th recital
in the preamble to the Directive provides that the like-
lihood of confusion constitutes the specific condition
for the protection of a mark in the circumstances sub-
sequently set out in Article 5(1)(b); as noted by the
Court in SABEL v Puma, mere association is not in it-
self a sufficient ground for concluding that there is a
likelihood of confusion; the Court in Canon stated ex-
plicitly that 'protection of a trade mark depends, in
accordance with Article 4(1)(b) of the Directive, on
there being a likelihood of confusion®. (18) It would be
wrong to lose sight of the express terms of the provi-
sion being interpreted and it would be a curious use of
language to regard a likelihood of confusion as existing
simply on the ground that the possibility of confusion
could not be ruled out.

28. It may be added that the 10th recital concludes
with the words 'the ways in which likelihood of confu-
sion may be established, and in particular the onus of
proof, are a matter for national procedural rules which
are not prejudiced by the Directive®, thus confirming
the need to establish a likelihood of confusion. (19)

29. Admittedly, those arguments are strongest in con-
nection with the English version of the Directive, since
the other language versions of Article 5(1)(b) speakof
danger, risk or possibility rather than likelihood. How-
ever, for reasons which | will explore below I do not
consider that the difference between the language ver-
sions of Article 5(1)(b) affects the interpretation of the
condition in question.

30. More fundamentally, however, the test suggested
by the Hoge Raad cannot in my view be reconciled
with the standard of the average consumer which the
Court has developed and which is to be applied when
making the global assessment of the likelihood of con-
fusion which is required in order to determine whether
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Article 5(1)(b) is applicable. It is clear from the Court's
case-law that, for that purpose, the average consumer
must be taken to be reasonably well-informed, obser-
vant and circumspect. (20) As noted by Marca Mode, it
can no longer be relevant that a minority of particularly
inattentive consumers might possibly be confused.
Community law has thankfully disempowered the con-
sumer who confuses the mark 'LUCKY WHIP* with
the mark 'Scholler-Nucki. (21)

31. In addition, as the Netherlands Government points
out, the Hoge Raad is in effect asking the Court to re-
verse the terms of the Directive: 'confusion ... which
includes the likelihood of association® in Article 5(1)(b)
means, in its view, 'association .... which includes the
likelihood of confusion®. The Court has already consid-
ered and expressly rejected that view in SABEL v
Puma.

32. The above are all specific reasons drawn from the
case-law and the Directive which in my view clearly
run counter to the interpretation urged by the Hoge
Raad. More generally however there are a number of
reasons of principle which make it undesirable to give a
broad interpretation to the concept of confusion.

33. First, as stressed by Marca Mode, a broad interpre-
tation of the concept of confusion would hinder the
internal market. A directive such as the Trade Marks
Directive which was adopted under Article 100a of the
Treaty is designed to achieve the objectives set out in
Article 7a (now, after amendment, Article 14 EC), in
particular to guarantee the free movement of goods and
services within the internal market. Those objectives
militate against an extensive interpretation of the likeli-
hood of confusion which would lead to unjustified
restrictions on the free flow of goods and services. (22)
34. The requirement of confusion as a condition of
protection of trade marks was not of course a novel
concept introduced by the Directive: it reflected estab-
lished case-law of the Court on the scope of trade-mark
proprietors' rights inthe light of Articles 30 and 36 of
the EC Treaty (now, after amendment, Articles 28 and
30 EC). In a long line of cases in which the contours of
Community trade-mark law were mapped out, the
Court developed the cornerstone principle that the spe-
cific subject-matter of a trade mark was in particular to
guarantee to the owner that he had the exclusive right
to use that mark for the purpose of putting a product on
the market for the first time and thus to protect him
against competitors wishing to take unfair advantage of
the status and reputation of the trade mark by selling
products illegally bearing it; in order to determine the
exact scope of that right, account had to be taken of the
essential function of the trade mark, namely to guaran-
tee to the consumer or end user the identity of the
trade-marked product's origin by enabling him to dis-
tinguish it without any risk of confusion from products
of different origin. (23) Broadening the protection con-
ferred by Article 5(1)(b) of the Directive by extending
it as proposed by the Hoge Raad would accordingly
have the effect that the Directive would confer more
extensive protection on trade-mark owners than the
Court had considered it appropriate to allow pursuant to

the derogation from the principle of the free movement
of goods contained in Article 36 of the Treaty.

35. Moreover a broad interpretation of the notion of
confusion would seriously hinder the effective applica-
tion of the Community Trade Mark Regulation. (24)
That Regulation, which provides for the establishment
of a Community trade mark, contains provisions relat-
ing to confusion between marks which are virtually
identical to those in the Directive. It is clearly appropri-
ate that the provisions of the Directive should be
interpreted in the same way as the corresponding provi-
sions of the Regulation. A Community mark can be
granted only in respect of the whole of the territory of
the Community and thus a conflict with just one mark
in one country suffices to prevent registration of a mark
as a Community mark. An application to register a
mark may be opposed on the basis of an existing
Community mark, a mark registered in any Member
State, or, in certain circumstances, an unregistered right
recognised in a Member State. (25) Too broad a protec-
tion for trade marks on the basis of a risk of
‘association® with other marks would accordingly make
it very difficult for many marks to be registered at
Community level. If the Community trade-mark system
is to function effectively, and if applications are not to
be swamped by opposition proceedings, it seems essen-
tial that marks should be registrable in the absence of a
genuine and properly substantiated risk of confusion.
36. Furthermore, the international Conventions to
which the Community and/or Member States are party
provide no support for the view that trade-mark protec-
tion may be based on mere association. Although the
final recital of the Directive stresses that its provisions
must be ‘entirely consistent with those of the Paris
Convention*, (26) that Convention makes express ref-
erence only to confusion. (27) The Agreement on
Trade-Related Aspects of Intellectual Property Rights
('TRIPS®) (28) similarly links the protection of marks
with use which would result in a likelihood of confu-
sion. (29)

37. Finally I would note a difference of emphasis be-
tween the various language versions of the Directive.
While the English version refers to 'likelihood* of con-
fusion and association, all other language versions
except for the Dutch use the notion of risk or danger.
The Dutch version, structured differently from the oth-
ers, speaks of circumstances in which 'confusion can
arise, including the possibility of association (Article
4(1)(b)) or in which 'confusion can arise, including the
risk of association* (Article 5(1)(b)) (although it may
be noted that the 10th recital in the preamble twice re-
fers to 'the risk of confusion®). For that reason,
paragraphs 18 and 22 of the judgment in SABEL are, in
the Dutch translation, couched in terms of possibility
rather than likelihood, risk or danger; understandably,
the order for reference and the question referred follow
this usage. In the context of the scheme and objectives
of the Directive, however, as discussed above, | do not
consider that any significance is to be attached to the
different terminology used in the Dutch version of the
Directive or of the judgment in SABEL.
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Particularly distinctive marks

38. | accordingly conclude that in general Article
5(1)(b) cannot be regarded as applicable where there is
a likelihood of association and the possibility of confu-
sion, although not established, cannot be ruled out. The
Hoge Raad, however, considers that the wording of
paragraph 24 of the judgment in SABEL v Puma sug-
gests that where the earlier mark has a particularly
distinctive character, either per se or because of the
reputation it enjoys with the public, the likelihood of
confusion may be assumed from the likelihood of asso-
ciation.

39. Marca Mode, the United Kingdom and Netherlands
Governments and the Commission all concur in the
view that that question should be answered in the nega-
tive. Marca Mode argues on the basis of the case-law of
the Court, thelegislative history and scheme of the Di-
rective and the specific subject-matter of the mark. The
Netherlands Government considers that the issue is re-
solved by reference to the decision in SABEL v Puma,
the wording of the Directive and the function of trade
marks. The Commission and the United Kingdom Gov-
ernment refer to the decisions in SABEL and in Canon.
40. The Court stated in paragraph 24 of its judgment in
SABEL v Puma that 'the more distinctive the earlier
mark, the greater will be the likelihood of confusion®. It
is manifest from its context that that proposition fol-
lows from the requirement to appreciate the likelihood
of confusion globally, taking into account all factors
relevant to the circumstances of the case, (30) and from
the fact that that global appreciation must be based on
the overall impression given by the marks, bearing in
mind, in particular, their distinctive and dominant com-
ponents. (31)

41. Even if doubts were to arise as to what the Court
meant in SABEL v Puma, they have now been un-
equivocally dispelled by its judgments in Canon and in
Lloyd. (32) In those cases the Court was asked about
the weight to be given, in assessing the likelihood of
confusion, to the fact that the earlier mark is highly dis-
tinctive. It is clear from the answers it gave that the
distinctive character of the earlier mark, and in particu-
lar its reputation, must be taken into account when
determining whether the similarity between the goods
or servics covered by the two marks is sufficient to give
rise to a likelihood of confusion (33) and that hence the
more similar the goods or services covered and the
more distinctive the earlier mark, the greater will be the
likelihood of confusion. (34) Both those propositions
flow clearly, as the Court explained (and indeed had
already explained in SABEL v Puma), from the word-
ing of the 10th recital, which states that the
appreciation of the likelihood of confusion 'depends on
numerous elements and, in particular, on the recogni-
tion of the trade mark on the market, [on] the
association which can be made with the used or regis-
tered sign, [on] the degree of similarity between the
trade mark and the sign and between the goods or ser-
vices identified*. (35)

42. Thus, as essentially submitted by Marca Mode, the
United Kingdom and the Netherlands Governments and

the Commission, whether there is a likelihood of con-
fusion is a question of fact in each case, and in that
context the fact that the earlier mark is distinctive will
often be relevant for determining whether there isin fact
a likelihood of confusion. A likelihood of confusion
must, however, exist in order for Article 5(1)(b) to ap-
ply. It may be noted that, as Marca Mode and the
Commission point out, the assumption that the likeli-
hood of confusion must be shown in the case of a
distinctive mark clearly underlies the judgment in
Canon, (36) which concerned a mark accepted as dis-
tinctive by virtue of having a reputation. It may also be
noted that the judgment in Canon was delivered before
the order for reference in this case was made.

43. The Court followed its assertion in paragraph 24 of
its judgment in SABEL v Puma that the more distinc-
tive the earlier mark, the greater the likelihood of
confusion by the statement that it was therefore not im-
possible that the conceptual similarity resulting from
the fact that two marks used images with analogous
semantic content could give rise to a likelihood of con-
fusion where the earlier mark had a particularly
distinctive character, either per se or because of the
reputation it enjoyed with the public. (37) Since how-
ever it is clear from the above that the assessment in
each case is to be made on the basis of the relevant
facts, no principle of general application could rea-
sonably be deduced from that statement. The Court
presumably had in mind a concrete situation such as
would arise, for example, from the use in relation to
records, cassettes, compact discs or similar goods of a
sign consisting of a small dog listening to the trumpet
of a phonogram. In such cases where the marks in-
volved are marks with analogous semantic content, it
will (as noted by the Netherlands Government) evi-
dently be easier to show a likelihood of confusion
where the earlier mark has a particularly distinctive
character than in a case such as SABEL v Puma where
the earlier mark did not have a particularly distinctive
character.

44. The approach advocated by the Hoge Raad and en-
dorsed by Adidas, namely assuming the likelihood of
confusion where the earlier mark is particularly distinc-
tive and a likelihood of association has been
established, would not only run counter to the wording
of Article 5(1)(b) and the objectives of the Directive, as
discussed above, but also have the effect of further ex-
tending the protection available to particularly
distinctive marks. Such marks already in effect enjoy
greater protection under Article 5(1)(b) than less well
known marks since the Court's explanation in Canon
and Lloyd of the relevance of the distinctive character
of the earlier mark for the purpose of assessing confu-
sion. Granting yet further protection to marks with a
reputation in the absence of confusion would amount to
granting protection against dilution, namely the blur-
ring of the distinctiveness of a mark such that it is no
longer capable of arousing immediate association with
the goods for which it is registered and used. (38) To
do so by a creative interpretation of Article 5(1)(b)
would run counter to the scheme of the Directive,
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which clearlyenvisages that such additional protection
should be conferred, if at all, by virtue of Articles
4(4)(a) (39) and 5(2) at Member States' option: see the
ninth recital in the preamble. (40)

45. Article 5(2),(41) it will be recalled, permits Mem-
ber States to confer additional protection on the
proprietor of a trade mark with a reputation: such a
proprietor may be entitled to prevent the use of an iden-
tical or similar sign in relation to goods or services
which are not similar to those for which the mark is
registered where use of that sign without due cause
takes unfair advantage of, or is detrimental to, the dis-
tinctive character or the repute of the mark. Adidas
proposes that, if the Hoge Raad's suggested construc-
tion of Article 5(1)(b) is not accepted, Article 5(2) of
the Directive should be construed so as to apply not, as
it provides on its face, solely where the goods or ser-
vices in question are dissimilar but also, indeed a
fortiori, where they are similar, since in its view it
would be anomalous for marks with a reputation to be
protected against dilution where the goods or services
are not similar but not where they are similar. Both in
its written and in its oral observations Adidas has urged
the Court to rule on the application of Article 5(2) even
though the Hoge Raad makes no request for such a rul-
ing.

46. In my view for that reason alone it would be inap-
propriate for the Court to seek to resolve in the context
of these proceedings the apparent inconsistency in the
scope of protection offered by Article 5(1)(b) and Arti-
cle 5(2). The question whether Article 5(2) is intended,
as its wording states, to apply solely where the goods in
question are dissimilar or whether it should be inter-
preted more extensively is an issue which has aroused -
and continues to arouse - much academic interest. It is
certainly an issue which will in due course call for reso-
lution by the Court. However, in the present case the
issue has not been fully canvassed in the observations
submitted to the Court since the national court did not
put a question about Article 5(2). Only Adidas gives
the question its full attention: Marca Mode simply
comments towards the end of its written observations
that it sees no inconsistency between the differing
scopes of Article 5(1)(b) and Article 5(2); the United
Kingdom notes that the test in Article 5(2) is different
from that in Article 5(1)(b), and that the terms of the
latter cannot be rewritten for a particular group of trade
marks; the Netherlands Government does not address
the issue at all; and the Commission considers that it is
not appropriate to deal with the apparent inconsistency
between Article 5(1)(b) and Article 5(2) in this case. If
the Court were to rule on Article 5(2), it would be do-
ing so without the benefit of full observations, not only
from the Commission andfrom those Member States
which submitted observations in this case but very
probably also from other Member States which, had
they been on notice that the scope of Article 5(2) was
in issue, might have availed themselves of their right to
submit observations. In my view such a course of ac-
tion by the Court would be neither appropriate nor
equitable and the undoubtedly interesting question of

the scope of Article 5(2) should await a case in which
the national court expressly asks for guidance on that
issue.

Conclusion

47. Accordingly the question referred by the Hoge
Raad should in my opinion be answered as follows:

1. Article 5(1)(b) of First Council Directive
89/104/EEC of 21 December 1988 to approximate the
laws of the Member States relating to trade marks is not
applicable unless there is a genuine and properly sub-
stantiated likelihood of confusion about the origin of
the goods or services in question.

2. Where a trade mark has a particularly distinctive
character and a third party, without the consent of the
proprietor of the mark, uses, in the course of trade in
goods or services which are identical with, or similar
to, those for which the trade mark is registered, a sign
which so closely corresponds to the mark as to give rise
to the possibility, risk or likelihood of its being associ-
ated with that mark, it is not sufficient, in order for
Avrticle 5(1)(b) of Directive 89/104 to apply, that the
distinctive character of the mark is such that the possi-
bility, risk or likelihood of such association giving rise
to confusion cannot be ruled out.
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	 Article 4(1)(b) of the Directive has been the sub-ject of interpretation by the Court, that interpretation must also apply to Article 5(1)(b) of the Directive.
	Article 5(1)(b) of the Directive entitles the proprietor of a mark, subject to certain conditions, to prevent third parties from using a sign for which there exists a likelihood of confusion on the part of the public, which includes the likelihood of association between the sign and the trade mark. 
	26.  Substantially identical terms are used in Article 4(1)(b) of the Directive, which states the grounds on which a trade mark may be refused registration or, if registered, declared invalid. 
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	Article 5(1)(b) of the Directive is designed to apply only if, because of the identity or similarity both of the marks and of the goods or services which they desig-nate, 'there exists a likelihood of confusion on the part of the public, which includes the likelihood of associa-tion between the sign and the trade mark‘. It follows from that wording that the concept of likelihood of as-sociation is not an alternative to that of likelihood of confusion, but serves to define its scope. The very terms of the provision exclude its application where there is no likelihood of confusion on the part of the public (see, as regards Article 4(1)(b) of the Directive, SABEL, paragraph 18). Protection of a registered mark thus depends, in accordance with Article 5(1)(b) of the Directive, on there being a likelihood of confusion (see, as regards Article 4(1)(b) of the Directive, Case C-39/97 Canon Kabushiki Kaisha v MGM [1998] ECR I-5507, paragraph 18).
	Likelihood of confusion of marks with a highly distinctive character

	 The reputation of a mark does not give grounds for presuming the existence of a likelihood of confusion simply because of the existence of a likelihood of association in the strict sense.
	The reputation of a mark, where it is demonstrated, is thus an element which, amongst others, may have a certain importance. To this end, it may be observed that marks with a highly distinctive character, in particular because of their reputation, enjoy broader protection than marks with a less distinctive character (Canon, paragraph 18). Nevertheless, the reputation of a mark does not give grounds for presuming the existence of a likelihood of confusion simply because of the existence of a likelihood of association in the strict sense. (…) that Article 5(1)(b) of the Directive cannot be inter-preted as meaning that where 
	-    a trade mark has a particularly distinctive character, either per se or because of the reputation it enjoys with the public, and 
	-    a third party, without the consent of the proprietor of the mark, uses, in the course of trade in goods or services which are identical with, or similar to, those for which the trade mark is registered, a sign which so closely corresponds to the mark as to give rise to the possibility of its being associated with that mark, 
	the exclusive right enjoyed by the proprietor entitles him to prevent the use of the sign by that third party if the distinctive character of the mark is such that the possibility of such association giving rise to confusion cannot be ruled out.


