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TRADEMARK 
 
Similarity 
● All relevant factors should be taken into account 
All the relevant factors relating to those goods or ser-
vices themselves should be taken into account. Those 
factors include, inter alia, their nature, their end users 
[should read intended purpose] and their method of use 
and whether they are in competition with each other or 
are complementary. 
 
● Distinctive character older trademark relevant 
The distinctive character of the earlier trade mark, and 
in particular its reputation, must be taken into account 
when determining whether the similarity between the 
goods or services covered by the two trade marks is 
sufficient to give rise to the likelihood of confusion. 
 
● Confusion likely when public encounters different 
places of production, but not when public can be-
lieve the undertakings are not economically-linked 
there may be a likelihood of confusion within the 
meaning of Article 4(1)(b) of the Directive even where 
the public perception is that the goods or services have 
different places of production. By contrast, there can be 
no such likelihood where it does not appear that the 
public could believe that the goods or services come 
from the same undertaking or, as the case may be, from 
economically-linked undertakings. 
 
Source:  curia.europa.eu 
 
 
European Court of Justice 29 September 1998 (1) 
(G. C. Rodríguez Iglesias, C. Gulmann (rapporteur), H. 
Ragnemalm, M. Wathelet en R. Schintgen, P. J. G. 
Kapteyn, J. L. Murray, D. A. O. Edward, G. Hirsch, P. 
Jann en L. Sevón) 
JUDGMENT OF THE COURT 
29 September 1998 (1) 
“Trade mark law - Likelihood of confusion - Similarity 
of goods or services” 
In Case C-39/97, 

REFERENCE to the Court under Article 177 of the EC 
Treaty by the Bundesgerichtshof (Germany) for a pre-
liminary ruling in the proceedings pending before that 
court between  
Canon Kabushiki Kaisha  
and 
Metro-Goldwyn-Mayer Inc., formerly Pathe Communi-
cations Corporation,  
on the interpretation of Article 4(1)(b) of First Council 
Directive 89/104/EEC of 21 December 1988 to ap-
proximate the laws of the Member States relating to 
trade marks (OJ 1989 L 40, p. 1), 
THE COURT, 
composed of: G.C. Rodríguez Iglesias, President, C. 
Gulmann (Rapporteur), H. Ragnemalm, M. Wathelet 
and R. Schintgen (Presidents of Chambers), P.J.G. 
Kapteyn, J.L. Murray, D.A.O. Edward, G. Hirsch, P. 
Jann and L. Sevón, Judges, 
Advocate General: F.G. Jacobs, 
Registrar: H. von Holstein, Deputy Registrar, 
after considering the written observations submitted on 
behalf of: 
- Canon Kabushiki Kaisha, by Götz Jordan, Rechtsan-
walt, Karlsruhe,  
- Metro-Goldwyn-Mayer Inc., formerly Pathe Commu-
nications Corporation, by Wolf-W. Wodrich, 
Rechtsanwalt, Essen,  
- the French Government, by Kareen Rispal-Bellanger, 
Assistant Director in the Legal Affairs Directorate of 
the Ministry of Foreign Affairs, and Philippe Martinet, 
Secretary of Foreign Affairs in the same Directorate, 
acting as Agents,  
- the Italian Government, by Professor Umberto Lean-
za, Head of the Legal Service in the Ministry of 
Foreign Affairs, acting as Agent, and Oscar Fiumara, 
Avvocato dello Stato,  
- the United Kingdom Government, by Lindsey Nicoll, 
of the Treasury Solicitor's Department, acting as Agent, 
and Daniel Alexander, Barrister,  
- the Commission of the European Communities, by 
Jürgen Grunwald, Legal Adviser, and Berend Jan Dri-
jber, of its Legal Service, acting as Agents,  
having regard to the Report for the Hearing,  
after hearing the oral observations of Canon Kabushiki 
Kaisha, represented by Axel Rinkler, Rechtsanwalt, 
Karlsruhe; Metro-Goldwyn-Mayer Inc., formerly Pathe 
Communications Corporation, represented by Wolf-W. 
Wodrich and Joachim K. Zenz, Patentanwalt, Essen; 
the French Government, represented by Anne de Bour-
going, Chargé de Mission in the Legal Affairs 
Directorate of the Ministry of Foreign Affairs, acting as 
Agent; the Italian Government, represented by Oscar 
Fiumara; the United Kingdom Government, repre-
sented by Daniel Alexander; and the Commission, 
represented by Jürgen Grunwald, at the hearing on 20 
January 1998, 
after hearing the Opinion of the Advocate General at 
the sitting on 2 April 1998,  
gives the following 
Judgment 

www.ip-portal.eu  Page 1 of 10 

http://curia.europa.eu/jurisp/cgi-bin/form.pl?lang=en&newform=newform&Submit=Submit&alljur=alljur&jurcdj=jurcdj&jurtpi=jurtpi&jurtfp=jurtfp&alldocrec=alldocrec&docj=docj&docor=docor&docop=docop&docav=docav&docsom=docsom&docinf=docinf&alldocnorec=alldocnorec&docnoj=docnoj&docnoor=docnoor&typeord=ALLTYP&allcommjo=allcommjo&affint=affint&affclose=affclose&numaff=C-39%2F97&ddatefs=&mdatefs=&ydatefs=&ddatefe=&mdatefe=&ydatefe=&nomusuel=&domaine=&mots=&resmax=100


 
www.ippt.eu  IPPT19980929, ECJ, Canon v Cannon 

1. By order of 12 December 1996, received at the Court 
on 28 January 1997, the Bundesgerichtshof (Federal 
Court of Justice) referred to the Court for a preliminary 
ruling under Article 177 of the EC Treaty a question on 
the interpretation of Article 4(1)(b) of First Council Di-
rective 89/104/EEC of 21 December 1988 to 
approximate the laws of the Member States relating to 
trade marks (OJ 1989 L 40, p. 1, the Directive).  
2. That question was raised in proceedings between the 
Japanese company Canon Kabushiki Kaisha (CKK) 
and the American corporation Metro-Goldwyn-Mayer 
Inc., formerly Pathe Communications Corporation 
(MGM), following MGM's application in Germany in 
1986 for registration of the word trade mark CANNON 
to be used in respect of the following goods and ser-
vices: films recorded on video tape cassettes (video 
film cassettes); production, distribution and projection 
of films for cinemas and television organisations.  
3. Referring to Paragraph 5(4)(1) of the Warenzei-
chengesetz (former Trade Mark Law, the WZG), CKK 
opposed that application before the Deutsches Paten-
tamt (German Patent Office) on the ground that it 
infringed its earlier word trade mark Canon, registered 
in Germany in respect of, inter alia, still and motion 
picture cameras and projectors; television filming and 
recording devices, television retransmission devices, 
television receiving and reproduction devices, includ-
ing tape and disc devices for television recording and 
reproduction.  
4. The first examiner of the German Patent Office con-
sidered that the two marks were analogous and 
therefore refused registration on the ground that the re-
spective goods and services were similar within the 
meaning of Paragraph 5(4)(1) of the WZG. The second 
examiner set aside that decision and dismissed the op-
position for lack of similarity.  
5. The Bundespatentgericht (Federal Patent Court) dis-
missed CKK's appeal against the latter decision, 
holding that there was no similarity within the meaning 
of Paragraph 5(4)(1) of the WZG. It stated that such 
similarity could be taken to exist only where the goods 
or services, having regard to their economic signifi-
cance and method of use and, in particular, their usual 
place of manufacture and sale, were so similar that the 
average purchaser might form the opinion that they we-
re manufactured by the same enterprise in so far as 
similar or supposedly similar distinguishing signs were 
used. The court considered that in the circumstances of 
the case that condition was not satisfied.  
6. CKK brought an appeal against the order of the Bun-
despatentgericht before the Bundesgerichtshof.  
7. In its order for reference, the Bundesgerichtshof ma-
kes the preliminary point that the case pending before it 
must be decided on the basis of the Markengesetz (the 
new German Law on Trade Marks), which entered into 
force on 1 January 1995 and which transposed the Di-
rective into German law and Paragraph 9(1)(2) of 
which corresponds to Article 4(1)(b) of the Directive.  
8. Article 4(1)(b) provides:  
(1) A trade mark shall not be registered or, if registered, 
shall be liable to be declared invalid: 

(…) 
(b) if because of its identity with, or similarity to, the 
earlier trade mark and the identity or similarity of the 
goods or services covered by the trade marks, there ex-
ists a likelihood of confusion on the part of the public, 
which includes the likelihood of association with the 
earlier trade mark.  
9. In order to illustrate the context and significance of 
the question referred the Bundesgerichthof gave the 
following information:  
- in this instance the two signs, CANNON and Canon, 
are pronounced in the same way and the mark Canon 
has a reputation; in addition, as the Bundespatent-
gericht noted, the public perception is that films 
recorded on video tape cassettes (video film cassettes) 
and recording and reproduction devices for video tapes 
(video recorders) do not come from the same manufac-
turer;  
- in conformity with the principles laid down in the 
WZG, the Bundespatentgericht attached no importance 
in its decision to the identical nature of the signs or to 
the reputation of the opposing party's trade mark;  
- since the Markengesetz must henceforth be applied, it 
is necessary to establish the criteria to be applied in in-
terpreting the concept of similarity of the goods or 
services covered by the trade marks for the purposes of 
Article 4(1)(b) of the Directive;  
- if no account is taken in this case of the reputation of 
the earlier mark when assessing the likelihood of con-
fusion, because there is no similarity between the goods 
or services covered by the two marks, then on the basis 
of the findings made by the Bundespatentgericht the 
appeal brought by the opposing party cannot succeed;  
- it is possible, however, to interpret Article 4(1)(b) of 
the Directive as meaning that the reputation of the ear-
lier mark may not only reinforce the distinctiveness of 
the mark as such, but may also be sufficient to exclude 
the view held by the public concerning the place of ori-
gin (Herkunftsstätte) of those goods or services from 
the assessment of the similarity of the goods or services 
covered;  
- according to academic opinion, when the likelihood 
of confusion within the meaning of the Markengesetz is 
assessed, it may be necessary to establish a correlation 
between the similarity of the goods, on the one hand, 
and the degree of similarity of the respective signs and 
the distinctive character of the mark to be protected, on 
the other, in such a way that the closer the marks re-
semble one another and the more distinctive the mark 
for which protection is sought, the less the similarity of 
the goods need be.  
10. Finally, the Bundesgerichtshof points out that the 
interpretation of Article 4(1)(b) of the Directive is of 
particular importance in practice in view of the fact that 
the ground for refusing registration provided for by Pa-
ragraph 9(1)(3) of the Markengesetz cannot be relied 
on in a national opposition procedure but only before 
the ordinary courts in the course of an action for can-
cellation of a trade mark or for its infringement (this 
paragraph transposes Article 4(4)(a) of the Directive, 
according to which the Member States may provide for 
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broader protection in the case of trade marks with a re-
putation, derogating from the requirement that the 
goods or services should be similar).  
11. In the light of those considerations the Bundes-
gerichtshof stayed the proceedings and referred the 
following question to the Court of Justice for a prelimi-
nary ruling:  
May account be taken, when assessing the similarity of 
the goods or services covered by the two marks, of the 
distinctive character, in particular the reputation, of the 
mark with earlier priority (on the date which deter-
mines the seniority of the later mark), so that, in 
particular, likelihood of confusion within the meaning 
of Article 4(1)(b) of Directive 89/104/EEC must be ta-
ken to exist even if the public attributes the goods 
and/or services to different places of origin (Herkun-
ftsstätten)? 
12. In the first part of the question, the Bundesgericht-
shof asks in substance whether, on a proper 
construction of Article 4(1)(b) of the Directive, the dis-
tinctive character of the earlier trade mark, and in 
particular its reputation, must be taken into account 
when determining whether the similarity between the 
goods or services covered by the two trade marks is 
sufficient to give rise to the likelihood of confusion.  
13. CKK, the French and Italian Governments and the 
Commission are essentially in agreement in proposing 
that the question be answered in the affirmative.  
14. On the other hand, MGM and the United Kingdom 
Government consider that similarity between goods and 
services must be assessed objectively and independ-
ently, and no account should be taken of the distinctive 
character of the earlier mark or in particular of its repu-
tation.  
15. It is to be noted, first, that the tenth recital of the 
preamble to the Directive states that the protection af-
forded by the registered trade mark, the function of 
which is in particular to guarantee the trade mark as an 
indication of origin, is absolute in the case of identity 
between the mark and the sign and goods or services; ... 
the protection applies also in case of similarity between 
the mark and the sign and the goods or services; ... it is 
indispensable to give an interpretation of the concept of 
similarity in relation to the likelihood of confusion; ... 
the likelihood of confusion, the appreciation of which 
depends on numerous elements and, in particular, on 
the recognition of the trade mark on the market, [on] 
the association which can be made with the used or reg-
istered sign, [and on] the degree of similarity between 
the trade mark and the sign and between the goods or 
services identified, constitutes the specific condition for 
such protection.  
16. Second, the Court has held that the likelihood of 
confusion on the part of the public, in the absence of 
which Article 4(1)(b) of the Directive does not apply, 
must be appreciated globally, taking into account all 
factors relevant to the circumstances of the case (Case 
C-251/95 SABEL v Puma [1997] ECR I-6191, para-
graph 22).  
17. A global assessment of the likelihood of confusion 
implies some interdependence between the relevant 

factors, and in particular a similarity between the trade 
marks and between these goods or services. Accord-
ingly, a lesser degree of similarity between these goods 
or services may be offset by a greater degree of similar-
ity between the marks, and vice versa. The 
interdependence of these factors is expressly mentioned 
in the tenth recital of the preamble to the Directive, 
which states that it is indispensable to give an interpre-
tation of the concept of similarity in relation to the 
likelihood of confusion, the appreciation of which de-
pends, in particular, on the recognition of the trade 
mark on the market and the degree of similarity be-
tween the mark and the sign and between the goods or 
services identified.  
18. Furthermore, according to the case-law of the 
Court, the more distinctive the earlier mark, the greater 
the risk of confusion (SABEL, paragraph 24). Since 
protection of a trade mark depends, in accordance with 
Article 4(1)(b) of the Directive, on there being a likeli-
hood of confusion, marks with a highly distinctive 
character, either per se or because of the reputation they 
possess on the market, enjoy broader protection than 
marks with a less distinctive character.  
19. It follows that, for the purposes of Article 4(1)(b) of 
the Directive, registration of a trade mark may have to 
be refused, despite a lesser degree of similarity between 
the goods or services covered, where the marks are 
very similar and the earlier mark, in particular its repu-
tation, is highly distinctive.  
20. Against that interpretation, MGM and the United 
Kingdom Government have argued that to take into ac-
count the distinctiveness of the earlier mark when 
assessing the similarity of the goods or services in-
volves the danger of prolonging the registration 
procedure. However, the French Government has stated 
that in its experience consideration of that factor when 
assessing the similarity of the goods or services cov-
ered did not have the effect of unduly lengthening or 
complicating the registration procedure.  
21. In this context, it is important to note that even if 
the suggested interpretation makes the registration pro-
cedure much lengthier, that cannot be decisive for the 
interpretation of Article 4(1)(b) of the Directive. In any 
event, for reasons of legal certainty and proper admini-
stration, it is necessary to ensure that trade marks 
whose use could successfully be challenged before the 
courts are not registered.  
22. It is, however, important to stress that, for the pur-
poses of applying Article 4(1)(b), even where a mark is 
identical to another with a highly distinctive character, 
it is still necessary to adduce evidence of similarity be-
tween the goods or services covered. In contrast to 
Article 4(4)(a), which expressly refers to the situation 
in which the goods or services are not similar, Article 
4(1)(b) provides that the likelihood of confusion pre-
supposes that the goods or services covered are 
identical or similar.  
23. In assessing the similarity of the goods or services 
concerned, as the French and United Kingdom Gov-
ernments and the Commission have pointed out, all the 
relevant factors relating to those goods or services 
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themselves should be taken into account. Those factors 
include, inter alia, their nature, their end users [should 
read intended purpose] and their method of use and 
whether they are in competition with each other or are 
complementary.  
24. In the light of the foregoing, the answer to be given 
to the first part of the question must be that, on a proper 
construction of Article 4(1)(b) of the Directive, the dis-
tinctive character of the earlier trade mark, and in 
particular its reputation, must be taken into account 
when determining whether the similarity between the 
goods or services covered by the two trade marks is 
sufficient to give rise to the likelihood of confusion.  
25. In the second part of the question the Bundes-
gerichtshof asks in substance whether there can be a 
likelihood of confusion within the meaning of Article 
4(1)(b) of the Directive where the public perception is 
that the goods or services have different places of ori-
gin (Herkunftsstätten).  
26. There is a likelihood of confusion within the mean-
ing of Article 4(1)(b) of the Directive where the public 
can be mistaken as to the origin of the goods or ser-
vices in question.  
27. Indeed, Article 2 of the Directive provides that a 
trade mark must be capable of distinguishing the goods 
or services of one undertaking from those of other un-
dertakings, while the tenth recital in the preamble to the 
Directive states that the function of the protection con-
ferred by the mark is primarily to guarantee the 
indication of origin.  
28. Moreover, according to the settled case-law of the 
Court, the essential function of the trade mark is to gua-
rantee the identity of the origin of the marked product 
to the consumer or end user by enabling him, without 
any possibility of confusion, to distinguish the product 
or service from others which have another origin. For 
the trade mark to be able to fulfil its essential role in the 
system of undistorted competition which the Treaty 
seeks to establish, it must offer a guarantee that all the 
goods or services bearing it have originated under the 
control of a single undertaking which is responsible for 
their quality (see, in particular, Case C-10/89 HAG GF 
(HAG II) [1990] ECR I-3711, paragraphs 14 and 
13).  
29. Accordingly, the risk that the public might believe 
that the goods or services in question come from the 
same undertaking or, as the case may be, from eco-
nomically-linked undertakings, constitutes a likelihood 
of confusion within the meaning of Article 4(1)(b) of 
the Directive (see SABEL, paragraphs 16 to 18). Con-
sequently, as the Advocate General states at point 30 of 
his Opinion, in order to demonstrate that there is no li-
kelihood of confusion, it is not sufficient to show 
simply that there is no likelihood of the public being 
confused as to the place of production of the goods or 
services.  
30. The answer to be given to the second part of the 
question must therefore be that there may be a likeli-
hood of confusion within the meaning of Article 
4(1)(b) of the Directive even where the public percep-
tion is that the goods or services have different places 

of production. By contrast, there can be no such likeli-
hood where it does not appear that the public could 
believe that the goods or services come from the same 
undertaking or, as the case may be, from economically-
linked undertakings.  
Costs 
31. The costs incurred by the French, Italian and United 
Kingdom Governments and by the Commission of the 
European Communities, which have submitted obser-
vations to the Court, are not recoverable. Since these 
proceedings are, for the parties to the main proceed-
ings, a step in the action pending before the national 
court, the decision on costs is a matter for that court.  
On those grounds, 
THE COURT, 
in answer to the question referred to it by the Bundes-
gerichtshof by order of 12 December 1996, hereby 
rules: 
On a proper construction of Article 4(1)(b) of First 
Council Directive 89/104/EEC of 21 December 1988 to 
approximate the laws of the Member States relating to 
trade marks, the distinctive character of the earlier trade 
mark, and in particular its reputation, must be taken in-
to account when determining whether the similarity 
between the goods or services covered by the two trade 
marks is sufficient to give rise to the likelihood of con-
fusion. 
There may be a likelihood of confusion within the me-
aning of Article 4(1)(b) of Directive 89/104 even where 
the public perception is that the goods or services have 
different places of production. By contrast, there can be 
no such likelihood where it does not appear that the pu-
blic could believe that the goods or services come from 
the same undertaking or, as the case may be, from eco-
nomically-linked undertakings. 
Rodríguez Iglesias 
Gulmann 
Ragnemalm 
Wathelet 
Schintgen 
Kapteyn 
Murray 
Edward 
Hirsch 
Jann 
Sevón 
Delivered in open court in Luxembourg on 29 Septem-
ber 1998. 
R. Grass  
G.C. Rodríguez Iglesias 
Registrar 
President  
1: Language of the case: German. 
OPINION OF ADVOCATE GENERAL 
JACOBS 
delivered on 2 April 1998 (1) 
Case C-39/97 
Canon Kabushiki Kaisha, Japan 
v 
Pathe Communications Corporation, U.S.A. 
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1. Article 4(1)(b) of the Trade Marks Directive (2) pro-
hibits the registration of a trade mark if 'because of its 
identity with, or similarity to, [an] earlier trade mark 
and the identity or similarity of the goods or services 
covered by the trade marks, there exists a likelihood of 
confusion on the part of the public, which includes the 
likelihood of association with the earlier trade mark‘.  
2. In order to oppose the registration of a mark on the 
basis of that provision it is accordingly necessary to 
show both that the mark is identical or similar to an 
earlier mark and that the goods or services covered by 
both marks are identical or similar. 
3. The Bundesgerichtshof (Federal Court of Justice) 
wishes to know whether, in assessing whether goods or 
services should be considered to be similar within the 
meaning of that provision, the degree of distinctiveness 
of an earlier mark, in particular its reputation, may be 
taken into account. 
The Trade Marks Directive 
4. The Trade Marks Directive harmonises the provi-
sions of national trade-mark law which 'most directly 
affect the functioning of the internal market‘ (third re-
cital of the preamble to the Directive). Thus it 
harmonises, inter alia, the grounds for refusing to regis-
ter or invalidating a trade mark (Articles 3 and 4), and 
the rights conferred by a trade mark (Article 5 et seq.).  
5. Under Article 16(1) of the Directive, Member States 
were required to implement its provisions by 28 De-
cember 1991. However, by Decision 92/10/EEC, (3) 
the Council made use of the power conferred on it by 
Article 16(2) and postponed the deadline for imple-
menting the Directive until 31 December 1992. 
6. Article 4(1) of the Directive, which concerns the abi-
lity to register a mark, provides that: 
'A trade mark shall not be registered or, if registered, 
shall be liable to be declared invalid: 
(a) if it is identical with an earlier trade mark, and the 
goods or services for which the trade mark is applied 
for or is registered are identical with the goods or ser-
vices for which the earlier trade mark is protected;  
(b) if because of its identity with, or similarity to, the 
earlier trade mark and the identity or similarity of the 
goods or services covered by the trade marks, there ex-
ists a likelihood of confusion on the part of the public, 
which includes the likelihood of association with the 
earlier trade mark.‘  
7. Similarly, Article 5(1), which specifies the rights 
conferred by a trade mark, provides that: 
'The registered trade mark shall confer on the proprietor 
exclusive rights therein. The proprietor shall be entitled 
to prevent all third parties not having his consent from 
using in the course of trade: 
(a) any sign which is identical with the trade mark in 
relation to goods or services which are identical with 
those for which the trade mark is registered;  
(b) any sign where, because of its identity with, or simi-
larity to, the trade mark and the identity or similarity of 
the goods or services covered by the trade mark and the 
sign, there exists a likelihood of confusion on the part 
of the public, which includes the likelihood of associa-
tion between the sign and the trade mark.‘  

8. Marks with a reputation can benefit from yet further 
protection. Article 4(4)(a) gives Member States the op-
tion of refusing the registration of a mark in certain 
circumstances if the mark is similar or identical to an 
earlier national mark which has a reputation, even 
though the goods or services in respect of which the 
later mark's application is made are not similar to the 
goods or services in respect of which the earlier mark is 
registered: 
'Any Member State may furthermore provide that a tra-
de mark shall not be registered or, if registered, shall be 
liable to be declared invalid where, and to the extent 
that: 
(a) the trade mark is identical with, or similar to, an 
earlier national trade mark within the meaning of para-
graph 2 and is to be, or has been, registered for goods 
or services which are not similar to those for which the 
earlier trade mark is registered, where the earlier trade 
mark has a reputation in the Member State concerned 
and where the use of the later trade mark without due 
cause would take unfair advantage of, or be detrimental 
to, the distinctive character or repute of the earlier trade 
mark.‘  
9. Where the earlier mark is a Community trade mark 
provided for by the Community Trade Mark Regula-
tion, (4) Article 4(3) of the Directive allows for the 
same type of objection to registration to be made by the 
owner of an earlier Community trade mark which has a 
reputation in the Community. In contrast to Article 
4(4)(a), Article 4(3) requires, rather than merely em-
powers, Member States to afford such protection. 
10. Furthermore, Article 5(2) (which concerns the use, 
as opposed to the registration, of a later mark) gives 
Member States a similar option to that provided in Ar-
ticle 4(4)(a): 
'Any Member State may also provide that the proprie-
tor shall be entitled to prevent all third parties not 
having his consent from using in the course of trade 
any sign which is identical with, or similar to, the trade 
mark in relation to goods or services which are not si-
milar to those for which the trade mark is registered, 
where the latter has a reputation in the Member State 
and where use of that sign without due cause takes un-
fair advantage of, or is detrimental to, the distinctive 
character or the repute of the trade mark.‘ 
11. It should, however, be noted that, although the 
question refers to marks with a reputation and Articles 
4(4)(a) and 5(2) mention such marks specifically, the 
Bundesgerichtshof has made it clear that the provision 
in question in the present case is Article 4(1)(b) for the 
reasons explained below. (5) 
The facts 
12. On 29 July 1986, Pathe Communications Corpora-
tion ('Pathe‘), which is based in the United States of 
America, submitted an application to register the word 
trade mark 'CANNON‘ in respect of the following 
goods and services: 'films recorded on video tape cas-
settes (video film cassettes); production, distribution 
and projection of films for cinemas and television insti-
tutions‘. 
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13. That application was opposed by Canon Kabushiki 
Kaisha ('CKK‘) on the grounds that it infringed its own 
word trade mark 'Canon‘. That mark had already been 
registered, inter alia, in respect of 'still and motion pic-
ture cameras and projectors; television filming and 
recording devices, television transmission devices, te-
levision receiving and reproduction devices, including 
tape and disc devices for television recording and re-
production‘.  
14. At the time the opposition by CKK was lodged the 
Trade Marks Directive had not been adopted and the 
national German law on trade marks accordingly ap-
plied. That law is known as the Warenzeichengesetz 
('the WZG‘). The Directive, adopted on 21 December 
1988 and due to be implemented by 31 December 
1992, (6) was implemented late into German law by a 
law adopted on 25 October 1994. The principal provi-
sions of that law came into force on 1 January 1995. 
However, the Bundesgerichtshof explains that the pre-
sent case must be judged on the basis of the law as it 
now stands, which gives effect to the Directive. The 
new German trade-mark law is called the Markengesetz 
and the Bundesgerichtshof explains that Article 9(1)(2) 
of that law corresponds to Article 4(1)(b) of the Direc-
tive.  
15. According to the Bundesgerichtshof, it must be as-
sumed for the purposes of legal assessment that the two 
marks 'CANNON‘ and 'Canon‘ sound identical. They 
are not, however, applied in respect of identical goods 
and services. The question with which the German 
courts have been confronted is whether the respective 
goods and services can nevertheless be regarded as si-
milar. 
16. When Pathe's application was examined by the 
German authorities the first examiner considered that 
the goods and services of the opposing parties were in-
deed similar and accordingly refused to register the 
mark 'CANNON‘. The second examiner set aside that 
decision and dismissed the opposition on the ground 
that there was no similarity. CKK appealed to the Bun-
despatentgericht (Federal Patent Court) but its appeal 
was dismissed by an order dated 6 April 1994. CKK 
then appealed to the Bundesgerichtshof and it is in the 
context of those proceedings that the present reference 
has been made. 
17. The Bundespatentgericht dismissed CKK's appeal 
because it agreed with the second examiner that there 
was no similarity, within the meaning of Paragraph 
5(4)(1) of the WZG, between the parties' goods and 
services. In its view, there could be similarity only if 
the goods or services, in accordance with their eco-
nomic significance and use, and with respect in 
particular to their usual places of manufacture and sale, 
had such close points of contact that the average pur-
chaser might form the opinion that they came from the 
same business operation. CKK claims that 76.6% of the 
population knew its mark in November 1985 and the 
Bundesgerichtshof states that that must be taken as me-
aning that the mark 'Canon‘ was a recognised mark. 
The Bundespatentgericht, however, considered that the 
reputation of CKK's mark was of no significance in as-

sessing the similarity of the goods and services in 
question. 
18. The Bundespatentgericht observed that the goods 
'video film cassettes‘ specified in Pathe's application 
were closest to the goods 'television filming and re-
cording devices, television transmission devices, 
television receiving and reproduction devices, includ-
ing tape and disc devices for television recording and 
reproduction‘ covered by CKK's mark. However, it 
considered that the two sets of goods were not similar. 
Disagreeing with the view taken by the Thirtieth Senate 
of the Bundespatentgericht in a similar case, it stated 
that it could not be assumed that video film cassettes 
were similar to the television devices covered by 
CKK's mark or to the video cameras distributed by 
CKK.  
19. It explained that the Bundespatentgericht had al-
ready found, in 1989, that there was not a single 
manufacturer of leisure electronic devices to be found 
among the video tape producers in the 1988 Seibt in-
dustry catalogue; no significant changes had taken 
place in the meantime in that respect, at least in relation 
to recorded video cassettes; and inquiries in relevant 
specialist shops had shown that no name of a manufac-
turer of television devices or video recorders could be 
found in the range of recorded video cassettes. The 
Bundespatentgericht accordingly considered that it 
could not be assumed that the relevant average pur-
chaser thought that recorded video tapes and the 
corresponding recording and reproduction devices 
came from the same business operation. Even members 
of the public were sufficiently aware of the different 
conditions for the manufacture of recorded cassettes 
and understood that video cassettes and video recorders 
do not come from the same manufacturer. 
20. The Bundespatentgericht also rejected the possibil-
ity of similarity between the services specified in 
Pathe's application relating to 'production, distribution 
and projection of films for cinemas and television insti-
tutions‘ and the television filming devices etc. 
protected by CKK's mark. The Bundespatentgericht 
considered that the fact that cameras and projectors we-
re used to produce and project films did not mislead 
persons, to an extent relevant for trade-mark law pur-
poses, to conclude that the producers of such devices 
regularly also produced, distributed or projected films.  
21. In its appeal against the order of the Bundespatent-
gericht, CKK argues that, since the implementation of 
the Trade Marks Directive into German law, the ap-
proach of the Bundespatentgericht to the assessment of 
the similarity of goods or services is no longer appro-
priate. It submits that its mark 'Canon‘ is a famous or 
well-known mark and that that fact, coupled with the 
fact that video film cassettes and video recording and 
reproduction devices are offered through the same 
points of sale, should lead to the conclusion that the 
goods covered by the two marks are similar and that 
there is consequently a likelihood of the public being 
confused within the meaning of Paragraph 9(1)(2) of 
the Markengesetz. (7)  
The question  
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22. The Bundesgerichtshof has accordingly referred the 
following question to this Court for a preliminary rul-
ing: 
'May account be taken, when assessing the similarity of 
the goods or services covered by the two marks, of the 
distinctive character, in particular the reputation of the 
mark with earlier priority (on the date which deter-
mines the seniority of the later mark), in particular in 
such a way that likelihood of confusion within the 
meaning of Article 4(1)(b) of the Directive must be 
taken to exist even if the public attributes the goods 
and/or services to different origins?‘ 
23. The Bundesgerichtshof explains that the essential 
question is whether the adoption of the Trade Marks 
Directive requires the German courts to change their 
approach in assessing the similarity of goods or ser-
vices. It accordingly seeks to ascertain which criteria 
should be applied in assessing whether goods or ser-
vices are similar within the meaning of Article 4(1)(b) 
of the Directive. 
24. The order for reference contains the following in-
formation as to the implementation of the Directive. 
When implementing the Directive, the German legisla-
ture started from the assumption that the concept of the 
similarity of goods or services could not be understood 
in the same way as that concept had been understood 
under the previous German law. In the explanatory 
memorandum to the draft Markenrechtsreformgesetz 
(Trade Mark Reform Law), it was stated that in future 
it would not be possible to refer back to the 'static‘ con-
cept of similarity developed in the previous law. 
25. Under the previous law, there had to be objective 
similarity between the goods or services: there was thus 
no protection under trade-mark law where there was no 
objective similarity of goods and services, however si-
milar the marks and whatever the reputation of the 
earlier mark. Commentators argue that, since imple-
mentation of the Directive, that is no longer the case: 
there is now an inverse correlation between, on the one 
hand, the similarity of the goods and services and, on 
the other, the similarity of the marks and the distinctive 
character of the earlier mark. Thus the closer the marks 
and the more distinctive the earlier mark, the less simi-
larity of goods or services needs to be shown. 
According to the Bundesgerichtshof, such an interpre-
tation would mean that it would be considerably easier 
than under the previous German law to demonstrate a 
likelihood of confusion. 
26. The Bundesgerichtshof recognises that, in certain 
circumstances, where the earlier mark has a reputation, 
it can be protected even in relation to dissimilar goods 
and services by virtue of Article 4(4)(a) of the Direc-
tive. Although that provision is optional, the 
Bundesgerichtshof states that it has been implemented 
into German law by Paragraph 9(1)(3) of the Mark-
engesetz. However, the Bundesgerichtshof stresses that 
it is important to distinguish between the application of 
Article 4(1)(b) and Article 4(4)(a) because, under na-
tional law, the initial registration of a mark in relation 
to dissimilar goods cannot be opposed per se under the 
national provisions implementing Article 4(4)(a): the 

person objecting can only commence an action for can-
cellation of the mark once it has been registered or 
bring proceedings for infringement of his own mark, 
the idea being that the registration procedure should be 
carried out in an abstract, systematic way. Article 
4(1)(b), on the other hand, is a ground for opposing the 
registration of a mark. The question whether a particu-
lar use of a mark falls within Article 4(1)(b) or Article 
4(4)(a) is accordingly of considerable practical impor-
tance.  
The meaning of  'confusion‘ 
27. The question asks in part whether a likelihood (8) 
of confusion must be taken to exist even if the public 
attributes the goods or services to different origins. The 
meaning of 'confusion‘ in Article 4(1)(b) of the Direc-
tive has already been considered by this Court in its 
judgment in the case of SABEL, delivered on 11 No-
vember 1997. (9) 
28. That case concerned the interpretation of Article 
4(1)(b) of the Directive in so far as it refers to 'a likeli-
hood of confusion on the part of the public, which 
includes the likelihood of association with the earlier 
trade mark‘. The Court explained that it had been sub-
mitted that 'the likelihood of association may arise in 
three sets of circumstances: (1) where the public con-
fuses the sign and the mark in question (likelihood of 
direct confusion): (2) where the public makes a connec-
tion between the proprietors of the sign and those of the 
mark and confuses them (likelihood of indirect confu-
sion or association); (3) where the public considers the 
sign to be similar to the mark and perception of the sign 
calls to mind the memory of the mark, although the two 
are not confused (likelihood of association in the strict 
sense)‘. (10) 
29. The Court stated that it was therefore necessary to 
determine 'whether Article 4(1)(b) can apply where the-
re is no likelihood of direct or indirect confusion, but 
only a likelihood of association in the strict sense‘. (11) 
It concluded: 'The terms of the provision itself exclude 
its application where there is no likelihood of confusion 
on the part of the public‘. (12) Thus the Court held that 
'the mere association which the public might make be-
tween two trade marks as a result of their analogous 
semantic content is not in itself a sufficient ground for 
concluding that there is a likelihood of confusion‘(13) 
within the meaning of Article 4(1)(b).  
30. It follows that if, in the present case, there is no li-
kelihood of the public assuming that there is any sort of 
trade connection between the marks 'Canon‘ and 
'CANNON‘, there is no likelihood of confusion within 
the meaning of Article 4(1)(b) of the Directive. The 
Commission suggests however that the question refers 
to the attribution of goods or services to different 'pla-
ces of origin‘; and that concept may reflect the 
importance attached by the previous German trade-
mark law to the place of manufacture of the goods in 
question. In that respect it should be noted that it is not 
sufficient to show simply that there is no likelihood of 
the public being confused as to the place in which the 
goods are manufactured or the services performed: if, 
despite recognising that the goods or services have dif-
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ferent places of origin, the public is likely to believe 
that there is a link between the two concerns, there will 
be a likelihood of confusion within the meaning of the 
Directive. 
Assessment of the similarity of goods and services 
31. The main argument in this case has focused on the 
question whether the degree of distinctiveness of a 
mark, in particular its reputation, can be taken into ac-
count when assessing whether goods or services should 
be regarded as similar within the meaning of Article 
4(1)(b). In other words, is it permissible to consider 
goods or services to be similar in relation to particu-
larly distinctive marks when such goods or services 
would not be considered to be similar in relation to 
other, less distinctive marks? Or should the test for as-
sessing the similarity of goods or services be objective 
(i.e. unrelated to the nature of the marks in question)?  
32. All trade marks, if they are to perform their func-
tion, should be distinctive; a trade mark which is 
devoid of any distinctive character is, pursuant to Arti-
cle 3(1)(b) of the Directive, not to be registered and, if 
registered, is liable to be declared invalid. But distinct-
iveness is a matter of degree. A trade mark might be 
particularly distinctive either because it is well known 
or because it is of an unusual character. The more well 
known or unusual a trade mark, the more likely it is 
that consumers might be confused into believing there 
to be a trade connection between goods or services 
bearing the same or a similar mark. As the Court ob-
served in its judgment in SABEL, 'the more distinctive 
the earlier mark, the greater will be the likelihood of 
confusion‘. (14) It should be noted, however, that in 
that case, in contrast to the present case, it was not dis-
puted that at least some of the goods to which the 
marks in question related were the same; the question 
was whether the marks (as opposed to the goods) in 
question were sufficiently similar to give rise to a like-
lihood of confusion. 
33. CKK, the French Government and the Commission 
are all of the view that the degree of distinctiveness of a 
mark is relevant to the test of the similarity of products 
or services. At the hearing the Italian Government sta-
ted that the notion of similarity is a very vague concept 
which cannot be based on objective factors alone. 
34. They refer to the tenth recital of the preamble of the 
Directive, which is in the following terms: 
'... whereas it is indispensable to give an interpretation 
of the concept of similarity in relation to the likelihood 
of confusion; whereas the likelihood of confusion, the 
appreciation of which depends on numerous elements 
and, in particular, on the recognition of the trade mark 
on the market, on (15) the association which can be 
made with the used or registered sign, on (16) the de-
gree of similarity between the trade mark and the sign 
and between the goods or services identified, consti-
tutes the specific condition for such protection; whereas 
the ways in which likelihood of confusion may be es-
tablished, and in particular the onus of proof, are a 
matter for national procedural rules which are not 
prejudiced by the Directive‘. 

35. CKK and the French Government argue that that 
recital, in particular the statement that 'it is indispensa-
ble to give an interpretation of the concept of similarity 
in relation to the likelihood of confusion‘, shows that 
the test of the similarity of goods or services is not to 
be regarded as an objective test. 
36. CKK also argues that it is important to be able to 
oppose the initial registration of a mark under Article 
4(1)(b), rather than having to accept the initial registra-
tion and attack its use under other provisions. It 
considers that parties to opposition proceedings are 
subject to lower costs and can present their rights more 
effectively and more efficiently than in other proceed-
ings. 
37. Pathe and the United Kingdom, however, advocate 
an objective, independent assessment of the similarity 
of the goods or services (i.e. an assessment made wit-
hout regard to the nature or reputation of the earlier 
mark). The United Kingdom maintains that to require, 
at the stage of registering a mark, that the reputation of 
an earlier mark be taken into account when assessing 
the similarity of the goods or services in question 
would place an undue burden on examiners and consi-
derably lengthen the registration process. Pathe also 
argues that large companies would deliberately delay 
registration processes.  
38. Moreover, Pathe argues that flexible boundaries to 
the definition of similar goods or services would cause 
legal uncertainty. One final argument made by the Uni-
ted Kingdom is that, if the question of the likelihood of 
confusion had to be addressed in order to decide 
whether goods or services were similar, there would be 
no purpose in requiring such similarity: the only ques-
tion would be whether or not there was a likelihood of 
confusion; if that had been the intention, the Directive 
would have had a different structure. 
39. In my view, the decisive consideration in resolving 
the issue is the statement in the tenth recital of the 
preamble to the Directive that the appreciation of the 
likelihood of confusion depends in particular on the re-
cognition of the mark. That statement set in its context 
reads as follows: 
'Whereas the protection afforded by the registered trade 
mark, the function of which is in particular to guarantee 
the trade mark as an indication of origin, is absolute in 
the case of identity between the mark and the sign and 
goods or services; whereas the protection applies also 
in case of similarity between the mark and the sign and 
the goods or services; whereas it is indispensable to gi-
ve an interpretation of the concept of similarity in 
relation to the likelihood of confusion; whereas the li-
kelihood of confusion, the appreciation of which 
depends on numerous elements and, in particular, on 
the recognition of the trade mark on the market, [on] 
the association which can be made with the used or re-
gistered sign, [on] the degree of similarity between the 
trade mark and the sign and between the goods or ser-
vices identified, constitutes the specific condition for 
such protection ...‘ 
That statement makes it clear that the recognition of the 
mark, although not specifically mentioned in Article 
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4(1)(b) of the Directive, is relevant in deciding whether 
there is sufficient similarity to give rise to a likelihood 
of confusion. 
40. That view is also confirmed by the judgment of the 
Court in SABEL, in which it held that the 'likelihood of 
confusion must ... be appreciated globally, taking into 
account all factors relevant to the circumstances of the 
case‘. (17) It is true that that statement was made in a 
different context: the Court was there considering the 
question whether conceptual similarity of the marks 
alone could give rise to confusion within the meaning 
of Article 4(1)(b), in a situation in which the goods in 
question were clearly the same. However the statement 
is one of general application. 
41. The United Kingdom Government seeks to refute 
the argument that the tenth recital of the preamble to 
the Directive supports a global approach. It maintains 
that that recital means simply that in assessing similari-
ty regard should be had to the question whether the 
goods or services are such that the public might be con-
fused into thinking that they have the same trade origin, 
and that in making that assessment it is not permissible 
to have regard to the reputation of the earlier mark.  
42. That explanation, however, requires the recital to be 
read as indicating that the question of confusion is to be 
taken into account in assessing the similarity of goods 
or services, but that one element of the confusion test, 
namely that of the 'recognition‘ of the earlier mark 'on 
the market‘ (which is mentioned expressly in the reci-
tal), cannot be taken into account in such an 
assessment. I have difficulty in reading the recital in 
that way. (The phrase 'recognition of the trade mark on 
the market‘ to my mind refers to the degree of distinc-
tiveness of the mark: i.e. whether it is readily 
recognised by the public, either because it has an inhe-
rently unusual nature or because of its reputation.)  
43. In addition, the dangers of lengthening the registra-
tion process by requiring consideration of an earlier 
trade mark's reputation do not appear to me to be as se-
rious as Pathe and the United Kingdom Government 
suggest. The French Government stated at the hearing 
that, in its experience, such consideration did not undu-
ly lengthen or complicate the procedure. Indeed, it may 
be in the interest of legal certainty to ensure that marks 
whose use may be challenged successfully are not re-
gistered in the first place. In any event, it seems to me 
that the tenth recital of the preamble to the Directive 
indicates that the reputation of a trade mark should be 
taken into account in assessing the likelihood of confu-
sion between two marks even if it cannot be taken into 
account in assessing the similarity of goods and servi-
ces. Moreover, the Community Trade Mark Registry 
will be obliged to consider the question of the reputati-
on of a mark in many cases since the Community Trade 
Mark Regulation contains a provision similar to Article 
4(4)(a) of the Directive. Under Article 8(5) of the Re-
gulation the proprietor of an earlier mark which has a 
reputation can oppose, subject to certain conditions, the 
registration of an identical or similar mark in relation to 
dissimilar goods or services. That suggests that the 
practical problems of requiring registrars to consider 

the reputation of a mark are not as great as has been 
argued. 
44. I would emphasise that although in my view the 
degree of recognition of the mark must be taken into 
account in deciding whether there is sufficient similari-
ty to give rise to confusion, the requirement of 
similarity must be given full weight, both in assessing 
the similarity of the marks and in assessing the similari-
ty of the goods or services in question. It is therefore 
incorrect to suggest that, in consequence of the imple-
mentation into national law of Article 4(1)(b) of the 
Directive, it may no longer be necessary in the case of a 
particularly distinctive mark to establish the similarity 
of the goods or services in question. In assessing the 
similarity of the goods or services it will be helpful to 
have regard to the factors suggested by the United 
Kingdom and French Governments. 
45. According to the United Kingdom Government, the 
following type of factors should be taken into account 
in assessing the similarity of goods or services: 
(a) the uses of the respective goods or services;  
(b) the users of the respective goods or services;  
(c) the physical nature of the goods or acts of service;  
(d) the trade channels through which the goods or ser-
vices reach the market;  
(e) in the case of self-serve consumer items, where in 
practice they are respectively found or likely to be 
found in supermarkets and in particular whether they 
are, or are likely to be, found on the same or different 
shelves;  
(f) the extent to which the respective goods or services 
are in competition with each other: that inquiry may 
take into account how those in trade classify goods, for 
instance whether market research companies, who of 
course act for industry, put the goods or services in the 
same or different sectors. (18)  
46. Whilst recognising that that list of factors is not ex-
haustive, the United Kingdom Government observed at 
the hearing that it nevertheless indicates a common de-
nominator which should be present in all factors taken 
into account in assessing the similarity of goods or ser-
vices: namely that the factors are related to the goods or 
services themselves.  
47. The French Government likewise considers that, in 
assessing the similarity of goods and services, the fac-
tors to be taken into account should include the nature 
of the goods or services, their intended destination and 
clientele, their normal use and the usual manner of their 
distribution. 
48. The use of those 'objective‘ factors to assess simila-
rity does not however in my view preclude account 
being taken of the degree of recognition of the mark in 
deciding whether there is sufficient similarity to give 
rise to a likelihood of confusion. 
49. Against that view it might be argued that the sim-
pler and more objective the test of the similarity of 
goods and services under Article 4(1)(b), the less likely 
national trade mark registries or courts in different 
Member States would be to adopt different assessments 
as to whether a particular mark is confusing. That 
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would be consistent with the Directive's aim of harmo-
nising Member States' trade-mark laws. 
50. I accept that a flexible test of the similarity of goods 
or services might lead to different interpretations of 
such similarity in different Member States. It is indeed 
possible that, contrary to the view in certain Member 
States, a new mark might not be caught by Article 
4(1)(b) of the Directive in one Member State simply 
because it is considered in that State that, despite the 
reputation of the earlier mark and a likelihood of con-
fusion, the goods or services are not sufficiently 
similar. In such a case, however, the fact that the earlier 
mark has a reputation may well mean that in that Mem-
ber State Article 4(4)(a) or Article 5(2) of the Directive 
(concerning the protection of a mark in relation to dis-
similar goods or services) would apply instead. 
According to the understanding of the Commission, all 
Member States have availed themselves of the option 
provided by Article 4(4)(a). (19) Thus the ultimate re-
sult in all Member States (namely the prohibition, or 
cancellation, of the registration of a mark or prohibition 
of its use) would often be the same. 
51. By way of a final observation I would add that I do 
not consider it unjust for a trade-mark owner to benefit 
from protection in relation to a wider range of goods 
than those in relation to which the mark is registered. It 
is not reasonable to require a trade-mark owner to reg-
ister his mark in relation to all types of goods in 
relation to which use of his mark may give rise to a risk 
of confusion, because he may not be using his mark in 
relation to such goods; indeed marks which are regis-
tered in respect of goods or services in relation to 
which they are not used are liable to be struck off the 
register after five years on the grounds of non-use. (20) 
Moreover, the criterion of confusion ensures that when 
registering a mark in relation to a certain class of goods 
or services, the trade-mark owner is not thereby pro-
tected in relation to too broad a range of goods and 
services. The concept of confusion should not be ex-
tended too far since, as I observed in my Opinion in 
SABEL, (21) a broad interpretation would be contrary 
to the Directive's aim of assisting the free movement of 
goods. However, where there is a genuine and properly 
substantiated likelihood of confusion, it is in my view 
not only justifiable but necessary to protect both the 
consumer and the trade-mark owner by disallowing the 
registration of a later mark even in relation to similar 
goods and services in respect of which the earlier mark 
is not registered. 
Conclusion 
52. Accordingly the question referred by the Bundes-
gerichtshof should in my opinion be answered as 
follows:  
In the assessment of the similarity of goods or services 
covered by two marks within the meaning of Article 
4(1)(b) of First Council Directive 89/104/EEC of 21 
December 1988 to approximate the laws of the Member 
States relating to trade marks, account may be taken of 
the distinctive character, in particular the reputation, of 
the earlier mark in deciding whether there is sufficient 
similarity to give rise to a likelihood of confusion. Ho-

wever, there will only be a likelihood of confusion 
within the meaning of that provision if it is likely that 
the public will be confused into thinking that there is 
some sort of trade connection between the suppliers of 
the goods or services in question. 
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